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Dear Sir 

The Appellants appeal the rejection of Claims 78-89, which were rejected in the 
Final Office Action dated November 28, 2003 in the above-captioned patent application. 

This Appeal Brief is filed in triplicate including Appendix A, which is a copy of the 
claims involved in this Appeal, Appendix B, which is a copy of the references cited in this 
Appeal, and Appendix C, which is a copy of the Federal Circuit cases cited in this Appeal. 
Moreover, this Appeal Brief is filed with an accompanying Amendment filed in triplicate . 

An oral hearing is hereby requested. 
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A check in the amount of $600 is included to cover the fee of $320 for filing an 
Appeal Brief pursuant to 37 C.F.R. § 1.17(c) and the fee of $280 for an oral hearing before 
the Board pursuant to 37 C.F.R. § 1.17(d). According to the mies of 37 C.F.R. § 1.192. 
the Appellant's Brief is as follows. 



(1) REAL PARTY IN INTEREST 

The real party in interest is the assignee, Micron Technology, Inc. 

(2) RELATED APPEALS AND INTERFERENCES 

The Appellants know of no other appeals or interferences which will directly affect, 
be directly affected by, or have a bearing on the Board's decision in this Appeal. 



(3) STATUS OF THE CLAIMS 

Claims 84-89 as Shown in the Attached Amendment Remain Pending for Appeal 

Claims 78-89 were pending at the time of the November 28. 2003 Office Action. 
On March 1. 2004. the Appellants filed an After Final Amendment, canceling Claims 78-83 
(half of the claims) and amending Claims 84-88 according to the Examiner's 
recommendations in the Final Office Action, i.e., replacing "barrier to con^osion" with - 
barrier against corrosion-, removing objectionable language, and replacing "surrounding" 
with -covering- in Claim 88. 

In an Advisory Action issued on March 18, 2004, the Examiner refused to enter the 
March 1. 2004 After Final Amendment. Therefore, in accordance with 37 C.F.R. 
§ 1.192(c)(9). attached Appendix A includes a copy of Claims 78-89 as they were 
examined at the time of the November 28 Office Action. However, in an effort to reduce 
the issues on appeal, the Appellants submit herewith an Amendment that seeks to cancel 
claims and adopt the Examiner's recommendations. The remainder of the present Appeal 
Brief will proceed as if the requested cancellations and amendments were entered in 
accordance with M.P.E.P. § 1207 (stating. " Except where an amendment merely cancels 



Page 2 of 8 microisi.083C1 



Application No. 
Amdt. Dated 
Reply To Adv. A. Of 



10/015,811 
May 26, 2004 
March 18, 2004 



claims and/or adopts examiner suggestions , removes issues from appeal , or in some other 
way requires only a cursory review . . ., compliance with ... 37 CFR. 1.116 will be 

expected " Emphasis Added). 

Accordingly, Claims 84-89, in the form presented in the accompanying Appellants' 
Amendment, remain pending for appeal. 

(4) STATUS OF THE AMENDIVIENTS 

As disclosed in paragraph (3) above, an Advisory Action of March 18, 2004, 
indicated that for purposes of this Appeal, the March 1, 2004 After Final Amendment 
would not be entered. However, accompanying the present Appeal Brief, the Appellants 
have filed an Amendment that cancels Claims 78-83, and that amends Claims 84-88 as 
directed by the November 28, 2003 Final Office Action. 

(5) SUI\/IMARY OF THE INVENTION 

As discussed in the Appellants' specification, use of high dielectric constant 
capacitors typically involves highly oxidizing ambients during manufacturing processes. 
These ambients often cause oxidation problems with respect to the conductive electrical 
contact material between the active areas of the silicon substrates and the capacitors. 
The application teaches that it is highly advantageous to sumound the electrical contact 
with both insulating and conductive oxidation-resistant (or diffusion bamer) spacers. 

In one disclosed embodiment highlighted in 
the adjacent reproduction of Fig. 15 of the 
application, the memory cell 1000 includes layers 
forming a capacitor 910, 920, 930 capable of 
storing infomiation, an active layer 126, and a 
contact plug 610, which electrically connects the 
capacitor to the active layer. Fig. 15 also shows 
the conductive diffusion barrier layers 1100, 1200, 
1400, that surround the conductive filler of the 
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contact plug 610, to protect the conductive filler from deterioration and possibly failure. For 
example, the conductive diffusion barrier layers advantageously block hamiful diffusion of, 
for example, oxygen, dopants, or the like, resulting from the highly oxidizing manufacturing 
processes of memory cells. In addition, Fig. 15 shows a non-conductive diffusion banner 
layer 400 surrounding the sidewalls of the conductive diffusion barrier layer 1200, thereby 
forming a double layered diffusion bamer that provides additional protection against the 
foregoing harmful diffusions. 

Fig. 15 also illustrates the memory cell including bit lines 120 that, among other 
things, provide communication with the capacitor 910, 920, 930 of the memory cell. In the 
embodiment of Fig. 15, the bit lines 120 are fomied using a reduction in processing steps 
referred to as "self alignment." In other words, the processing mask that defines where the 
contact 610 will be placed need not be precisely aligned with and may be wider than the 
gate spacing. 

Use of the claimed double layered diffusion barrier however is not intuitive. For 
example, because It requires additional processing steps and additional space, without 
Increasing memory capacity, the recited double layering Is In direct contrast to the 
common goal of the memory cell industry, that of maximizing menrory resolution (amount 
of storage space) while minimizing memory size (footprint) and memory cell processing 
steps. 

In the present application, Independent Claim 84 recites, among other things, the 
conductive and insultative sidewall layers forming the double layered diffusion bamer that, 
among other things, effectively protects the contact plug from harmful diffusions. 
Dependent Claim 85 recites the conductive cap, Dependent Claim 86 recites the 
conductive base, and Dependent Claim 87 recites both the cap and the base. Dependent 
Claim 88 recites the bit line, and Dependent Claim 89 recites the self alignment. 

(6) ISSUES PRESENTED ON APPEAL 

Whether Claims 84-88 are properly rejected under 35 U.S.C. § 103(a) as being 
unpatentable over WlPO Publication No. WO98/15013, issued to Hartner et al., (the 
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"Hartner publication'") in view of U.S. Patent No. 4,926,237, issued to Sun et a!., (the "Sun 
patent"), and whether Claim 89 Is properly rejected under 35 U.S.C. § 103(a) as being 
unpatentable over the Hartner publication in view of the Sun patent and U.S. Patent No. 
.5.346,844, issued to Cho et al. (the Cho patent). 

(7) GROUPING OF CLAIMS 

For the purpose of this appeal, Claims 84-89 can be grouped together and 
Claim 84 can be treated as a representative claim. 

(8) ARGUMENTS 

The final Office Action rejected Claims 84-88 under 35 U.S.C. § 103(a) as being 
unpatentable over the Hartner publication in view of the Sun patent. The Final Office 
Action added the Cho patent to the foregoing rejection in order to allege obviousness with 
respect to Claim 89. 

To maintain an obviousness rejection under § 103(a), three requirements must be 

met: 

To establish a prima facie case of obviousness, three basic criteria must be 
met. First, there must be some suggestion or motivation, either in the 
references themselves or in the knowledge generally available to one of 
ordinary skill in the art, to modify the reference or to combine reference 
teachings. Second, there must be a reasonable expectation of success. 
Finally, the prior art reference (or references when combined) must teach or 
suggest all the claim limitations. The teaching or suggestion to make the 
claimed combination and the reasonable expectation of success must both 
be found in the prior art, and not based on the Applicant's disclosure. See 
M.P.E.P.§2143. 

The Appellants respectfully submit that in the present case, the combination of the 
Hartner publication and the Sun patent is improper because, among other things, without 



• For ease of understanding, the Appellants will reference the Hartner patent, U.S. 
Patent No. 6,043,529, which according to the Examiner, is the English version of the 
Hartner publication 
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knowledge of the presently claimed invention, neither the references nor knowledge 
available to an artisan supply a motivation to make the combination. 

The Combination of the Hartner publication and the Sun patent is Improper Because 
Without Knowledge of the Presently Claimed Invention, Neither the References Nor 
Knowledge Available to an Artisan Supply a Motivation to Make the Combination 

Recently, the Federal Circuit addressed the concern of using hindsight, e.g.. the 
Appellants' own disclosure, in obviousness-type rejections. In In re Dembiczak, the 
Federal Circuit warned against using the inventor's disclosure of Halloween faces on 
trash bags, as a blueprint for combining teachings of crepe paper jack-o-lantems with 
teachings of placing faces on paper bags without evidence of a suggestion, teaching 
or motivation in the prior art . 175 F.3d 994. 999, 50 U.S.P.Q.2d 1614. 1617 (Fed. Cir. 
1999) (abrogated on other grounds by In re Gartside, 203 F.Sd 1305, 53 U.S.P.Q.2d 1769 
(Fed. Cir. 2000)). Shortly after Dembiczak, the Court in In re Kotzab, explained that 
"particular findings must be made as to the reason the skilled artisan, with no knowledge 
of the claimed invention , would have selected these components for the combination in 
the manner claimed." 217 F.3d 1365. 1371. 55 U.S.P.Q.2d 1313. 1317 (Fed. Cir. 2000) 
(emphasis added). Failure to have such particular findings led the Court to overturn an 
Examiner's and a Board's findings of obviousness. More recently, the Court in In re Lee, 
vacated a njling by the Board of Patent Appeals and Interferences, stating that it was 
improper, in detemiining whether a person of ordinary skill would have been led to a 
particular combination of references, simply to use that which the inventor taught against 
its teacher. 277 F.3d 1338, 1344, 61 U.S.P.Q.2d 1430. 1434 (Fed. Cir. 2002). 

As in Dembiczak, Kotzab, and Lee. the Examiner in the present application fails to 
provide an acceptable motivation to combine the Hartner publication with the Sun patent. 
For example, in the present application, independent Claim 84 recites, among other 
things, a method comprising fomning a first banrier against corrosion; forming a second 
banrier against corrosion comprising conductive material; and fomning a conductive contact 
plug. Additionally, Claim 84 recites that the second banrier is around the conductive 
contact plug and the first barrier is around the second barrier, thereby fomning an electrical 
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contact including at least two protective barriers around the conductive contact plug to 
avoid conrosive aspects associated with fabrication. 

In contrast to the claimed double wrapped contact plug, the IHartner publication 
does not teach or suggest implementing a second banier that comprises conductive 
material. This lack of teaching is recognized in the Final Office Action, on page 7, 
paragraph 1. However, the Final Office Action asserts that the combination of a 
conductive wrapped contact plug from the Sun patent would be obvious in order to mal<e 
"a semiconductor device with better protection to the contact plug" The Applicants submit 
that the such motivation is improper for a number of reasons including (1 ) the Final Office 
Action misconstrues the teaching of the Sun patent, and (2) the motivation is in direct 
contrast with the industry standard of seeking smaller device footprints using less process 
steps. 

The Final Office Action rationalizes the combination of the Sun patent by alleging 
that the Sun patent discloses a contact plug 28 inside a dielectric layer 16 that may include 
Silicon Nitride (SiN), the material of Hartner's SiN Insulative liner. However, Sun's 
dielectric layer 16 is only an interlevel dielectric space filler common to virtually all 
semiconductor devices and is not a banier against con-osion. 

Thus, the Hartner publication stands alone with its teaching of a SiN insulative liner, 
and the Sun patent stands alone with its teachings of a Titanium (Ti) or Titanium Nitride 
(TiN) conductive liners, with no motivation in either reference to combine each other. 
Rather, industry pressures to minimize device footprints and reduce extra processing 
steps are in direct contrast to any combination of the two references. This is especially 
true when conskJering the stated motivation, ostensibly to better protect the contact plug, 
when each reference provides its own independent solution to protecting its contact 
plug. 

In short, a skilled artisan having the Hartner publication and also having no 
knowledge of the claimed invention , would not look to or add the additional space and 
the additional processing steps of the Sun patent to solve a problem already solved by the 
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Hartner publication. The Appellants therefore submit that the Final Office Action fails to 
present a prima facie case of obviousness against independent Claim 84. 

The Appellants also submit that Claims 85-88, which depend from Claim 84, are 
patentable for the same reasons articulated above with respect to Claim 84, and because 
of the additional features recited therein. Moreover, the Appellants submit that the Cho 
reference does not supply the missing motivation for the foregoing combination. Rather, 
the Cho reinforces the above-mentioned industry goals by focusing on minimizing the 
layout or footprint occupied by the conductive stmcture being formed (also discussed as 
maximizing the resolution thereof). See col. 1, line 49 through col. 2, line 7. Accordingly, 
the Appellants also submit that Claim 89, which depends from Claim 84, is patentable for 
the same reasons articulated above with respect to Claim 84, and because of the 
additional features recited therein. 

(9) CONCLUSION 

Because the combination of the Hartner publication with the Sun patent (or in the 
case of Claim 89, with the Sun and Cho patents) is improper. Claims 88-89 are not 
properly rejected under 35 U.S.C. § 103(a). Accordingly, the Appellants respectfully 
request withdrawal of the rejections of Claims 84-89. and respectfully request allowance of 
the same. 

Respectfully submitted, 

KNOBBE, MARTENS, OLSON & BEAR, LLP 



Dated: Mav26. 2004 B^ 

620 Newport Center Drive 
Sixteenth Floor 
Newport Beach, CA 92660 
(949) 760-0404 
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H!^^ APPENDIX A 

This Appendix A contains a copy of the claims 
involved in this Appeal according to 37 C.F.R. § 1 .192(c)(9). 

Claim 78 (Previously Presented) A method of protecting conductive 
elements of an integrated circuit, the method comprising: 

fonning an insulating banier liner covering at least one gate fonned on a 
lower circuit element; 

fonning a silicon nitride barrier liner which will surround a conductive 
connector; and 

fomiing the conductive connector which electrically connects an upper circuit 
element to the lower circuit element, thereby protecting the conductive connector 
from corrosive effects associated with fabrication of the upper circuit element, 
wherein the insulating barrier liner contacts the silicon nitride barrier liner. 
Claim 79 (Previously Presented) The method of Claim 78. wherein 
portions of the gate contact the silicon nitride barrier liner. 

Claim 80 (Previously Presented) The method of Claim 78, wherein the 
insulating barrier liner comprises silicon nitride. 

Claim 81 (Previously Presented) The method of Claim 78, further 
comprising fonning a conductive banier liner which sunounds the conductive connector, 
wherein sidewalls of the conductive barrier liner are between the silicon nitride barrier liner 
and the conductive connector and a cap portion of the conductive barrier liner is above the 
conductive connector and fomns part of the electrical connection between the upper circuit 
element and the lower circuit element. 

Claim 82 (Previously Presented) The method of Claim 78, wherein the 
upper circuit element comprises a capacitor including a dielectric material having a 
dielectric constant greater than about 10. 

Claim 83 (Previously Presented) The method of Claim 78, wherein the 
upper circuit element comprises a memory cell capacitor and the lower circuit element 
comprises a substrate including an active area electrically connected to the conductive 
electrical connector. 



Application No. 09/422,208 
Filed: October 19, 1999 

Claim 84 (Previously Presented) A method of electrically connecting a 
capacitor having a high dielectric constant dielectric to a transistor active area, the method 
comprising: 

forming a first barrier to corrosion covering sidewalls of a contact hole, 
wherein the first barrier comprises insulating material; 

forming a second barrier to corrosion covering the first barrier and other 
surfaces of the contact hole, wherein the second banrier comprises a conductive 
material; and 

fomiing a conductive contact plug which electrically connects the capacitor 
including a high dielectric constant dielectric to the transistor active area of a lower 
circuit element, wherein the second barrier is around the conductive contact plug 
and the first barrier is around the second barrier, thereby forming an electrical 
contact including at least two protective baniers around the conductive contact plug 
to avoid corrosive aspects associated with the fabrication of the capacitor. 
Claim 85 (Previously Presented) The method of Claim 84, further 
comprising fomiing a third barrier to con^osion covering a side of the conductive contact 
plug opposite the transistor active area, wherein the third barrier comprises a conductive 
material and electrically connects the capacitor with the contact conductive contact plug. 

Claim 86 (Previously Presented) The method of Claim 84, further 
comprising fomiing a third barrier to covering a side of the conductive contact plug nearest 
the transistor active area, wherein the third bam'er comprises a conductive material and 
electrically connects the transistor active area with the contact conductive contact plug. 



Application No. 09/422,208 
Filed: October 19, 1999 

Claims? (Previously Presented) The method of Claim 84, further 
comprising: 

fomiing a third banier to conrosion covering a side of the conductive contact 
plug opposite the transistor active area, wherein the third barrier comprises a 
conductive material and electrically connects the capacitor with the contact 
conductive contact plug; and 

fomiing a fourth barrier to covering a side of the conductive contact plug 
nearest the transistor active area, wherein the fourth barrier comprises a conductive 
material and electrically connects the transistor active area with the contact 
conductive contact plug. 

Claim 88 (Previously Presented) The method of Claim 84, further 
comprising fomiing an insulating layer including a sidewall portion and a cap portion 
sun-ounding at least one of a bit line or a word line on the lower circuit element. 

Claim 89 (Previously Presented) The method of Claim 88, wherein 
portions of the at least one of a bit line or a word line contact the first bam'er. 




APPENDIX B 



This Appendix B contains a copy of each of the 
references discussed in this Appeal. 

1. WlPO Publication WO 98/15013 to Hartner et al., published April 9. 
1998, for Semiconductor Device with a Protected Barrier for a Stack 
Cell. 

2. U.S. Patent No. 6,043,529 to Hartner et al.. Issued on March 28, 
2000, for Semiconductor Configuration with a Protected Banier for a 
Stacked Cell, which the Examiner considers as the English 
translation of WO 98/1 501 3. 

3. U.S. Patent No. 4,926,237 to Sun et al., issued on May 15, 1990, for 
Device Metallization, Device and Method. 

4. U.S. Patent No. 5,346,844 to Cho et al., issued on September 13, 
1994, for Method for Fabricating Semiconductor Memory Device. 
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(54) Title: SEMICONDUCTOR DEVICE WITH A PROTECTED BARRIER FOR A STACK CELL 

(54) Bezcichnung: HALBLEITERANORDNUNG MIT GESCHOTZTER BARRIERE FOR EINE STAPELZELLE 
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(57) Abstract 

The invention relates to a semiconductor 
device for integrated circuits with a stack cell 
located in an insulating layer (2) having a plug 
(I) filled contact hole (8) with a capacitor with 
a lower electrode (5) turned towards the plug 
(1), a paraelectric or ferroelectric dielectric (6) 
and an upper electrode (7). A barrier layer (3) 
is located between the plug (1) and the lower 
electrode (5). Said layer is surrounded by a 
silicon nitride collar (4) preventing effective 
oxidation of barrier layer (3). 

(57) Zusammenfassung 

Die Erfindung betrifft eine Halbleit- 
eranordnung fiir integrierte Schaltungen, bei 
der eine Stapelzelle in einer Isolicrschicht (2) 
ein mil einem Plug (1) gefOlltes Kontaktloch 
(8) aufweist, auf dem ein Kondcnsator mit 
einer unteren, dem Plug (1) zugewandten 
Elektrodc (5), einem paraelektrischcn oder 
ferroelekuischen Dielektrikum (6) und einer 
oberen Elektrode (7) vorgesehen ist. Zwischen 
dem Plug (1) und der unteren Elektrode (5) 
befindet sich eine Barriereschicht (3), die von 

einem Siliziumnitridkragen (4) umgeben ist, der eine Oxidation der Barriereschicht (3) zuveriassig verhindert. 




LEDIGUCH ZUR INFORMATION 



Codes zur Identifiziening von PCT-Veitragsstaaten auf den Kopfb6gen der Schriften, die Internationale Anmeldungen gemass dem 
PCT vcrttffentlichen. 



AL 


Albanien 


ES 


Spanien 


LS 


Lesotho 


SI 


Slowenien 


AM 


Armenien 


FI 


Finnland 


LT 


Litauen 


SK 


Siowakei 


AT 


Csterreich 


FR 


Frankreich 


LU 


Luxemburg 


SN 


Senegal 


AU 


Austral ten 


GA 


Gabun 


LV 


Lcttland 


sz 


Swasiland 


AZ 


Aserbatdschan 


GB 


Vcrcinigtcs KOnigreich 


MC 


Monaco 


TD 


Tschad 


BA 


Bosnien-Herzegowina 


GE 


Georgicn 


MD 


Republik Moldau 


TC 


Togo 


BB 


Barbados 


GH 


Ghana 


MG 


Madagaskar 


TJ 


Tadschikistan 


BE 


Belgicn 


GN 


Guinea 


MK 


Die ehemaltge jugoslawische 


TM 


Tiirkmenistan 


BF 


Burkina Faso 


GR 


Griechenland 




Republik Mazedonicn 


TR 


TQrkei 


BG 


Bulgarien 


HU 


Ungani 


ML 


Mali 


TT 


Trinidad und Tobago 


BJ 


Benin 


IE 


Irland 


MN 


Mongolei 


UA 


Ukraine 


BR 


Brasitien 


IL 


Israel 


MR 


Maurctanicn 


l)G 


Uganda 


BY 


Belarus 


IS 


Island 


MW 


Malawi 


US 


Vereinigte Staaten von 


CA 


Kanada 


IT 


Ttalicn 


MX 


Mexiko 




Amerika 


CF 


Zentralafrikanische Republik 


JP 


Japan 


NE 


Niger 


uz 


Usbekistan 


CC 


Kongo 


KE 


Kenia 


NL 


Niederlande 


VN 


Vietnam 


CH 


Schweiz 


KG 


Kirgtsistan 


NO 


Norwcgen 


YU 


Jugoslawien 


CI 


C6ie d'lvoire 


KP 


Demokratische Volksrepublik 


NZ 


Neusccland 


ZW 


Zimbabwe 


CM 


Kamcfun 




Korea 


PL 


Polen 






CN 


China 


KR 


Republik Korea 


PT 


Portugal 






CU 


Kuba 


KZ 


Kasachstan 


RO 


Rumanicn 






CZ 


Tschechische Republik 


LC 


St. Lucia 


RU 


Russische Federation 






»E 


Deutschland 


LI 


Liechtenstein 


SD 


Sudan 






DK 


DSnemark 


LK 


Sri Lanka 


SE 


Schwcden 






BE 


Est land 


LK 


l.,iberia 


SG 


Singapur 







wo 98/15013 
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Beschreibung 

Halbleiteranordnung mit geschutzter Barriere fur eine Stapel- 
5 zelle 

Die vorliegende Erfindung betrifft eine Halbleiteranordnung 
nach dem Oberbegrif f des Patentanspruchs 1 sowie ein Verfah- 
ren zum Herstellen einer derartigen Halbleiteranordnung. 

10 

Herkommliche Speicherelemente von Halbleiter-Speicheranord- 
nungen verwenden als Speicherdielektrikum zumeist Siliziumdi- 
oxid- Oder auch Siliziutnnitridschichten, welche aber beide 
lediglich eine Dielektrizitatskonstante im Bereich von etwa 6 

15 besitzen. Eine hohere Dielektrizitatskonstante wurde jedoch 
zu einer groSeren Kapazitat des entsprechenden Kondensators 
fiihren, so daS auch dessen Abmessungen vermindert werden 
konnten, wenn auf eine entsprechende Steigerung der Kapazitat 
verzichtet wird. Mit anderen Worten, die Verwendung eines 

20 Dielektrikums mit grofier Dielektrizitatskonstante fiihrt zu 

einer Verringerung der fur den entsprechenden Kondensator be- 
not igten Flache und damit zu einer Steigerung der Integrati- 
onsdichte . 

25 Die in diesem Zusammenhang durchgefiihrten Entwicklungen haben 
Materialien ergeben, die eine gegenuber 6 erheblich hohere 
Dielektrizitatskonstante aufweisen. So wurde beispielsweise 
als paraelektrisches Material (Ba^STi.^) TiOj (BST) entwickelt, 
das eine Dielektrizitatskonstante in der GroSenordnung von 

30 400 hat. Es liegt auf der Hand, daE BST eine erhebliche Stei- 
gerung der Integrationsdichte erlaubt, wenn es anstelle der 
ublichen Siliziumdioxid- bzw. Siliziumnitridschichten einge- 
setzt wird, 

35 Weiterhin verwenden herkommliche Speicherelemente, wie bei- 
spielsweise ein dynamischer Random- Speicher (DRAM) paraelek- 
trische Materialien, die aber bei Ausfall der Versorgungs- 
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spannung ihre Ladung und somit auch die mit dieser gespei- 
cherte Information verlieren. AuSerdem mussen derartige her- 
konunliche Speicherelemente wegen des bei ihnen auftretenden 
Leckstromes standig neu beschrieben werden, was als "refre- 
shen" bezeichnet wird. Auch aus diesem Grund ist der Einsatz 
von neuartigen f erroelektrischen Materialien als Speicherdie- 
lektrikum wiinschenswert, da nur so die Herstellung nicht- 
fluchtiger Halbleiter-Speicheran-ordnungen moglich ist, die 
bei Ausfall der Versorgungsspannung nicht ihre information 
verlieren und auch nicht stSndig neu beschrieben werden mus- 
sen. 

Zusammenfassend ergibt sich damit, dafi bei Halbleiter-Spei- 
cheranordnungen der Einsatz f erroelektrischer Materialien als 
Speicherdielektrikum an sich wiinschenswert ist, da so eine 
Steigerung der Integrationsdichte bei gleichzeitiger Sicher- 
heit gegenuber einem Ausfall der Versorgungsspannung erreicht 
werden kann. 

Die praktische Verwirklichung des Einsatzes derartiger ferro- 
elektrischer Oder auch paraelektrischer Materialien in Halb- 
leiter-Speicheranordnungen hangt aber stark davon ab, wie 
sich diese Materialien in eine integrierte Halbleiter-Schal- 
tungsanordnung einbauen lassen. Als solche f erroelektrische 
Oder paraelektrische Materialien wurden bisher neben dem be- 
reits erwahnten BST auch (Pb, Zr) Ti03 (PZT) , SrBi^Ta^O, (SBT) , 
SrBi,(Ta,Nb)09 (SBTN) SrTi03 (ST), ferro- und paraelektrische 
Polymere usw. bzw. allgemein ferro- und paraelektrische Mate- 
rialien in Erwagung gezogen. 

Obwohl diese Materialien hohe Dielektrizitatskonstanten auf- 
weisen und aus diesem Grund auch schon bei f erroelektrischen 
Random- Speichern (FeRAM) eingesetzt werden, ist ihre Bedeu- 
tung in der Praxis noch begrenzt. Denn es hat sich gezeigt, 
dafi die genannten Materialien mit hoher Dielektrizit^tskon- 
stante nicht ohne weiteres in Halbleiter-Speicheranordnungen 
eingesetzt werden konnen. So wird beispielsweise die Anwen- 
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dung von dielektrischen Materialien mit hoher Dielektrizi- 
tatskonstante Oder von Ferroelektrika in hoch integrierten 
Stapelzellen von Halbleiter-Speicheranordnungen stark dadurch 
behindert, da& der sogenannte "Plug" bzw. das in ein Kontakt- 

5 loch eingebrachte FCillmaterial bei Abscheidung des Dielektri- 
kums oxidiert wird. Diese Oxidation findet speziell aufgrund 
der Tatsache statt, dafi es sich bei den genannten Dielektrika 
mit hoher Dielektrizit§tskonstanten und Ferroelektrika urn 
Oxide handelt, die bei der Herstellung der Halbleiter- bzw. 

10 Kondensatoranordnung hohen Temperaturen in einer sauerstoff- 
haltigen Atmosphare ausgesetzt werden mussen. 

Da die ublicherweise fiir den Kondensatorkontakt verwendete 
Platin-Elektrode sauerstof fdurchlassig ist, oxidiert damit 
15 beispielsweise die Grenzflache zwischen Plug und Elektrode, 
was mit einer elektrischen Unterbrechung gleichbedeutend ist. 

Figur 3 zeigt eine derartige Halbleiteranordnung mit einer 
Speicherzelle. Bei dieser Halbleiteranordnung ist auf einen 
20 Halbleiterkorper 10 mit einem hochdotierten Bereich 9 eine 
di- 

elektrische Isolatorschicht 2 aus z.B. Siliziumdioxid aufge- 
bracht, in die ein Loch 8 geStzt ist. Dieses Loch 8 ist mit 
einem Fullmaterial bzw. Plug 1 gefullt, der aus Wolfram oder 

25 polykristallinem Silizium besteht. Oberhalb des Plugs 1 ist 
eine Barriereschicht 3 vorgesehen, die beispielsweise aus WN, 
TiWN, TaN, WC usw. bestehen kann. Die Barriereschicht 3 
trennt eine untere Elektrode 5 z.B. aus Plat in von dem Plug 
1. Auf der unteren Elektrode 5 befindet sich ein paraelektri- 

30 sches Oder f erroelektrische Dielektrikum 6, auf das wiederum 
eine obere Elektrode 7 aufgetragen ist. Bei dieser Halblei- 
teranordnung tritt beginnend im Bereich 11 eine Oxidation des 
Materials der Barriereschicht 3 auf, was letztlich zu einer 
elektrischen Unterbrechung ffihren kann. Die Oxidation schrei- 

35 tet dabei vom Bereich 11 entlang der GrenzflSche 14 zwischen 
der Barriereschicht 3 und der Elektrode 5 und entlang der 
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Grenzflache 15 zwischen der Barriereschicht 3 und der Isola- 
tionsschicht 2 fort. 

Nicht zuletzt aus diesem Grund wird bisher in der Praxis die 
integration eines f erroelektrischen Oder paraelektrischen Di- 
elektrikums in einer Speicheranordnung bei hoher Integrati- 
onsdichte als wenig Erfolg versprechend angesehen. 

Um die oben erwahnte Oxidation der Schnittf lache zwischen 
Elektrode und Plug in grofiem Umfang zu vermeiden, werden bis- 
her Di- 

elektrika mit hoher Dielektritzitatskonstanten oder Ferro- 
elektrika erst nach Fertigstellung einer herkommlichen CMOS- 
Trans is tors truktur iiber einem LOCOS -Gebiet planar abgeschie- 
den. Mit anderen Worten, • neben einem MOS -Transistor, dessen 
Drain beispielsweise mit einer Bitleitung verbunden und des- 
sen Gate an eine Wortleitung angeschlossen ist. wird uber dem 
LOCOS -Gebiet ein Kondensator vorgesehen, dessen obere Elek- 
trode aus z.B. Platin besteht, das mit der Source -Elektrode 
eines MOS -Transistors verbunden ist, und dessen Isolier- 
schicht aus einem Ferroelektrikum hergestellt ist, wahrend 
die zweite Elektrode (common plate) , die der ersten Elektrode 
durch das Ferroelektrikum gegenuberliegt, ebenfalls aus z.B. 
Platin hergestellt ist. Als Dielektrikum kann hierbei bei- 
spielsweise SET verwendet werden. Die Gr6Sen der auf diese 
weise gebildeten Speicherzellen betragen beispielsweise 
10,1 um X 16,5 ^m = 167 ^im' = 46 f', wenn fiir F ein Grundmafi 
von 1,9 urn herangezogen wird. Die Flache des Kondensators be- 
tragt dabei etwa 3,3 urn x 3,3 \m = 10,9 ^m' = 3 f' . Mit ande- 
ren Worten, es liegt ein relativ grofier Platzbedarf fur die 
Speicherzelle bzw. deren Verdrahtung zum Kondensator vor. 

Vorteilhaft am Auftragen eines Kondensators iiber dem LOCOS - 
Ge-biet ist aber, dafi zur Herstellung der planaren ferroelek- 
trischen Schicht des Kondensators ein Sputter- oder Solgel- 
Ver-fahren benutzt werden kann und insbesondere durch das 
Aufbringen der f erroelektrischen Schicht, das in stark oxi- 
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dierender Umgebung stattfindet, die Diffusion von Sauerstoff 
durch die meist aus Platin bestehende Elektrode hindurch die 
darunter liegende Schicht nicht mehr beeintrSchtigt, da hier 
bereits ein Oxid vorliegt, 

Zusammenfassend ergibt sich damit, daS das Abscheiden einer 
CMOS-Transistorstruktur uber dem LOCOS -Gebiet zwar ohne wai- 
ters tnoglich ist, jedoch zu einer erheblichen Verminderung 
der Integrationsdichte fuhrt. 

Ein direktes Auftragen der f erroelektrischen Schichten uber 
dem elektrisch leitenden Plug ist zwar moglich, fuhrt aber zu 
einer weiteren Oxidation und damit letztlich zu einer Isola- 
tion der elektrischen Verbindungen. 

Es ist daher A u f g a b e der vorliegenden Erfindung, eine 
Halbleiteranordnung zu schaffen, die eine Integration von 
Bauelementen mit f erroelektrischen und paraelektrischen Mate- 
rialien erlaubt und bei der unerwunschte Oxidationen im Be- 
reich der Barriereschicht des Plugs zuverlassig vermieden 
sind; auSerdem soil ein Verfahren zum Herstellen einer derar- 
tigen Halbleiteranordnung angegeben werden. 

Zur Losung dieser Aufgabe sieht die vorliegende Erfindung ei- 
ne Halbleiteranordnung mit den Merkmalen des Patentanspruches 
1 vor. AuSerdem wird ein Verfahren mit den Merkmalen des Pa- 
tentanspruches 5 geschaffen. 

Vorteilhafte Weiterbildungen der Erfindung ergeben sich ins- 
besondere aus den Patentanspriichen 2 bis 4. 

Bei der erf indungsgemafien Halbleiteranordnung ist also die 
Barriereschicht in einen "Siliziumnitridkragen" , der durch 
die Siliziuranitridschicht gebildet ist, eingebettet . Dadurch 
wird das Material der Barriereschicht, also beispielsweise 
Tiannitrid, Wolf ramnit rid, Titanwolf ramnitrid, Tantalnitrid 
usw., vor einer Oxidation zuverlassig geschiitzt. 
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Durch den "Siliziuinnitridkragen" wird eine laterale Sauer- 
stoff -Diffusion bei der Herstellung des paraelektrischen oder 
ferroelektrischen Dielektrikums vermieden. Das heifit, es 
tritt praktisch keine laterale Oxidation der Barriereschicht 
auf, wie dies beim Stand der Technik der Fall ist. AuSerdem 
wird erreicht, dafi das Material, z.B. Plat in, der unteren 
Elektrode gut auf der Siliziumnitridschicht haftet. 

Nachfolgend wird die Erfindung anhand der Zeichnungen naher 
erlautert. Es zeigen: 

Fig. 1 einen Schnitt durch ein erstes Ausfiihrungsbei- 

spiel der erf indungsgemaSe Halbleiteranord- 

nung ; 

Fig. 2 einen Schnitt durch ein zweites Ausfuhrungs- 

bei- 

spiel der erf indungsgemSSen Halbleiteranord- 



nung 



und 



Fig. 3 einen Schnitt durch eine bestehende Halblei- 

ter- 

anordnung . 

In den Figuren sind einander entsprechende Bauteile jeweils 
mit den gleichen Bezugszeichen versehen. 

Wie in einem ersten Ausfiihrungsbeispiel in Fig. 1 gezeigt 
ist, befindet sich bei der erf indungsgemSfien Halbleiteranord- 
nung auf einem Siliziumsubstrat 10 mit einem hochdotierten 
Bereich 9 eine Siliziumdioxidschicht 2, die ein Kontaktloch 8 
zu dem hochdotierten Bereich 9 aufweist . in der Siliziumdi- 
oxidschicht 2 bzw. auf dem Siliziumsubstrat 10 konnen noch 
weitere leitende Oder hochdotierte Bereiche 13 und Isolati- 



wo 98/15013 



PCT/DE97/02133 



onsbereiche 12 vorgesehen sein. Diese hochdotierten Bereiche 
13, 12 konnen beispielsweise Leiterbahnen oder LOCOS sein. 

Das Kontaktloch 8 ist rait mimaterial bzw. Plug 1 versehen. 
zwischen dem Plug 1, dessen leitendes Material aus z.B. Wolf- 
ram, Silizium, Nitriden oder poly)cristallinem Silizium be- 
steht, und einer unteren Elektrode 5 aus z.B. Platin ist eine 
Barriereschicht 3 angeordnet, die aus leitenden Nitriden, 
Karbiden, Boriden usw., wie z.B. WN. WC. WTiN, TaN, TiN, TiC 
usw. hergestellt sein kann. Bin mogliches Material fur den 
Plug 1 ist beispielsweise WSi. Die Barriereschicht 3 wird 
seitlich von einer Siliziunmitridschicht 4 uingeben, deren 
Oberseite in der gleichen Ebene wie die Oberseite der Barrie- 
reschicht 3 liegt. Die Oberseite der Barriereschicht 3 kann 
aber auch etwas unterhalb der Oberseite der Siliziutnnitrid- 
schicht 4 liegen. Auf die untere Elektrode 5 aus Platin ist 
ein paraelektrisches, superparaelektrisches oder ferroelek- 
trisches Dielektrikum 6 aufgetragen, welches wiederum mit ei- 
ner oberen Elektrode 7 bedeckt ist. Die obere Elektrode 7 
und/oder die untere Elektrode 5 kdnnen auch aus Ruthenium, 
Iridium, Palladium oder leitenden Oxiden hiervon, wie RuOj, 
IrOj usw. bestehen. 

Die Herstellung der erf indungsgemafien Halbleiteranordnung 
kann beispielsweise in der folgenden Weise geschehen: 

Zunachst wird die CMOS-Ebene mit dem Halbleiterkorper 10, den 
hochdotierten Bereichen 9 und 13, dem Isolationsbereich 12 
und der Siliziumdioxidschicht 2 hergestellt. Vor Atzung des 
Kontaktloches 8 wird sodann die Siliziumnitridschicht 4 abge- 
schieden. 

Nach Atzung des Kontaktloches 8 und Auffiillung des Kontaktlo- 
ches 8 mit Wolfram, leitendem Material, wie Siliziden oder 
polykristallinem Silizium erfolgt eine RiickStzung zur Bildung 
einer Aussparung im oberen Bereich des Plugs 1. Die Tiefe 
dieser Ruckatzvmg ist etwa an die Dicke der Siliziumnitrid- 
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schicht so angepaSt, dafi sie etwas kleiner als die Dicke der 
Siliziumnitridschicht 4 ist . Sodann wird durch Sputtern Oder 
MOCVD die Barriereschicht 3 im Bereich der Riickatzung aufge- 
bracht. Durch beispielsweise einen Ruckatz- oder Schleifpro- 
zefi wird die Oberflache der Barriereschicht 3 mit der Ober- 
flache der Siliziumnitridschicht 4 ausgerichtet . Mit anderen 
Worten, die Siliziunuiitridschicht 4 umgibt wie ein "Kragen" 
die Barriereschicht 3 . 

Auf die Barriereschicht 3 wird die untere Elektrode 5, die 
bevorzugt aus Plat in besteht, aufgetragen. Sodann wird das 
paraelektrische, superparaelektrische oder f erroelektrische 
Dielektrikuin 6 aufgebracht und strukturiert . Die Barriere- 
schicht 3 wirkt wahrend des Abscheidens des Dielektrikums 6 
sowie bei den nachf olgenden oxidierenden Temperaturprozessen 
als Schutz gegen eindif f undierenden Sauerstoff und verhindert 
die Oxidation des Plugs 1. Die Siliziumnitridschicht 4 
schutzt dabei die eingebettete Barriereschicht 3 zuverlassig 
vor der Oxidation und gewahrleistet die Integritat der Pla- 
tin/Barriereschicht/Plug/ Struktur. Siliziumnitrid ist be- 
kanntlich eine gute Sauerstoff -Diffusionsbarriere, die die 
Zufuhr von Sauerstoff im vorliegenden Fall zum Ubergangsbe- 
reich zwischen Barriereschicht und unterer Elektrode aus der 
Umgebung verhindert. 

Die vorliegende Erfindung erhoht damit den Oxidationswider- 
stand der Barriereschicht 3 in groEem Ausmafi. 

Fig. 2 zeigt ein weiteres Ausf iihrungsbeispiel der Erfindung. 
Bei diesem Ausfiihrungsbeispiel ist die Wand des Kontaktloches 
8 mit einer Zusatz-Siliziumnitridschicht 16 bedeckt, die nach 
der Atzung des Kontaktloches 8 abgeschieden wird. 
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PATENTANSPRUCHE 



5 1. Halbleiteranordnung fur integrierte Schaltungen, insbeson- 
dere Speicher, in DRAM- und FeRAM-Technik, bei der eine Stapel- 
zelle in einer Isolierschicht (2) ein mit einem Fullmaterial 
bzw. Plug (1) gefulltes Kontaktloch (8) aufweist, auf dem ein 
Kondensator mit einer unteren, dem Fullmaterial (1) zugewandten 
10 Elektrode (5) , einem superparaelektrischen oder paraelektri- 
schen oder f erroelektrischen Dielektrikum (6) und einer oberen 
Elektrode (7) vorgesehen ist, wobei zwischen dem Fullmaterial 
(1) und der unteren Elektrode (5) eine Barriereschicht (3) vor- 
gesehen ist, die von Bereichen aus Siliziumnitrid vollstSndig 

15 umgeben ist, 

dadurch gekennzeichnet, 

da£ die Barriereschicht (3) in dem Kontaktloch (8) auf dem 

Fullmaterial (1) angeordnet ist, 

daS die Bereiche aus Siliziumnitrid von einer auf der Isolier- 
20 schicht (2) angeordneten Siliziumnitridschicht (4) gebildet 
sind, 

daS die Siliziumnitridschicht (4) an das Kontaktloch (8) an- 
grenzt, und 

daS auf einer von der Barriereschicht (3) und der Siliziumni- 
25 tridschicht (4) gebildeten Ebene die untere Elektrode (5), das 
Dielektrikum (6) und die obere Elektrode (7) angeordnet sind. 
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2. Halbleiteranordnung nach Anspruch 1, 
dadurch gekennzeichnet, 

da& das Fullmaterial aus leitenden Materialien, insbesondere 
aus Siliziden, Nitriden, Wolfram oder polykristallinem Silizium 
besteht . 

3. Halbleiteranordnung nach Anspruch 1 oder 2, 
dadurch gekennzeichnet, 

dais die untere Elektrode (5) und/oder die obere Elektrode (7) 
aus Platin. Ruthenium, Iridium. Palladium oder leitenden Oxiden 
hiervon bestehen. 

4. Halbleiteranordnung nach einem der Anspriiche 1 bis 3, 
5 dadurch gekennzeichnet , 

dafi die Barriereschicht (3) aus WN, WC. WTiN, TaN, TiN oder TiC 
besteht . 

5. verfahren zur Herstellung der Halbleiteranordnung nach einem 

0 der Anspriiche 1 bis 4, 

dadurch gekennzeichnet, 

daE nach Herstellung einer CMOS-Ebene mit einem Halbleiterkor- 

per (10) auf diesera eine Isolierschicht (2) erzeugt und eine 

Siliziumnitridschicht (4) aufgetragen wird, 
!5 dafi in die Siliziumnitridschicht (4) und die Isolierschicht (2) 

ein Kontaktloch (8) eingebracht wird, 
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dafi das Kontaktloch (8) mit leitendem Fullmaterial (D , insbe- 
sondere aus Siliziden. Nitriden. Wolfram oder polykristallinem 
Silizium, aufgefiillt; wird, 

daS in dem Fullmaterial (1) eine Aussparung erzeugt wird, die 
eine an die Dicke der Siliziumnitridschicht (4) angepaSte Tiefe 
hat, 

daS in der Aussparung eine Barriereschicht (3) erzeugt wird, 
dafi die Barriereschicht (3) durch einen Schleif- oder Riickatz- 
prozeS in die Siliziumnitridschicht (4) eingebettet wird, und 
daS nacheinander die untere Elektrode (5), das Dielektrikum (6) 
und die obere Elektrode (7) aufgebracht werden. 



6. Verfahren nach Anspruch 5, 
dadurch gekennzeichnet, 
daS nach Atzung des Kontaktloches (8) auf dessen Wand eine Si- 
liziumnitridschicht (16) abgeschieden wird. 
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fc'i '-y. ..••'.<.■ .mSu* • ' • :n f . .;• ;tt- i ' t >•:.'•'••■ 
.vt-' •v.A Apj^l 28,. |,9!9g;\:-,,;.^r Hi' >;;••,•.; 
f^!''t .Mr. - a ^iK^r hJ^:-; 

.^j^o^TcJ of I!^tgnt Appi^^ls Iji|^er-. 
e?iQ^:, i^pti^d p^^^lipn of s^5^(?$tion,;^pjr, 

UiUted .Sii£^te8j;dqi|it: of .,!^pe9^^ Sie 

h^ld Ji^i^;: ;j(J^^]!./Bp?\^d ^nrejj.'.fcy 

piimp^ fjipe on. g^ojiift^ of ,obYipus- 



,0^. rngt^yfitioiji l|o,-C9ml>ine ijrior art jc^er- 

p^lptp. inypiyui^ .praapWn 1^ p?ik./baigS: 
d^',no^ij)ifedlu^^fe^^^ 

p^t«P;ttog/4fictrinet", ^-j .• .' • ; .^..r ■ . 

l,rilpttte»t^f?RH3(6).; ■; . - • 

''FMetBl ©irciiiit'detei^mines legal 
tioii obA^ofisiifes^- of pateftt- without ^dof-* 
erdnfte lo ifio'A^ 'bf "P&tent Appeals ^lid • 
Ifiteifereriee^, Saftd 'exiaiikines any feefcba- 
fihdingg foi^^-cleaf^ >• iglTcJr. '35 -U.iS.GiA 

§ loS(a): -^' '■' ' ) ' ■ • ■ ■■ y * ■■ ■ • - • 

3, Jh^ Ji^le^ andi ^ariei,. d^erent, for 



example. 



0 



2, Patents e»«ieax 

Measuring a: claimed invention' for db-^ 
viousness requires the oftrdifficult but crit- 
idal step of C5a6ting the inlnd back to ;the 
tfaae of invention, to consider the thinking 
of one of ordinary ddl in thte art, guided 
only by the prior art references and the 
themaccepted vdsdom' m the field, ^ ^85 
U,aaA,.§ 108(a);' . • . : ^. 1. 



IN RE DJIMBBCZAK 995 

cite as 175 F.3d 994 (FedClr. 1999) 

u 7. Piiteutei«s^U8(6) 

FedOTd circuit WQtdd not consider ar- 
gument made in support «f obviousness of 
patent application, which was not raisecj 
before Board of Patent Appeals and Inter- 
ferendes. 36 tjkCA.§ lb3(a). 



8. Patents*<g»m ' 
' The'- doctrine, of r'%bvio^^^^ 
double patenting'* proMbits cldnis in a Sec- 
ond patent \duch definie merely an obvious 
variation of an invention Maimed * by ' the 

85 



3, Patents <^16(4) 

J&est. defense agiin^t the ^subtl^ but : . ^ 

powa^ial attraction of .a hindsight^baaed same inventor in an iearliel? patenli, 
obviousne^ analysis of a patent apptiea- U;8;X3.A. § 103(a). ' 
tion is rigorous application ot the require-, 
ment for a $howing of tiie teaching:! oif 
motivation tq combine prior yart refewnoosi 
85UACJi§ 108(a> 

4 Patent 9r^^kX> 

Eyideiic^ (rf a^ suggestio|^; t^djiing, or 



Siee publication Wbrds k&d t*hras- 
es for other judicial constructions 
and definitions. 



9. Pat€nts^314(5s) ^ , 

• Question whether^pateht application is 
to be rejected, under obvious-lype double 
patentjpig dpqtrine, on .grounds that 



motivation W,c6mbiweirior;a:bf9^nQep,; ^""^i ^f^^' .gi^unas mat 

sufficient/to rend^Vinvehtion obyfe^ "S^ 

vajiatipn on uiv^ntioR disposed Ui;e3^^ 

patent, one of law,. VWch J^ederal Circuit - 
reviews de. novo/ /85 y^C-A. §^ 

10. Patents ^120 

: In some very rarp cases, obyiou^-l^qpe 
double pateit^ting,, in^^^^w^ inventioii 
claimed in patent application was obviou^ 
variation on invention disclbised-by eidstihg 
patent, may he foiuid between: design 
utility patent^; ^^i^^.qJL §^ 

It Pat(^te<©*^120-" ; * 

■ Wheri utilffy i^aiient..^ spu^t ;tQ^1^ 
iny^ilickted due :to ob^lotiSnesS, ,ih' ^^ht^^ 
previous d^ij^ paten% rejeciUo^^ 
oiiAKpiisness-tji^ dbttbie ptttiehtin|: d'bciiBne 



sufficient to renid^: invention obvious and 
unpatenteble, niay flow from the prior art 
r^erenti&s ■ themselves^ the knowledge of 
one of 6f<iinary skill in the artj oi^; % sonie 
cases,' troni thb nature of tiie^ problem to 
be solved? ^86 U.SiCjL^§^ ICfS^/ - 

5« Pa<ients,^86a) 

ii Broad conclusorj^ statements' regard- 
ing the :teachui]g;^bf multiple references, 
i^ahdihg idone, ai^ not evidence suffident 
to: render invention obvious' i«id^uiipatent« 
aWa 35 § 103(a),u • ; , 

. Board of fajtentf Appelate and; Ipt^^- 
. ences. jerred- by denying; rfqr , obviousness 
apptication : for utihty, patent ? for gfia^ge 

colored plastic tr^h b^^^^ 

^ph expanded :to.§^ face, pf pumpkins 

when Wwitii leaye^,.when Bp^d:^^<^^^^ of the patent sought to be inv^dated 
Pdor art shoyms plapfiip^nt . of iputupkjn ^^uld have been obvious from the subject 

matter of the claims /of the other patent, 
and 'Wee versa. SB'^U^aCA; § ipSCtt). *■ 




faces on; crepe paper ,ap(d. virhj^^i (fisc^pged; 
features of plastic trash bags audj:<?oi^ud- 
ed that prior art references collectively 
described all limitations of present claims; 
Board should have found a suggestion, 
teaching, or . motivatidu tp . :^o^\m^ . prior 
. arta^ferences. .cSg U.S.C^ § >.10?ji). : • 



. Jp^ orde^ to, bs uupfttewth, 

first beva. ba^c. d0algQ r^eij^nQa. in..^^- 
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prior art, the desigrt '6halrfa8tei3bHa^rp 
vhiclivi itte,.. basieally: the. eaijaia .;aa ; the 
daiiaedtieflign. ;«5 UvS.CA. §,ilQ8<a). . u..u 

■"l^hrase ^s^^ facial iricjiraa thereon,? 
<»ntained in cUdm of application for utiB4^ 
patent on plastic tl-ash bag!^witli=5waBpIdn 
fe<?e« ,nqt,4esign reference th8j>;."wa8 
b^ical^y thg.same as; daimgd design cgyf . 
ered ,by .de^gn-.patgnts. jaol^^)-i^t^ 
feces .<wi bagpujand- Implication Mfas ccme- 
qiien% .|iftt5 required to be r^'e^cted ugd^r^ 
obviousness-type double , patentirg dq^ 
Wne,,,3g U,^,C^,§^4P3(a)., 



David P. Gordon, of Stamford, Connecti- 
cut, argued for appellaiat/ -(If counsel^waS' 

Thomas>Ai iGaflaghec, df^ Stamford, Con- 
WBdfcicttt. -'I .- . ■• •■-,;!; ;• 

jTdhn M- Wheaian, Asispciate Sblidto?;- 
OiBBciB of 'the "SoMtof; bf Atilngtoii, Vfrgi- 
liia; ai^eia :fot'fep|>e^^ ^th him dn^e 
Wete^4iBiti tl D>to^; Idting SoKatir;' 
and pavid fe. Nicholson, Associate SoJieL^' 
tor. 

^ Befoi^ fii&YER; Cliief Judge, I^CHEL 
^d ;C|tEVEkGER,'Circ^ . 

; GLEVDNGER, Circuit Judge. . 

'- Anitd ibembfczak^ -kid Beiteon Zinbai^g 
appeal «ie'rejectioni uphdd by the Board 
of Patent Appeals and Intra^^^ces, erf a|l 
pending ^^dms in, jjheir A|)plication No. 
C^^ J^2l SeejMxMo'rte D'embiczdk, No. 
5M^,.lslife 9p. .^t 43 ; (M^y 14, 1998); 
^^<?pis^. i^e ^os^^ ,e»ed in. sustaining re- 
jections, of Jhq pei^ding'^ as obvious 
uri^er ilp?.^} 4,paf(Supp.l998), and 
£o^..obyip^ri.e%type 'Ao.ii^'le patenting, we' 
reyerse. ' . , V ' ■ ' ■■ 



The .invention at issue in this case, is, 
generally speaking, a large trash bag made 
of orange plastic and dec&rated "wii^ ^nra 
and fedal featured, altovtog the- bag,' when 
filled -with trash or teaves,' to resemble a 
Hiilloween-style pumpkin, or jack*o*-tei-' 



tern. As the inventors; AMta D^Wdzak 
and i!ena«ntv2;febiirg :05ollB§|ively,. *5)em- 
bieaak"^[ note, .the invention sohres;,the 
long-standing. ,problem of lunsightiy . trash 
baga placed.;On.tiie;Ourbs Qf. Ameijc%^and,i 
by f$r<|titoHSfe»pp!B«9!|jE»nc^ aJlow?siusers to. 
express their- wteisical or festive MfcHre> 
while ptoperiy; storing. garbagei;|eave8, of 
other household debris awaiting coBsctfon. 
Embodiments of the invention— sold under 
a variety of names, incltidn^ Giafft ^taf[^ 
Ai^Pranpkin, Etttnkinsj. Jack Sak, and ;&ag- 
O^Eun--ihaVe Undisputedly ; been \^.pe'-; 
c^ed • by .dftnsumOTsi Who ibqught m<«6 
than seven JifaillioriKt^ts in 1990- alraie. 
Indeed, 1990, the- popularityt of - the 
pttfflpkin :bagS'^endered a ^aiSti' ot tiiefte 
around Houston, Texasi JeidHng ^oirie o^- 
ers to resort to preventative i]^easxi|»s,. 
such as greasing the bai^ witlii' p^troteum 
jMy i ja^^ tying them • to %rees; ' See R. 
Filler, ''HaflcWireeri Hojies l»6*6iii th^^^e," 
Hbug. (Miiik, Oct: W, -ISBb; at IgA: • 

; The-: .rpjad . tcprofite .h,as provesdfrmuch 
easier tjian (^e palji to patentabiiii£ ho?v-^ 
ewer,;.. July, 1989, ;Dembi(pal^ a 
utility patent: ^ppIi«5ation generally .dj^ected 
to the pumpkin bags. In a Februai^ i992 
appeal, the Board of P&t€ftit ^gfeaJ^ and 
Interferences ("the Board"), rrevi^d tiie 
Examin^B rcgedaon, vbut jenteredi.new 
grounds forjresjection., Pembicsiak. ele^M. 
to conijaue>prosecWa0n,. filing, a oontinua>r 
tion application: .;itb address the n^Wi 
grounds for rejection. Thereafter, ihe_ in- 
vention made a second iapiilstt'ance before 
the Board; in April i993, ' wHeh the Board 
both' sustained ■ the' Examiner^ rejection 
diid'%gjdn. entewd '.n^'^grouttds =foi: rejed^ 
^ony lAgainv a continutttion application wtls 
filed: (the instant application); Arid ^airi 
^e^jKoniher's i'ejectiori was appealed to 
thei Board, Which; sustaihed til€i rejection in 
i May 14, 1998) decMon; See Dembiczak, 
slipbp. at'43. " 



The p&terft applidation at' issue indudes 
claims dii*ected to various embodMfentfi of 
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■ IN. RE' .-DEMBiCZAEvt? 

, Clte«8l75 F3d W4 (Fed. Clr. 1999) 

tte pu^pldn bag; Claims 87, 49, 51, 52, 68 ^^rnethbd of assembling" . a ,baff with th. 

to^h^,66 tough 6^^^ general .haraeteriJS of appa^^^^^^ 

81 are at issue m this appeal. Though the 37. . . }'. < ., "awn 

claims va^; independent claim H'^ pep-, • ..r> . . f ' ^ \; 

haps most representatiY/fi: .. . • .. ' - i •, . . ' . . ' 

74. A decorative bag for use by Q user 'i ; . ; V - 

with trash filling, m^^rial, the bag ^ The .prfoK art dted by the Board .in- 
simulating the general outer ap- chides; .. ..j . 



• pear^cG C)f an -omter surftfee jo^la 
' ' ■ pumpMn ItaiVing fadal indicia there- 
' ■ on, comprising: ■ r-' : • . • : . ■ . ,>•= 

a flexible waterproiDf aplastic trash^ or 
■■ leaf bag hdvihg . ; - 

an outer 4ir£ace' Which l^ i)remanttfaci 
' tUired oirani^e % jSa^if for= the .uSeKto- 

• 'Simulate • ^6 ■feeri&'al'" appe^ahce" of 
• ' ' the outer skin of a iiumpkiii, iuid haV- 

• ing- ■ -| •" I-.'. 

'■. fSdal" ihaida lhdu(fiS&ig: at i^t t«^o of 

■ ^'aH -eye; d 'nose ahid- a mouth oii %he> 
■ . or^ge color' outer- biirface for forming 

a fede-^kttern 6ri*^ said orwige-color 
<mtei-'sjm4!aee -iio Mft^^ gen^ 
• ' 'outer 'alilJfearance" df a' decor^tiv6 
' piiffl^jkiri^tH i face thereDh, 

■ ■ femd; WaSfa or leaf bagikii^g firs^. aiid 
second dppoate dtids, least said 

^ SeconW end having Ian 6p6riiiij^ teJdierid^ 
: mg su^sftantiai;^ act'bss tJie fiiU Width' 
' of Isaid tta^K^OTie^ bag^^f^ 

■ . ''Ihe'triish' iSBaj^mi^^^ •• ■ ' 
; Merein^wKetf-sald tfa^WiteSif Wfe' 

filled \<dth:4ii^' fflMg featfeHiai^aiid' 
: dpseld, saidttra^li-br fM^ba^M^'lhe 

fbrni m: i&aeiF'si • aijbettte ' fe^ ^ 

pv^plm^v^ afdceiiin^oA^^^^^ - V'^'-' 

M the irideperident,daims pnilippeal, 
tiamely 37, 52, 72, and 7<. ,contam1imiia- 
tions tiiat the bag must be "iH-emanufac- 
tured orange in colo^," have "facial mdir 
da,'! have opehingSiSUitable.for filling SWth 
trash ; matferial, - andrthaft.iwlwm >filled>.i3ie 
bag{ must- have a generally :!rounded'.^p>- 
pewance^ li^e a pumpldh. ,;:fcdppettdent 
dainas 87r 52,; and 72' ad* the rlinHtalaoni 
that .the ' bag's.sheightymust .at ldast.;86.. 

indietfi ..Claim i1^a^q[uir^lthat.aitfa^ . .. . „ . ,. ,.„ , . ^ 

mMe/o^ a..!^eameifpr0Qf .mft^^ Usihg,:thl&^ a^W;rthe Board . affimied it 
daimH toshp^ abdvfe, pequiri«\that^the EXamlner'&^iia^.peaection of att t^^^^ 

bl(j8ibel?HvllteriMfi$0f.^r.Gla&h R2^ noB^art* ^tfrr en r,« .L 



(1) pagesv;24r-25 of aibook' entitled . ?'A- 
. ' Ifendfeoofc for Teachera of Elembn- 

taiy^^iArtv" by HoUdiay Art Activities.^ 
("HoHday"), describing how to te&ch- 
; children tb miake a "Grepe'.Papei'i 
- ..' ^acktjdfliantern" out of a strip '-bf- 
> oiange crepe paper, const^cti(m.tJ^i 
/per cut^^ m ilhel Siape of fecial 
' ;featifl^, ; aiid "wadded »ew^apdi«g** 
' ■•■'as fiifiiigj' ' ' ' 

(2) page 73 of abbqk ehtitled "Tlie Ey-' 
erything , fioqk for;', feadiafs of 
Yomig'Chilclreh,*' by MartKa" Sliapiro 
and Valerie Indenbaipn ("ShapirQ"), 

. de^^jibi^g a nietiiod bi' 'maidM^: 

> b^^ .: with newspapierB,' it 
oi:4n|e, and then piam on facial ' 
. . features ?vri . ; ' 

.,.§) , U.S. ;Pftt^t^:^o. 3,^,991. 'to Leon-j., 
,,; .^d gesdjap, f»tjtle.d.,%exible 'CQnr. 
■■ teinef VC!Kep8iejfO,.d^.wibing,^ 
JPB^i^N wherem the bag dosure is 
; ,:.acepmp^hed,Jby: the,use of folds pr: 
.. •;: •gipi^m the.b^ , 

(4) :U.S*)i^nt.No;>Ites^.»l'Oj(^^ 
' August ^ 21, 1990! I to • Dembiczak 
• • ("DemWoaak '028'0,'<rii 'design.-patent 
depicttat atag with a jackro'^^ttoi^ 
.ufafefej':'?' V-.. ■•, •: ■ 

WV^. PaMit No; 1)# 817,254; issudci' 
Jtme 4,''li991 t6 .iJeraUi^ak '(^eiii^' . 
^ biczak '2^"), a' ciesigii pite'nt d^pitt- 
,': :iifg a tia^^with k jadk^'itehteili'f^^^ 

.ana; ■■■■ • vr.. 
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VS.C § 103? holdihg lhat they woiMhave' 
been .obvious in Hght>;#;the;<50infentional;. 
tiash bags in view. pf. tlie Holiday and 
Shapiro references. The Board deter- 
mined that, in its vfew of the prior art, 

. **tiie only difference between the invention 
pi^ently • defined" 'in the : independent 
clahns on appeal and the orange pUfi^^; 
t;r{t8h -bag? of. the: prior art afltd tJi^ <flse of 
suph bags resides ,in'the appHoati^of the 
facial indicia to th^ outer surface , of the 
bag*;'? DenibkzaJc, sUii op., at; J?/ The 
Board further held that the nOssing. facial 
indicifi elemei^ts wer^.prov^d^4by the Hol- 
id^=and Shapiro references' description of 
painting . jacj^^'-l^tern ,,f^eg on paper 

. baga,,,;Se« id at |8r-J9. 4:tep^dent dauns 
49 and 79, which include a ''gussets"r^ta- 
tion, -were considered obylou^. undCT* simi- 
Isa reas(^nmg, 'except Mt''i^^^ 

- dted against t^em. included JCessler. See 

, ."I^e'^oard al^o affirm 
obviousness-:^e. double patent&g 'rejec- 
Uon of ^ the . independent damis Iq Hght 
of the tvsro Dembiczs^ d^ga'pateiiis C023 
and '254) and HoUday. -S^e k at I?: The 
Board held that the design patents depict 
« genersQly'-roui^aed bag wiifi ja^ 
tei^ fadal indlda, and that Me HoUday 
refo-ence supljlibs the missii^ limitations, 
such as the "tlun, flexible' ihftterial'' of 
niamifacture; the di^ge colf^y the initial- 
ly-open upper end, and the ttaish filling 
material. The Board also stated<;that the 
various limitations, of the id^endent 
claimst-:e.flr,, color, the indusion of leaves 
as;s1a»£fing, and/the dimensiojaSf^\Yould all 
be obvious sanations of the depfctions in 
the Pembiczak de^ patents, r See. id: .at 
$-9.., ;in addiitfon, using a two-way test for 
qbvious,njBS8rtype double .patentings the 
Boa^d. he)d that the. claims, ojT .|he E^embic- 
zak design patents **do not ©ccli^de" the 
addiiaonal strjictural lunitations of the 
pendmg utility claims, and thus«tlie desi^ 
patents Jttrere' merely obvious Variations of 
the siAject matter disdosed hi the utility 
daimfi. See id. si ll. The Board further 
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vioutoess-type d^ouble' . patenting regedioh 
of.!d€^)shdeiit' dftim;:4^. riS^g? i(£ .'at 12;. 

;Tyff;api)iBal toDfi^^, 'v^^tiiiiif'thi^ doui^t' 
A^tii jurisdiction pursuW te 2S U.'S.'d 
§ 1295(a)(4)(A) (1994): ' ' ' - . ■ 

/. [|] A •' .ctefajedn»inventi(m is , ui^)atent- 
ablej if the diefe!peiicQftibei;we0qe%and the 
prior art "are such that'the. subject matter 
as.a-\yhole w<Jl4d .bp?e b^e^ obvious at the 
time the invention was ^n^ajG^; to a person 
haj^g, .ordi;M^;..§J^, .in;.,j^^^^^ 35 
§,jp3(a) (ISupp,l99S);:,«ee Gni^ 
v,:John Peew,Co.r 3$a.XJ.S;^ 1,14, 86 S.CJt. 
68i,;16 UmSAm* 1^:USEQ 459,: 465 
(1966). The ultimate determmatiQn of 
whether an invention is, or ,iS|not; obvious is 
a legal condusion based on unde^ying fac- 
tual jBiquirieSjind^dinig: (l)the^peand 
contjetritvof the prioi^, art; (2) ihe,,level of 
orfejy skill 4^;the. prior. ar^i;; .(3) the dif- 
ferericea between the, ^Laiiinfi,^ invention 
and the prior .^; ;.and; ^) .objg8tiye; evi- 
dence, of nonobviousness.. See GroMm^ 
383 .U.a at i;?-18, .86. S,(dt,-684, 'l5,i.Ed.2d 
545„^^48 y^^.Q,at467; MUes f^SCfnc v. 
5*i<i;>t^.';/n&,.,997, FM. SJOi ST?, 27 
U^E^ ll^,,ilS5$,;CRed,Oip,19^^^ We 
therefore review the , ultin^ate determina- 
wij^ip^c^t deference to 
tiie,. Bpa;:^,..,yli^ .iexamiijing . factual 
^^^,,\See^ e.g.,../w re 
Zurl^, 14?, F,3d 1447,; 1.^159, 46 USPQ2d 
1691, 1706, (|red.(3r.) .: (^ . b^c), cert, 
granted, ^-^ U,S. - — -, 119 S;a. '^Ol, 142 
L^Ed^cl 826l[i998); ' ' 



.,v , .... . 

[23 ..€iir aiialy^isi begins-in the text of 
sectioh W3 quoteddabove, with the phrase 
"at the time the inventiGn was made/'/' For< 
it is thi$. phrase Jthat guards against entry, 
into i -the -'^tempting but forbidden zone of 
hindsight,"' see ioctife Corp: v/Ultmseol' 
Ltd,, 781 F.2d 861, 878, 228 USPQ 90, 98 
(Ped.Cii!;1985)i ovemited other grounds: 



upheld, bn similar grounds and vdtk the by Melphanfia AB v. 'Implmt Hmvd^ 
mdusion of the Kessler reference, the Ob- turns, Inc., 141 P.8d' 1«59> 46 USPi^d 



1097' (Ped,Cir.l998), when analyzing. th4 
patentabaity of clauns purauiiiit to t^t 
section. Measuring a claimed invention 
against^the standwd established by section 
103 requires the oft-difficult but critical 
step , of casting the mind back , to the time , 
of invention, to consider the thinWiif ? of 
one of ordinaiy skill in the art, guided only 
by the, prior art.,Teferenceq and the then- 
accpptedl wisdom in the fteld, '^ee, 
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Gir,1986)t (district court's conclusion of ob- 
vionraieBs.iS^ eitor.^hen it '*did not elucl-i 
date an]r;fa<^al :tea€faihg8» suggestions or; 
incentives from this prior art that sho^wed: 
ttte propriety of combination"). See ala^o 
Qmfmn^^ 8SB U.S. at 18, 86 S.a. 684, l5 
L.Ed.2du|a5,cl48. USP^> at 467 Cstric* 
observance?!: of factual predicated to obvi-: 
busness jcondusion required). Combining, 
prior art references withpidt evidence :Qf: 



WL (^.^dAB8O08,y Inc, y.:Garlock /?ic., such a sug^e^n, teaching, or motivation 

not Ti^OA 1t:Af\ irreo non tTT^Cirx nAn nnn • i . , . - ' . - . 



721 F.2d" 1540, ,,1553, 220 UPSQ 303, ,3^^ 
(Ifed..Cir,1983)"^ Close adheirem^ jx) ,^ 
methodology i?. ^peciaUy imperii 
cas^ ofless technologic^y co^ ^P^^P' 
tipns, wh^tQ the very ease yfii^ W,tddi;^the 
invenition .can lie ;,undei^Qd; ii^^^ 
one .*|to. f^^ tp the irisicMouis/ef^^ o£^ 
a hiiidsight syndrome . wherein 
oidy the.inyentorlfe^ its' 
te?w?her."^/oL' ; . • * [ V '* ; 

[3] Our case Idw hiafces :cleai* that the 
best defense against the subU& but power- 
ful attrSdtiM ^of !a hiriddightxbasediobvibus- 
ness< ahalj^te' is rigt)rou& apjilication of the 
reqidremenfc for a shoWifij^ of toe teaching 
or tootivation' to combihis jirioiH art x^f&v^ 
ericek ^ Se^ • *;g;V CM. B<Cfdi 'v." MS 
Syk- Inc.J4ii FM 1340, 1^52,^^ OSP^ 
1^, . 1232 ^(Fed.Gir.1998) (d^cribiHg 
**te^hing eir suggest [to 



simply takes ;tiii5 inventbr^s^diadosure as^a^. 
blueprint for piedng together toe prior a*t} 
to .defeat; i patentability^ essence. *oif 
h]ndi%)it.. See, e.g.y Jiiteremnect Pl^^ 
ning G&iT). v. Feili 774 PJZd 1182, Vll38i.. 
2Sn USPQ 548, >547 a5^edCir^985) C^e 
invention = must be viewjed hot jwito the, 
blueprint: A^awn by the inventor^but in the 
state of the arti toat existed at toe time 
In tWs case, toe Board fell; ilito. toe hinclf ) 
sight trap. 

[4i 5] We have noted toat evidlencie ^of t a: 
suggestion, teadiing, or motivation ta ^cqmr^ 
bine may. flow from toei priori ai:*. i^iiaf^y 
ences^^emselves, toe knqwligdge of onfe/of 
brdiniiry sfcai :in.. toe art, . or, m ^me cases; ; 
from the!: nature of toe: problem- 
solved^ seeiPro^Mold & TiDoljQpi^m^Shr^, 
iMlm Plasties, Jm, .75 F,3d,a5^,: 1573, 07: 
USPi^; 16265 X630»(P«d^pr.l996)^Pani^ 



combittfeT'^ a& an '^esS^iiilM :. widentiSry Qtdim^ SGS Impmerii InterrL, 



coimt)&netit»t)f an obviOti^ne^s holding^) 
r^^^Emffet, 149 F;8d I350f ^ 1859^ 47 
.USPQ2;4 146Si ^1459 (Fed.^ C^toe 
BSaafd iiaUst identify g^<iffi<aily ii^toe 
reasons' %rie of di^toary-Sk^^ 
would have beM motivated- tb^ feelet^ toe 
r^t^ehdes and corbbihe to^"); /ti'^te 
Fnfcj^; 972vP;2d 1280, 126^ '23 USPQ2d^ 
l'te0,.^lt^3 <Fed.€ir,1992) i^xtoiiner can? 
sSttSfy'burdferf^^^^^^^ Ob\iousA(6^s' ih light : of 
combination "only by shovrfng ^(mi'e^ objec- 
tive tedc^g 0^ to tod' c6mbiii^^^ 
tion]"); Inre Filn€,>h^^PMioU- m^ 
USPQ2d 1596, 1600 (Fed.Cu-1988) (evi- 
dence of teaching or raggestion "essential" 
to ravoid .hindsight);^: iiaAtowd Qik ilnp: v. 
Delta :. Be^ns -ifc ^B^^Msfms, > - 776 ^ 
F*2d 281. 297. 227. USPO 6f57. 6fi7 rFed 



/nc.v 73: F*Sda085iaO88,;87 USPQgd 1287>^i 
1^0dGFed.<Sril99^), altoQugbJf^toe: suggea-^. 
tion;moi^:ofl)e|Ji^comes: from toe t^achijogg 
of .toi? .peiti«ifip$ljr^ Rovffe% 149- 

F;3d at : l^i)i47^.itoSEQ2df^^^^^^^^ 
range of sourceS' .available, however, ddesi 
not. diminish toe requireihent: for ^acfeualr 
evidence;: ' That , is, the showing must be : 
dear and particulaj'. * Bee, e,^^&:Ri. Bwxi^ 
157i F.aEd at 1352^1 48^^^^^^ at rl23B.. 
Brbad''';cQnciu»ory ' statements » regardingi 
the : teqchingK of: multiple referefte standi; 
i«ig aJohe, at^/not *%^deiwe;" :fif;g,{rM6^i7; 
rmrri) v. Arkamds Fow^r & Ij^ht Go^r 
996j ¥M m&M^^^ 27! ;iUSPQ2d .1129^. 
],.18irfEed*C!ir;1998).{ (fiMere: denials . and 
ooidkisory-statOTWifita^ lhowever>^ atreMibt. 
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diflBerent from that reUed .upoii . by :- jtlie sioner to apply a neW, rationale to support 
Besrd, wgujiig that one of ordiijarytslsffl jn. the^ rejection.' ");, see. al^o 35 U.S.gi § 144 
art would have been motivate<| to cm-: (1994) (w f^pp^ to'th^ FedOTal C^ 'Hs 
bin%.tlve references. Of course in wder to takei^ onji^ record befpre .TF^' Patent and 
do 80, the,Gpnimi9sioner ^ust (^q vhatthe. Trademark Of^ce"),: ^ecaus^ .the/Boar^ 

has .not €sta|>i[i8hed a prima facjie c^se of 
obviousness, ^m Jn re BitHk 9^X P.^ 781, 
788, 26: USPQ2d 1629, >1581..(Fed.qHf.l99(S): 
("The PTQ bears the.burden pf -establish-, 
iflg a case, of prima fade obviousness.?*), we 
thei«fore.!jrevers.e the; <*viousness r«dee-. 
tions, and hav0-no/iiefed to adcbress thfe' 
parties' ai^uments mUi respect tO'^econdr- 
apyifaetors.' :•' •.■ = ' 



Board..,djid , pQi do , below; , ^ajke ^specific 
findings of fact rpgprd^ ;j(esfei ofi^ldU' 
in ;the jrt /("a de^gner . and mmiufacturer 
q| toi^h jahd le^f j bags, . pairtiQuiayly, onp 
sped^ing in the onMttnentd^arid.^^ 
designVo|f such bags^'), Rpsp't' Br, at i^i tiie 
rgJ^j^QnsWp between ti^e .field^^ otairiyen- 
tfona(|.|ri^^ 

spepWj: 0ti^^ iHa^p 9leo .have 
been tyell' aw^^^^ of -the andllai^^j cprplli^, 
and aiypicial uses ^^^0^^^^ sucH as 

thOT application in hobby; /and art pro- 
jects"), Resp't jSr. at 15, a^^^^^ 
features of the prior ' art refelr^il^e^' ' that 
would motivktfe one of ot'i^kry feiafl a 
particiiiar art to fielect"eleraente 
in r^f^rencds from a wliblf;^'c^ 

(^^,^Mgti^:;^ mMtmc^ of tra^h ^ _ ^y^^,. 

afid, leaf bags ,wouJd have i^fecognized 1fb6 froip e^qianding the :grant^ tjie patent 
^r bag in right bejrond th0 linu^^pr^^M in T^^ 

tii^efpre w^^^^ have bten^^^^ 35; ac. 7n r^'Sttiat ^'P^^t^ 

coimbme it with the admitted j)rior &rt 



; t8, 9] ' iJembic^ili 'alsb asfcs this fedurt to' 
reverse the''fe'o^*tf8 re/^on of thte pend- 
ingf'cUiiMfoFbt^^ 

ejti^, "^rafeli .fej a ju^lda^^^^ doe- 
tilne that sefeks ' tq prevent the ap 



C6rtttussio'n6r'ils6H Appear to Wt6 '^di 
tiond referehdes in support of Ma Obviotife- 
riess^ariaJysfe; noting tMat At leds^ two des- 
dgfe paleaat^*'^ tK6 record hm not dted 
against 'tiie 'preSetitiy. pending daims) 
teadi the placefkent of ^graphieal'inf<)rma- 
tipfr, foduding text, desig^, arid even fa- 
iridida;- to ebiered bi^.'' -^Itesp'iBr;' at 
16i '; This niew iStfialysis; tfpiJArently virat 
firlJm' whole cloth in'-vie^if- «f dppeal; does 
little Tttore than highUght^^^e- ^hortcornihgs 
of tl^ dedsion beloiv, \aacf^v?e dediiaentO' 
cofti^ider it; See, e>g:;-In i^Itober^m 16di 
Fi8d'743, 746; 49 USPQ2d 1949vl951#6dij 
C%a999) C^e decHrie to consider, [the 
Commissioner's] newly-minted ■■ theory as 
an'altematbe ground, fdr .^upholding' the 
agency's decision/'); In re Smi, U F.M 



ing patent, tenn)..," Thg. d(^<^e proMh^; 
dittos m a 8et»nd . ps^jit' ,^^ 
"#nerely an obvious varialaon" f^.pi iisymr 
tijQn,dam[ied by the ^me; inventor .}in.«n . 
earlier Intent, Bmat^ 937 jr'Jzd at ,592,49 
USPQ2d at 1292 {qv^fiingM re Vog^i-Bl, 
CCP A 920, 422 F.2d 488, 441, 164 USPQ 
619, 622 (CCPA 1970)). Thuis, Unless a 
im^^i ;in the ia^r.|)at§nt is. patents 
aji^'idistiiict pojja ^his, ci^jaa$^,ki m (^a^lie? 
patent, the daijm,^u^l^,bejr4^'pted- kee In 
(^ppdwm, .,il F:.3fl ,' 1046, , l(j52, 29. 

USPQ2d .201^2010 (Fe<? 0ir4W^^^ Vpgel, 
422.R2d,;f*,441,,i^ ^ 6^. This 

qufpti6nis.flinfi.9f,lay, yMi^ Wi^ew de^. 
npyo. S.^(i (^g4vMmi 11 F.8d;.at Ipsi?, 29- 



746, 761, 34 USPQ2d 1684, 1688 '(Ped.Cir. V^'Pm^sn^^^V' Tem .Imlmmt^ 

1995);: •• H re Moutu^ald, 4^9 F.2d 1820* vj;.m&M'SUUm^Inil^^^^ -988 

1824, 216 USBQ,,1046,:1049= (Fed,Cl?.1988)^ F^ vjttefi, :ai!?a, 26 UjSPQ8d 1018, 4029 

' (pejediflg,an.f*^mnt[:lby the Gommis^ (Fed.Ctf.19m . 
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"^A^v-n.^ ■•.■'•(>ij: «■!•' 

very rare 'tSlseS; -ob^biw-ty^fe- ' doiitiW -pat- 
enting fh&y fouttd' b^^en d^sifen -M^ 

u WiaM, WP:2d 982, 98Md- 220 USPQ 
481, m (P6d;Cir.i98») (noiili^ that, while 
theoj-elie^y possMeJ- ^*td]bubl6^patgfetirig 
is rare : the cofttes^t' of itrtdliiy versilis 
design patents"); M-'^' ThcHngUm^ 57: 
O.Gif ^ 759, 41& F;Bd ^, 886^87^168 
USPQ 644; 650 (GGPA 1969) (Double pat- 
eritingibetbi^feeh a de&Sgn and utility patent; 
is possible **if the feiatures producing :t|ie 
novel aesthetic effect of a design patent or 
application are the same as those recited 
in the daiins of a utility patent or applica- 
t^on,:^. produdpg .a.,j^vdL,j^)pictiprej':); 



. v{12,:li8] :f ^^mtwite that the t?^^ 
w&y tfest [mn requii^ed-. by :&tmany'^' . 
P2d>at 940rE20- USPq| at 4j87; the Bdard^ 
cf(^ieluded that' -^the desigii aiiitiidd id'ewai' 
of jipptjlMta''.de«p- pati^^ 
cWdfe; the'-*iteatoe&^^^ 

sMiidtibri alhi^ dbloir of thel)ag;*ihe lis^ 'l^f U- 

pkMc thfe ;b^--'&i' 

sl^ ot^ijijickti^ss of ithe b^ . . ;, or tWfe*lisfe' 
of : V|M' 't^es^^ 6if''Mling mae^: ;':''."' 
Tfa^ |^cul^:]%M^ the f^j ^}h^^ 
wblild.'jpave beei^ ^ of .^eM^'(^lfii;6 

as eyidett6ed^- 'b| tlie 'fioUday^JhMldbi^^ 
a|^ tha|iaereifQ^^^ 
ddins of ttte 4'^g[\.piatents 
vaMte . qf .l^^ 

4?Si^_'JJ^.^/p^^ . slip'.oj^ at Ji', 
'We:^^^^..], ifii>rier for a. desigp'to' j^'' 



re PhelaTi, ^ qS^X il^,.?S05;Pid;j^^ unpat^faiae fec^U of obvio^ness, thi^ 

^^^Bf^^lB6iGGFXX^ mijstrjBrgt a, basic design i^erep.ce in' 

81 ;?.2d 231.^ 21 p|PQ 18J; 1936); tii^ipripr art,;tiie (ip^^ ch^teristite 0^^^ 

/i^ .?e,,irarxr?i^v6^, J3.,F 4 i^^^^-Q ^Uf^ are^'^ba^igaUy. the Isaine a^ ' t|je 

240 (CCP4 1^31). tii'th^e cases,,a."twor, d^ed designy*?' & re ^JBordm- 96 F;3d 

w^' tJrat ia applicable, See CamMTk.iU ^70,M^im W^^'^^^^^^ 



FM aii.94Q,:220 



at 487. Under this 



t^t^ the.obyidiispess-tij^ double patenting^ 
rejection is^^ppjpprjate '.oidy if the dajfiis 
of the two , j)H^ht0.''crb^^ rrieainKi^ 
tiiat "tjie t^^ VhetJie]? .thk;subje^^ 
te; of'&e ddihy pliyift soiight to be 
iii^dated '^Siilltj have beeh' obvibus froni 
the subje<it 'rpa^ of the 

oth^ paieiit, and vice versa." M, 724 
F;2d '932; 220- USPQ at 487: SeS aM^ 
Brcuti;-9i7 at 693, 19 USPQ2d at 1292 
(exfdSa&dhglAvO^way test). - ■ ' 

liri maldni^ltd doubfe pitentta^ 
the Board cidhclude'd that all but drie'of thfe 
pending cl^itiis cif DemMcsiak's utility ap- 
plicatioh'. wotdid hayi^ been tnerely an obvi- 
ous variation 3f tii6 felkims- of '^e earher' 
issued <le^gn patehti-Mhe l)iembic2ak '023 
arid '264 referenees-*-in light''6f ' the' Holir 
day rfeference. Th^ remadtiing cMm, de- 
pendent' claim 49, wais judged ob\iduff in 
light of the corablilation.of -thi^VD^mbiGzak 
design patents, -Holiday, arid the Kessler' 
reference. 1 



Cir.l996); /w.. Rosen, 673 :^2d 388, 39^,' 
% U^PQ ;'347,; 3^^ XQG^A, 1982). 
pJii-asjB 'Vving /.ii^jiai . indicia , thereon" 
fojjnd m_ the daims Qf the. pen^ utiOity 
app^licaiap^ % not a design, ppfeirespqe. tjhat fa . 
"basically Jflie.jsame as the daims>d de^lgn^" 
BcTden, dO,t^ at l£j74, ^9..p^PQ?d,"ai 
1526. Jp fact, it describes, prjedojis. litj^e 
with i-esjwct ,;tp d^igH ;^ chanjcteristics,. 
The R^aind's suggestion . ..that the ■ deaign 
details ymre . simply "fa in§it*er of diesign. 
chpice'V evinces av.misappri^epnfflon : 
swbjectiinia^i: ; of design patent^. E.g., 
Gamm, 72i5^^d at 939 n,' 13, 220 USPQ; 
at 486 n.l8:C?Utaity patents a«brd prote?^ 
tionfoj' the medjaidcBlifitructure-^nd ftino- 
tion of an invention, whereas design patent 
protSetion cQnCerriB ihe ornamental vor 
aesthetic features of a design.") indeed, 
we note that the t»o design patents ;at 
isfflie here4-the Dembiczafc '028 and '264 
patents^were considered noriobyious over 
eadi othdr^ and eveh the subject of a 
restriction requiremenfe- 35 . U.S.C. 
§ 121 (1994) («If two oir more independent 
and distjnct inventions apeHdaAthed in. one 



0 Q 
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^plieation, the Coimj[d«5dbnQi*iimy^ 
tfee^ppjfca^pn to BeetriiM tq 

po,sitiQ?i;adQpted by l^egpaiKJeith^t t^r, 

ti^l,^ep<ii?pjipn. of .fa«|^ . 

aie.^<jlam)ft of.the utility, p^r^t appJicatiyp 

makes obA^ouf thft,8p9(^C)d^^^^l^ 

in the (patentably distinct) bembiczak de- 

riign ' gitettts—would pre8iiilti6!)l!^ ' rkife 

obiWdiiB, or e^n frtitifip&y/aA' d^i^^^^^^ 

ents where 'a 'fd^ii'iwad^^ict^^ 

Birt this, of • (SJilrsej is' iiot the ' laW; iiie ■ 

tektiia de'&oi^b^ eaiinxit be*^^ 

iteferdnc&.''«basi^ the mif 'a^ the'-t 

cteinifeia- '^e%h;' 6^^ 

issttfe hferfe. Momi^ii 96-¥M SL^^^^^^ 

USPQ2d-'at 1526 '(ihli^al qiiOtdtioii 

<ftiifte«D. me Board's cbiiclusidi bf m^ 

ouffliess is ihi^re^' vi---'.''-.^..)- ■: 



ifBecaiusftSre.firidvthat tke.Board ^edm 
QQaclUd!mg.i that.^tiie design :d6tent§..w6jpe 
obyidus jf&riants, -oj th^i-p^j^^ji^atility 
dSitoS^fwe need not:fyi<irea&;.j(^4riijher: 
priji^ ftf the tvvor^y- dowl^j p.stentajig> 
test-rfwifetiifer,;, the , pending utifi^ <}lainiis, 
arer.ob»io«s-;varifttipii^fOf,l^e: subje4;mftti 
ter (awtted,:itvr.!the.: designxp^tgiits^b^^Jee! 
Cmmni 7m<F^ at m(2?0.tr^(5.afe4$7r 
(bUjthjprpligg .of ;|4ie tar<Mway;4es.t re<p«sed{ 
f9t!^fi^jmm:Mi^^- double; ipal^entipg),; 
The doublei mjm^im ..«^jection?,.,arpj.reT 

•■■■.i.'jo T'iVi VMi.;- .r,oi:; ■;.. . ■■;./;. h,\f- • 
..,vV;'. ■■ •• u:iey^A' ; ;:f.f.-)-,fb 

i .iBeci^i^se tbe^^^is nfl-evid^ee. i|i tbu^ rgf^^ 
(M of,.ai guggesti(^, imWgi p^. n^^v^^ri 
tio^/. to ..cc^bie^ntfeei priojj^ 
asserted agaiiist the p^ding(^4ainis, ^ihe 
obviousness rejections are reversed. . In 




ble -p^tlfi^;' ilfla-^^^^ tii§-=p0A^f 
litpilSr iftM' reiider' o«Gs^ m 
dbsi^'pa^tfilWe'Ete pktbi^^^ 
tibfls'^reaisiy'ttevfete'^,'- 



V: 



Cttoa8 2t7 F«»d 156S (Fed Ctr. 2000) 



No, n^M^- ^ ^y^^)^^H y. 
m\i ioh -Uvi/ r. - a- >rK<irjbrjo:> ^i^-:^----' 

r/fj svij .t-;:.v/ii Til.V'f."-. ■ . ■.!'J^ ^•:'.! ''::tir;::*-. ■.• 




sice's held that' daims in jp&K 
lempBrature-contrbll^i ^dl^getioM^rfViel^Qiig 
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not rehdered obvious by prior art .refers skiU in tiie art, guided only by the prfbr 

■ : : !..,;r.> \t art references and the then-accepted wi&i 

• ReveteM. ■ • • • ' dom in the field, and dose adherence 

. .0 i < ! ■ :m : . thi» meth'odology 18 cspeciaily important- iA 



i. P^tctata" *»lj{(8j ' , ■ ' ciases wherie the very ease with which ihe 

% cla&i^' mkhM i^'utodfent^^^ iiivention tan be imdierstood may jJrotnpt 
the (iiffet6iic^*'t|^W4feii 'rt ^ prl^r *° ^ the ittsidious effect'of a 

art ^^'^ch. Viad the subject ihattw as d Wndsieht' 6vndrome wherein that. mM«w 
is^dli^-^otid fiav6 j^tfobViDu^ at the'tiiiife 



tb' f[^i)feiisbh haiving 
art. 86 U.iS.CJL 



l^e' ihyefitioh'waB 
6*aii^' sklli^ in--^e 

2. Patents 

The ultimate determination of wheth- 
er an inveijjtlon wpuld have l^^en obvious 
under the jpaieiit ste^te is a legal conclu- 
sion baseA^dn untl^djdhg fiii(8ngs' of feet 

86U.SX}iA,&f!103(a)uBrbrrJ^;'n^-. yv.n \ 




hindsight' Syndrome wherein that which 
bnly* thfe invention feught is used agaiiist 
its teacher, 35 U-S;C A § 103(a). '•''^r 

7. Patents <^26(1) 

Identifiiiation in tiie prior art bf each 
individual part'daimed in « pateht i^ ifiguf» 
fiderit to defeat patentabili^ of the whole 
claimed invention; rather, to estabhshvobvi- 
ousnefis based on a combination of the 
elements disdosed in the priof €trt, there 
' A . x^'jG- J /i.iH -^ ' . * some motivation, suggestion, -or 

ri^^^^^^ ,! /' : teaching of the desirabiUly of making the 

;Cb^ of i!i$)pealg i^Vi^^^ d6 novo ah specific combination tiiat was made by the 
i,^^,^^^.A^. : appUcant 35 U.S,CA. § 103(a). V 

8. Patents e=>16.5Cl) t 
Even when obviousnefis^ is based on a 

single prior art reference, there must be a 
showing of a suggestion or motivatioil to 
modify the teachings of that reference. 36 
U;S.CA, § lb3(a), - : ^ ^ 

9- Patent? €»26(1) 

The motivation, suggefetion, or teaeh^ 
ing to combine prior art elements, ^ 
woidd support a firicling of obvioushesfe- 
may coine; explicitly ^om statements in the 
prior ait, the knowledge of one of ordinary 
sldUi in the .i^^^ oy, in some cases the 
nature of the pr<?blem to be solved. 35 
-UvS.CA § 103(a). , r 

10. Patents <^26(1) 

, . ,The t^hing,. motivation, or sugges- 
tion to combine., prior art elements that 
^yoqld support , a finding of olD^ousness 
may be implicit frpm the prior art as a 
whole, rather than expressly stated in the 

references; the test\for an implidt showing 

^*j ?.-^GiSti«^ftste^ Sitajfttog m^ ^&miA^ iawbBt the combined teachings, knowledge 
5*^^^'*?^^ Ob^crdisnfefes; !i6^ «agt^ of one of ordinary skill in the art, and the 
' hh^k^'^^iim^ oi^^^ nature of the-prdbtem to be solved as. ft 



ericeb, bu«>feVievra'tK^''god?dV^^^ 
factual findings for suBs^tiaf gvideKiil' 
85U.S.C.A. § 103(a). jv- v 

4. Federal Courts <s=5>846 

Substantial .evidence S omething less 
than tiie welgt^^f l&t i^^ 
*hj«i a mere , scintilla of evidence, and, in 
re^erong the record for substantial evi- 
dencie, Court of Appeals must take into 
account evidence that both justifies and 
detracts fromili^ig^ ^jtu^i Me^^^ 

8, Patents <^1^):;;; 

sistent cdhdu^dhs from the evideiic6 does 
not pfev»'fl&dihgs of th&IBbara l^al^ 
eiit Appeals dad interferences from being 
supported by^^;^}>§ta«tial 0yideiice; ihdeed, 
if a reasonable 'nmid &g1it aixieipt the evi- 
dence as adequate to support the factual 
conclufflpDja by:., the %fird, jthen 

Cou^ ^peali qj^ ^fM#^ 
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iae? 



ordjnaty .skill the act . 86 'U.S,CA 

§ 108(a).,,- . , ~. . . . 

11. Patents-«®»86(1) •• ■ ...i. • • o.>;, 

■■■ Whieto«"th6iBoard of >Pat6nt A^^jetOfi 
and Xnt^if i^^ces - relies oh an €«p*ess* or 
an iinplidt:;^ow&ig; of some mot^yatibn; 
suggestfoiipdr ! teaching: to oorif^infe: prior 
art .'elenient8<,ain,. analyzing dbviousne^<of 
^stenft, ^.imist firbvidie pairtictddr. JbadiiJi^ 
related.; theretQ{, >broad ,e<Midusory' Jtafci+ 
inents; stattdi»gjjilone ere :«0t-.e\!i(J^e©iri j35 
l][,S.GiA-5 108^)..'/ . •.:;,:..,•},•,,. 

12; 'Patents ^lf^!l4-''' 
"' Piiti&it invdlying ieta 
controlled injection mdidiiig 'iiiethbd^ fSr 
fohnii^ plastic:aitide^:wdre. ript:rend 
olndotjis by. pnc/t~«tt ^^^ei^ce/iasiiprior >ai% 
refermce^did not teacfa iocisoggest. use M 
single temperatute senaot' to coniipol pla# 
raH^ lof flow .control¥aiyes^as;set'fe'rth ;by 
patent cjaiins. .as UjS,Q^ §jr]l$e(a)i:v j : 



Roteert f^.i. Conter L^;;'-]^^ 
McWilliams, WbeneyC Olil^ob, %f Cto 
igo, HMiidis, arkued'fdr kjqiidlafiK'^' €tt coun- 
M^f&te Tliorii&'Euigenfe^BnM 

Mark Nagumo, ilsoclate ^bliciti)f, 'ij.S'. 
Pkteiit'Md^ 'Mleihar^ Offidej' ^jiP'^Arlihg- 
tdn, Virginia, ii'arjgiied fdr the^ iajjjifefi^. 
With Mavbn tlife>brief-w^«Alb1« "J^^^ 
Afetin^Solidtfiifj^^ohil M: mi^alaj^Adtihg 
9iB!pnt3r:SoMMt«a'^ aii^'StephemWfdshiV^^ 
8odate.{Soli{n|oc 'i 'tc- v. ii.;itr<); iy- 



iA- b;.w.<): 

iSf/.J:'.^r:\'..- 



Hi 



: %4^ 'Kbt^b ^bi3^i^ 



decfiion- <tf ffife'-Bo^d^^i' P 

l-IO in ^-i^^ataihalieW ^iQmbfei<iW04;441 
unfitetfebte .lf6i< ^>i^»^i ^tindfef'^Sg 

cdd&w^'siibmittdd for ourp^eicisionifoU^^ 



£hidisigB reIa<jng^ t6: it8;Qbv^u8Be88 analy- 
sis are^.snot dupported iby substantial:. evi- 
dence,^ and beraluse^<ihe Board; erred in 
oeiichiidingi tiiat the 'daiin^. <w0^^ 

■> isi. a^inattier 'Ofi jaw^»K we : re- 
iii ;'';';''t.':ir; ,.-..'0'' -t: •. ..ijnr.i.; 



■<'! v^f;r.:;;'A4n.Tlie l!tiY;ention .,-,.5. 

- ' -Thk Jnvehtibn Mrohr«s ari 5iy66^^ mdld- 
hig%iiBtJi©d^f6r fol^^^itastic hrtiiaes. In 
iBiicK methods,' the t6iht)§i*s*toe of the mold 
tki^t' fefr' c6htaHjned'-&)fte 
harden uniformly throughout "the- mbld. 
MmHwM cofOto>mfe#wltai th^iiiNiblem' of 
pr^WdMl optimal lete^fei'a^^ <^ntroI for 
^'ibj-^tHiSn Wlding'i^ eiw^%he 
q«a£Uty of ^tlie-^'final p^odiiiytr (fifi the dne 
Hand/ Md\&il^ving option shoft imold- 
iiig qreie -times 0«i M 'oQia' ^ahcfe'' He 
armed at ^^^fipM^^^ish is'li^^ in 
^i^ ' 1 ;c;f tift^' re^skaminatidn a^*^^ 
1, , iin,'mpj^oW^ .Q^, C9ht3?oil|ng 

tlie .j^'^perjte of ^' li«ie<l^qn^^^ 

. .i??8^fe4'^ ;^r^ .^®^9^fb^ by 'an 
l^;,^g^d^^ i?!'?™^ . the materij^ jin .^^e 

-i:S9}^p.w4: ,moWed,^|niaterial 
5 frpniijii^e moid, .s?4d pressure feediiig, 
UsrSIlKjiPgrt^iBSliJ^^^ being '.a m^ldi^g 
9^:<V^?'i^^ M^^^S <y!d^s j^nd 
, said i«currii^ molding cycleg haying at 
' lea^ a first molding Qrde and :^ ?eeond 

;.>j5^jmpf^g^j^,pr^et.^pi)[)jn 
. jfe,^ ^fi^H4l^i>er|jafcg in^ur€id,by.at 
/^mperatyre: senior . during 
i.>nk«^^i#sttP9^4di^g cyfite ai^d f aid. secpnd 
>;)»«pl%g Qy^§ P-filiTS^ffipJj^ an .gm^ 

.);.thei fiR^ mfllflUig leyde ^eeond 
moldirig Qrde, said|.q«oouht '03^t!^^ 

t,jlenjp^atJwe; fnEi^awf^ ai^^^ 
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twe controlfing^ medium to providei-im" 
pidse temperaturb . control medium to 

. : the firstl and. second molding cydes,. i 
. d^terroining. empmeMly.' oi' by.ioaJcula- 
. tion a (juarttitative ^adal (Marlfeution'of 
temperature controlling medium mended 
to obtain said desired preset nominal 
temperature during, jat l^a^t the first 
ixioliMng cycle and the second molding 
<?yde and determinitig '^mpiirically or by 
;caIciUation ithe 40JldMts :i»wdp* to • be 
utilized :t;qrobjtfdn;; 1^ pije^et 

. nominal tempeiraturB during 
: fijSrt. molding cj^cle, and .^e second mplfl-r 

• ipgOfde, ,^7t^' 
cpmpaimg |sajid: d§si^^ 

. . tetpperature ^iQ s^jj actual t^pip^^raku^^ 
, .at l^t once duripg the.fiMt^^j^^^ 
. qydjB afld tjie sj^cond molding cycl^, at a 
, pertain ppmt^^^^ beiijg. tlie ,pame.for 
, ea(^^ aa^,,i9^^^ such .that said 

eo^parisp^ inadi?.vdv!p|m 3aijl fjr^t cydp 
^ ;i^c|[u'onize4. , with yB^d comparisoji 
m^e cluying" s^ second subsequent 
\ .WBlditt^*^^^^^ of flow 

coiitrbl vwes ar6 triggered, cltitriilg'e^^ 
' said cb^cie to 'prp^de' said impuMe con- 

;trol meldinih, and ssdd trigg^iing^^^ 
^ • dep^dent on the demtion tif^t^SiJ^ 
tore determined for* e^ s^iid cOm^Sri- 
'"■son "arid' also heiriig dSperid^iit"^ bh^ a 
J - stored profile of sMd*ijUantitia1iv^^'^^ 

• distribution of 'tiie teiaj^'ei&titfe dStfttol- 
'ling medium. ' • ' : ; idiu \ 

Claim. 3, which depends frdin'^^liiii 1, 
aiSds the fuHJier • li^ 

Vherein ^'flbwHSieasu^ fe ask)- 

dated wilS^efifch flow^tohti^ol Valve- td^de- 
tfetet the tictual iloW "in ^f^ch ^^6yelfe»^-and 
in^ifeirtin a pWporiaonhig" 9f & codliiigf ^or 
hfeat&if niecfiuin id Effected ih^dS^^^^ 
oft a compailson of hdrriinal fidt^ to 'the 

;"<Mn 16; whiclV^ai)e^ 8, 
iidai€ron% pro^iaeTO^tf^^e^^^^ of 
i^a lAfea^ia^ tutJlme'!s^4irailisf^M\ 
ptiIs6S,!^so that -M^^:j^QiteM^ fof >ihe 
temperature contMIih'^rMfedlM 
f&ed tiy:the presetting .4&f a:fiorrtepoiiding. 



B, The Reexamination Proceeding 
U.S. Patent 5,427,720 ("the 720 patent'') 
issued to Kotzab on June 27, 1995, 
thir4 party filed a request for reexamina- 
tion on November 4, 1996. The reexamir 
nation was granted and assigned control 
no. 90/004,441, The amended daims w^ 
finally rejected by the Examiner, and Kofc- 
zab appealed the rejections to the Board- 
On July 15, 1998, the Board affirmed the 
Exandnw's rejection of the claims for es- 
sentially the reasons expressed in the Ex^ 
aminer's Answer. The Board did, howev- 
er, provide its own additipnal comments 
primarily for emphasis. 

Specifically, the Board, agreed with the 
Examiner tiiat WO 92^^08598 (^^vans") di6=- 
doses a process of controlling the temperr 
ature of an injection mold by using a sehr 
sor to control the pulsing of a temperature 
control medium through the mold. More- 
over, the Board found, as explained by the 
Examiner, , tiiat Evans disdoses in a less 
preferred embodiment, using only one 
temperature measurement to control the 
coolant pulses rather than an average 
temperature measmrement. See Evans apr 
plication, p, 6, II, 17-23. 

In adcUtion, the Board found that Evans 
disdoses that "the optimum timing of the 
cooling flow can be selected in accordance 
with the known temperature of the. 
mould " IcL at IL 6-8. Furthermore, the 
Board found that a prior art promotional 
article disdoses that manipulation of the 
geometry and layout of the coohng seg- 
ment provides for the greatest impi'ove- 
ment in molding cyde. See Horst Wieder, 
Understanding the pulse moduloJted mold 
temperature control fnethod^ (CITO Prod- 
ucts, Inc., WI.) l§87,;at p. 1, col. 2, II., IS- 
IS. And, ti^te: ^pard detennined thai;,^^ 
May 19§4 prior art. article indicate^-that it 
was known tQ estjablish a cooling regime 
before the mold Js produced, and th^t the 
determination of the cooUng regiifte -iiir 
dudes the number and location of the co$t 
ii^ conduits, as well as the volume of the 
coolant flow. Thus, the Board conduded 



ate as 217 P.9d 13<S (FctLCIr. 2000) 



m9 



wasiknownijm ithe Art..to< utilisse «ni|)ipi^ 
d«tbvi«0j>:dej^'jbhe mold aSid.tJ^e dMbu^ 
tion of^jeoeJingiChaimele ia that mpld. . 
tfim- ofsrth^ foregoing;. ; the . BQ^i^figpd 
tl»Mi:jKhe/<.€!mp^ii9^, detei^«M5i|ipn. ^i^M^ 
necessary spacial distribution pflhe.jiength 



dence. - Sm-ln re Gartiide, 208,J?;8d'ia06, 
1816, 53 ,. USPQ24 11769, irnKFediGfa-. 
2000). y- -jr -i.^ u 



]%ig. }^ tiW .ti^pvsveight 'tiie -evideiifie 



pf J^g. copling pulses nee4ed for delivering n»Q?§..than; jaimera^dn]^ gf ^yijdeiippj 

an^.or.w^^ ""^^ /-^^^-vw-^ uj^^^j e^jv — /n,. 

v;^' made.' ^.Cdnsequentty/^ ithe ^oaif 'if- 
fimed' the jjiiiatthiitvei'^s rejection 'of diEumfi 
aniS "4^9 und0r 85 't/.S:C; f )Mk) as 
bfeiKg Wpatentfiible Ovei- Evliiw)*'' ' " • ' * 

, .Tll\e Board, .made ad^iK^o^ .fijc^ j:e- 
ia<*ft;itQ,,.cJj^i^ and ,)iQ m. d^tei^?^?^^ 
j*ali ^ey^were 4Bo,J^npatent»^^e,uid(|ef 3.6 
u.s;c.'r 103(a) over Evans ill view of cerr 



ft' 



at 15?78, (qu;pting,,(?q2vi!9?f<iate(i. Mi^m.Qp. 

206, <;8a,I»,Ed /M.:(J98^^^^^ In ,revfe«^ 
the .recoiid . fpr. sa})|t9nt3al evidenee>!<:jv:e 
nnisfctake into apccfontjeyidence that.beth 
juBti^ed.-^.deti%id;s.;&om the fadu^rd^ 
tsnninsijoo^;' ; S^^riid .'(cl1dng,>tifHiveii8a; 
OdTwemVOoKp.! vi WZ/lBBv -840 ; IJ.S.j~47a, 
m-^Ms :456,- 95 LJ}d. .466 .<1951)), 
Wei tnbte-'i^.iUte possibility^f ^di^wNgtwe 
In($on8iiten{)iebhdusions' fronf iAie evidence 
does not gtw^ the fibaedleiiiidiri^^ 
^irig 'sUpiJoi^d- by "subSt&itfal enden(^ 
See id.- Inde4dv ■ if ' a' ' -^easdriable^ miiid 
imght, ^wj^^gthe^f yident^ a^-adeflt^tej to 

s^ip^prjt(t|g .f§t^4!-.909 
Ihe ,^o^d,:-:th^ we jipu^t j wphiold 



dobiyit. j^Sfe^'iji%t'^*^fe lEJvaKs disab- Bqard^^ deterTOinatio9.i:i5e6,i4,i: • ■ ..r^ 



tiStf^^fttMt to^^Si^H.B.C; § 1295(k)(4)(A) 

(leO^TiJoCfi-^i?. . ..t^iiJ^fV:^^^^^^ V' i .■.{■■ : 

M.. .y^J>u:^A^^.'■■^feafla&'d■6f■R«vieW%^^••'''^ 



«-[6]=" 'A fet1$icia^ step ih-anfflya&r^ ifib^pii^ 
imm 16 caStiiig thfe nund baek'iEo tfie^to 




ai^cept^d iiirte'W in .the field. 'Bm^- 



m«™6W^!ir>#99).: The-ridfiiMitfe a^pm^fclS.tiiat^ 
ttfttfetttiihatibtt- ttf 'Wh^th^ an'^yvfeiltioh |ie^;i' V ■ 




ti6n<.^bf' obvioi^ffiriess i^'de •no^o;:'^ .See .w^ from- a combination of old elei^i^nts. 
Ho»^evaf,; wemfviewaihe fiba»d'8; u^^ M rQ-i^ouff^li, F;9d ISfiD)! 1857; ;47 
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evrety ^demgiit of a- daidaed invention 
. oftieA^be feiuid ifir the picir iit ^^S^ M 
However, identification in the prior att of 
each individual part claimed is insu^dent 
16' cMeat pat^tebfliiy'offc 
ihtvetafc: ■ ''S% > R&fe;; tb-ltoll^ 
obvibli^hiMb ^^ed^Sn ■& (^AbSi^to the 
dMi!nte'3isd08e<tiifti^^ M'tiiere 

fe^k^t of'ihe^dei^bility ^bf-'mjaan^ the 
^^tf <S)mbinatjbri • tha* was liade' By. the 
Jipplicant) See Ifi nifJ^iux, tm FM 1339, 
Ia4a,-r48 USPQed l«86ir 1687 v^ed^Gir. 
i^9S)i uM re WZ^ Wi,^ 902, 

221«r«USPQ 1125, > -1127 (Fcai€ii?.1984). 
Sven.^^en obviotisness b bi^ed^on asih' 
gle: ^Hoi*^arl veefeceho^iNtfi^^iHiik be 'a 
showing of a suggestisn iMj'n^j^ to 
modl^ the; teachinga ofi jl^treef^ence. 
80e.BJ^Gmdtk^,.Gt)../0^^^ Braking 
Sy?. Corp., 7Zim^ ySTJi ^6^'8i'.lISPQ^ 
1^14, l^l§i(Pfid,C)ir.l9§6)4^:,. u . u ,;: , . 

';D9--ltl-"TH(^' tftotiVatiOfi}- 'sti^tiofr-'-'or 
tfejadiit^g' miiay' (feme ei^Iit^ ff6m gfete- 
tf^ntS'ln the 'pfltfr art, th§' knowledge -of 
one of ordinajy the'MI^ bt/^ sm^ 
the nature of the problem 



impatgntable: imdterr r86)'"iUi&Ci . !§ ; 103^ 
ov^.^ans^ ori)vaiis 8^^ 
f^ferbhces^is tteat Elvans lloes: ft%>tvb^adj:tfr 
fi«g^%trthd/uS^ of a sh^gte telh^fira^ 
jS^tis^if td-boilti^i a pltu*aH^of flo'^^^^ 

;:'!i^'j^^d'prtplo|^^^^ 
jyhe ||M^n<^s r^isi^^^ iii lipTfiOl^g tlie 
regdoiibn otWe claMi^ anil 'a^^ 
coipipetits. 'VNone of y^^^ i^^d's, 

ing or suggepi^g the u®^ of .on^ 

control .^ number of valves regulating |Qoi- 

aiit n#'^ W Thjte, we Jodie td the 

'l^ori i|i6 be i^ressiiy'tkughi; or ^figgesteHM 
EVaiis. •'•'■•* "^^ • ''"'^-^ '^"^ ' 



■nk\c-:\ivj 



' .:T|^e Examin^ ^cites Evaqs fQr'jtej^dung 




accor 



cpntrb], ia, iipnib^ of .y^yesi .^yans 
cation, p. .19,iI,.^b^^(em^a^^d^^^^^^ % 
m7- of5#l*«^%%e" 9f^y,/^h[e;.E^|fte^ 
cjj'ndjqydeii, that 3|s(pns,,t^^Jie?j,.^^^ ..of 
one pmspr-ip ..Qpiift^l^, .n^b^»^ ^Jfes^ 
T^. ,^eon!dusion,.itig^t 7f*^ 
the u|istated pramse.-j.by the .E?^^^ 



cases the nature of the problem to be 

solved. See DMMczak, V76 F.3d at 999, . ---t--- r .^ . r,. 

.^..ly^PQS^d a,t, mi, In,«dditiori,; ;:the ^ ^o?^^ system'! is^^^to "qn^-i^^jCf^ 

|i^(d}|jng,;m9tjnration or siiggestio:^ji)iayi]^e But the Board's decision, adoptiAi^<^e 

implicit ^roni tiie prior art , a8^/a, lYM Examiner's premise, lacks tiie necessary 

?W*^^y. stated to'j^ refer- substantial evidetidii^t<4' isup^prt a rejection 

encte; . ^ee WMS^ Gami(^,Jn^i^J^^ of Kotzab^a. (4#b»- f^^Bficif^aliy, &ere is 

j3'Gaw4 recA, tM^M 1% 51 not sub^tial evid«aice H sho^ that Iqne 

.i;5he.yroi:^^;"s^^^ 

j|u:ougl^ij^l), E;^ refer t^ - j^e .jlev^e 
tli?^me§s]4re8.ti»ei]^<i(^^ .,E^, 



t^r^r a4'.4jpp|icit: showing ,ik'!'«^4^ ^ 
cpmbii^^d ijeachings, lmowiedge, Qf'dne 6^^ 
^93^^ii^^,ikai in the aft, and the nature pf 
.&e j^jropl^ be pplyed as a'whole wpild 
,have jE^ggiM ^o^e of ordiiiaiy skil ih 
..me'jaa^. . ^ee tii , r^ R^thr, 64!^ F.zd '418, 
«.208 tfgj?Q 87i,-83^i <198lj (arid 6ases 
i?itej^therehi).^; IVhether the' jlfdard 'M& 
oTri; -'kii ^6^res| Pr: i^^ "implicit ^howin^,; it 
must' .;prdvidf^ p^^^^ fiikni^ Mated 
uiferet^,-" ; S# p&mbiik^ 17^ F:8d at 999^ 
50 USPQ2d - at 1617. BfOM to'hdfisbrir 
etateme^its. standing, ^one ai^e. not *%i- 
dence." Id. ' ... 



• [12] 'Kofeab's primak^ Afgun^nt thiA 
the Board' eixed: in holdfiig daiiAo^ 1^16 



aps .\|ses the ^prdv"s|^# to ;iiefer,vtp, t^ 
.^esRonsj^Viigenerated f,.jby : the' , measured 
toepperatia^e Jfliat. ..controls . \^ ]>y_^y^, for 
cpolanji flow. Finally^; ;th? word ;"«ystem" 
is iused.tin Evans to refpr to ;the,:pvprall 
temperatiire control gj^tenxthatis respon- 
sible fo(r.:the valve, thnjng.for cpolant^^ow 
to increase or decrease ;th0: tejfhpei;flttia'e.''Of 
tiie mold^-: Evans 'dearly! never. ug6s -the 
term ^syiitem" as a substitute: for the sini- ' 
pie temperature meaauring device it calls 
^sensor." v-And, .'the Board made , no T^er<- 
ence to any ^ddehce: in .the record: that 
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cite as 217 rid 1365 (FedClr. 2000) 

would equate l^e system'' with.*-6ne &sA^ toric temperatuire lof va*-inold zone.;ftMt5r : .fee 

S^/* a . >f ^ s: C measurednby onersensorj and as pant of a 

there «eih<aB» bf eVidenefe^Ss'ti^eesSa^^ to valves are controlled, that one senswwfe^ea^^ 

support ' the qiBoaj^d?^^ impafeit ^€i^n€iuslott surement can be used to control the ..valve 

that- one^systbmSVis e'qu^J^^^^^ for that zoneK* 'E^iafe,*'W^ say that 

Based m the entirety^ discli»fli(rei therev is .mcik relevant evident :m ai>irea^ 

we carnibi fifty tha<i,>th rd^vani sonable ndnd ^TOight!«Beept as adequate^^ <^ 

e^d^nc^ ; bB axi^g^fi^nable into mightjacr stipport- ihe ^'feoiidci^on that rwhm^^ttiiQiitt 

cept as ^equa1^ .to;aapport the contusion Stf e a trlui'afity of *ori^ a miolMf 

that "one system" mean^ ''one,,^e4isor." pl6-zojii9?1settiAg,;My 

The United States Patent and Trade- 8dr>p^b^d65 %h6 -conS^^ 

that because ..j|y^ *I£^«bS • .• ^s;J.'5| v .;i .;.:;•> y-ij.rtio 
iy be use4 



siiigle sen60?,,n]^fiy b 




fliscus^edlafer tmiy haV^ M^lei^^^ 
ahd thati^ ^gle; sensoi^' may- tiirMxA Mt^ 

p;:19,^IJ/ 6^^^^VhBk t^^^ feSt^bkli^ 
irig^ an ' 'teachings ^o13\^aim;'- 

bU^i^tito vqs b^^t th4^ <»mtettSfi5tf of 
th^e M Ibul^ifaW 
guig^6ed to thesis 6f oixJihary sldllClrf^the 



saii confronted yrith (l)tiie, problem noted 
by Kotzab, i.evi£b:^!d|ifg^^^^^^ temper- 
ature control for an injection molding 
method to ensure the quality of the finsd 
product on the one hand, and achieving 
optiiy^ally^^brl} ixSjail^^ the 
other hand, and (2) t^e two statements in 
Evans,, wojdd h^y^ ,bften,mo<^ate.^, to con- 



•M13^^ Z^^T''^Wl^ ^ t:y^r§ in a 'multiple zone 

abstract, Ramer, they, must be /k. . ^ 

considered the cohtSt Jf tH/tting .of ^^^^ temperature sensor. 



setting Willi ori^^oiie ^tfemj^erature sensor. 
In this caseV ^e tixami^ and the 
i^e&y^WS^-SSI^iaP Ppard '-fai •ifaiUH>%'>^tisd8i^>^'i The 




madfe a^ to the dn tje trolling multiple vakes, is a technologically 




these components for comfai^ia^o^- in the 

th^tsJ^Yi^i^fesuggQei^^.;^^ jpqnpept.iQf: using 

t^p^^t|i^2(^, ii5^e^ufr^§nt ,.toi^co^ 
ant pidse^J See id at p: 5, 11.; 14^22; , p.;|> 
n. 17-28. Hiawever, there is' not Substan- 
tta<§^agt?be of '^otd tt^'to^iJ61afe*M 



W Iffflli^fto ipofeiafepd o^,,^^j^ 



teaching to the multiple iofil-'-sjifeni de- n^Ptiv^ft^onjljo^^sfJig^^ 

•22 -to:' pviiBMi'^'Si'- In 4h6i- te(iltlplef.=zone ma^ip^t; . Br|5ppgj,;pj^//aciei :^e..^lf 

^^]tei'>^EVai^<descri9b«ff4^^ tise of a>teDap- ol)^\)sii@8^iQ: i^ejeeli^ Mns.Ji^ ^ W(})irt 

mature; JsenfebHafttt.toia^aBiated SLtm^eon- ^. -uBjiJer^; 8,$./jl;j^!5«.:ri/10.9X»);iOY?r';^^ 

ti^l>:y{^eti!tais!ea(^v):zonei K Atnifi^'i ike Mor0OV%i^7b^jai^.t^ie!;(Q^|eoU$>J?^ 



0 ' Q. 

1372 217 FDDER^ reporter; 3d SERIES 

..Oi!*.i1 .•• r; -,1.1 . . 

oonckde 4ihat therBoaaiid tHdiviuit 

a prdpKc pvimcL fam mssi of. dbtviousneffi 

ih >n^,eoting*tHose ^Uutep undo'; 85 'U.'SXJ. 

§--ie3<ia).r-:^f.- . ^ ; .dn 3hS. : 1: . - : ' . .. ■ 

..^i^, 7..- CpNClJ^^ON.,./-,,,-, : 

-£.:For aie above. TeasQus^'fweionclude^tiiat 

t^emiis>nbt:sub8ta2tti8j.;et^ence 1» support 

thfiiiiBQaird's '^ding .offf£i^ .(ha^ 

priB®ly. teaQhea.1*atj^<Mi& seIlsol^^;may•1^^^ 

M$ed.JtQ, cQUttyQla plu^ty, ;pf .yaJ\^BS), aii^ 

tiiere.ii9 W>Mul)8tai^ti5yL«vidfi 

dther expresp]^ or implidUy, to u^td(|lty 

|he t(?achin^ (jf pym^^ Qbtain;.|k;|^m 

itt .;ivlii<3i biie sensor coiotoIs a piuraliw of 

ydves. A.(»ordingly,we,^^.^ • 

V..-. » i^M- 



atea8203 WM ISOS (Fed. Air. 2000) 



No. 91W241. ' 



Federal Circuit J 



MM 0 20SPEJ)BIBSifis«B»OiMSB»iJ8QjilBS 

ihafc'jclaim&'^iofv.p^t . ®*768 - --'^ . 

iiwfibred: iqatelytifejf .*^#acldng?? (>^irbcete€S, ^.^.^p^ «jjlj|tr8ry(,|?r cspiiete:«tanc|^ 

were unpatentable, as . ob«loui3i Applicant '^.Jevij^;iip4§riSrA4^^ ■ 

m^^^x The gpJJrt.of Api^ea|g,,J^ple, j;;^^ Act (APA) is one'oif defaijlti tiiw,.tii§J; 

J^ii Jv§ge.,h^d a).iR.O-Wi'« fi^c^ standard applies when the substantial evi- 

§j^,#ng8^iy^kuld b^ .rgv^^^ aehc^*>'%est^'>^S- a«(^Yned toapj^mi)!^^ 5 

gt^QtialneyidpnfprSiandafd^^^^^ thSiCJiiL'i 'W6(2)i$A,.^). « ''^^ '-'-^ 

de(^.ca3,ue^,#.pat^tebte ^ of Sis under substantial 

•^t^filaijn^ after pat^ntee^mthdi^4&«^ den6^v^tejMla% th^ A^iriiii^tj^^e' t^o- 

^imrfi^nce; (3). ^^fP^"^**^" cedure Act (APA), not APA's arbitrary or 

corresponded to totetf^nce^co,^ ^^^^^ ^ 

^.%t didpot.coxpp^^,ta^^r piled by Board during agency hearing that 
egce, co»nt were uripatientable ,38 obyj^^. ^^^^^^^ ^^^^ g ^.S-aA. 

•' M^^ • . -"e •>••'- §§ e54(8)(i), mim^. SI); i^...l3;Si.S.A. 

, ; ®=».763 . , . . , , ... . .. ..^..„v , ; ... ,,,^^alether Board ot.Pat^nf,Appe^ s^d 

' Und^ L "arbit^ary"^ o?^ c^ridous l^^^nce^^possffspd 
standwd of reviejy^^et f^i^^ in.lixe A^- .ipljrfj,^nce,py>e^dij^,i^^ 

S>urt must consider whet^r%e .d^op .cJ3i^8..^r^pa^1^.w^^dr^^ 

was based on a consideration of relevant ^^^^ mm9^m f^^-m f^^ 

•fectors and whetiier tiier9,4ias been a dear Appeals.would review de novo. 

error of judgi^nt|^&0^e standard is 6;!Pftt«hte <s^lim > 4^ " 
generally deemed to be the most deferen- 3,^ 
tial under the APA, the reviewing court Coiyl; ofA;|>pe^.i«(aev^^ 

analyzes, only whether a rational connee- .#/<i|Bec^^on '^e,j^^ 

tion exialja betwepn;i1het,|®pi<^s..5lMfind- |^4«^p^^,^d;jnfe^ 

ings and/4t»..ulto»t%>^?«0n.i. ^: U.S.CA- sply^ wpif^.,o|^l^^ten^^^ 

i 706(2)(A). .... placed, jtn lisjie lihep,^^ 

^ ■ .^terfep€«)t|ef,!^pe..{^^^ 

2. Admiiitetira^ive , l^fw, jand , .Projcedure ^eii! a' ^ec^ioP^ is i)^^^ ,0^ an e^^ 

®»79i ,"iiV ^ u^^^^^^^^ i»t«cpr^iatigiE|,p.f^ 

The substential . evidence standard of i)pt sui)prteii?ysiji??ji|ntial 

review underihe Admii^trative Proce- ^hat^^dsipn r^r^^n^s an u^easona^^ 

dure Act (APA) asks whether a reasonable S^^f ^^^^^^^^ f r!f 
^ifinder cduldWe arrive at the'agen. W^^^v§ «a); 87 C.F.I^. § 1.64;.(a>. 

ey^i^aeoteion radi'lSieonstiwea to b6-a ies? 7. patents <©»314(5) ^ 

deferential review standard t^ian tl^e^M- /ii -uj ; ;., : . ,1 . ; 

trary or capricious, staiKlarci. 5 lf.S.(5 jL ."Whether a claimed invention is unpat- 

§ 706(2)(A, E). entable as obvious is a question of law 



jcINiRE OARTSIIMr Ki 4 ; i: J307 

ate as 203 FJd 1305 (Fed Cir. 2000) 

bafiediBri; tmdferlying flndingB fif faets 85 artt>pate6t^; lil^i*! :wad .iilattvirfi<to^to -fiGta- 

IitS.O;A- .§ 108v . ^ .u*'o / > bine tliose prior art refer^ces;;*^^ 

* ty> /. ..J «. • 1. i> ti': /r:\ M i . art did not teach away from combining 

8- Patents <&=^314(5) , i, , those references, 85 :U.S;GJ^ • §L;lO?^a). 

yQ9j'4j0.gpmbfeq;^ an '^^^^ . ^y.y,^Jv '^r, '\ 

obviousness determitnatiQ^ i^Ta pflre .ques- 3!^^ .^^^^^ 

tion of fact 315 U.S.C A § 103. . " mvprifidii is o&viQUS a leW con^tl- 

.v'::^;-: '^HDJ ,v . ..... . ... ... . 

Legal conclusion qf obviousness inade 




viewea Kr substantial evidence';* iifi^ofgalr l?^r:.>j?r9P;^'i?rriruV^ !■ VK-f;...:? 

97 F.8d 1427. 5 U.S.G^'i|£,706. ?.,'»*:,.;•/ l -A '/.r «r; ..; .. s.-.^ or.; 

. .^....Swgg^tioj^ji^Qoij^ipci.prior.^ 

lij^^a^feH^^^^^6(ly ^ ■ ' - • ' ence8thatmayreffalt in fin(ingofob^ 

^"'ii * ' i'A*' ^' "j T X less may come from, inter, alia, the teach- 

Board of Intent ApR^ ^n^,Interfer- ^ ^m^d^^^es and, in 

ences could retam jurisdiction over mter- ^ x j? xi. 

a. w^i'u^-^ii^'-^ i^xT-L^i/ 1.1^ J so'^e cases, from the nature of the prob- 

hrehc^ V^.^g m,ol^^ be solved. S5 

patent appncant afte^ patfente^ 'Withdrew / . ; 

pate^Ltabfcaa ^ ?©pUcM^t;8 dgflps, rath- yX^? :, . • ::^^'tf ^ l.^^'t 

sr.).h^;b^T*ig.MfentabiWty:is^wefi decided T''^^^ '^S^^^'^^J^^ 
by examiner ex p^,^<i,ppai^ did not 

aj)ij8e its discretion in deciding patentabiU- qmre^a.Q4cto,0:6«econ*to^ 

t%if ar;^)i3i;itot*8 ^«8«gtKt.sd Ws ^ unpatentabjfe ^ito ob^ousi 

werefairlS^^i^d^t^W^d^^^^ wSS^StS'^^^^'lS^f 

' . ■ ' - r'" tfaeiiMely^t'|{ndi'x»8tuiteiiof^)^l^lem' !to. fe^ 

rnrilaow:.:,;-,) j(j:;.:fn-,.Li (fc:) . . fioh^e(^'andtalliejgpd'eiiaence^Of unex^^ 

. Boahi of Patent 4iSVm an^.^t^er: jesiilfe ;did •lK)^>^estebfeh: noriobviaiifeietel 

euc6s could determine patentabilitjy issue^^ 8ii^^.SiC}iA{l§ 103(^W(r:H^=iv>f^w :/:J-.;v;'oc 

raised bv '^dimtfM^^HitJ^tyntri^ftid^e ,r ]\^^f^ 




S^Bae0flpr^udieeifelappHea©1i aa.resulfeof ^lan B. Clement, Heidman, Qibson & 

b»t4go.>isfeu0s.ire8o>e#. b^iBowd; tather e^Jstlgan^'oe-NewYorlcj N^^iXorl^ arg&ed 

Wpat^ixtfexammec^ t-, in for appellants. -'^^i^^u 

ii'^t^'^ ''2ta& ''"te-Na^Wtociat^-^iSblito, Of- 

=^ 'J^^efe^ifisibj plitent^^ppficatiM^f^ti^ Srgtied '¥#'^~#pfeflee:'^' the 

t^^'.^tfljHii'^&elfeirig^^'^ra^^ bB^^e^Wn P> Bi^st, "Ac^i^bBcitor; 

i<3pi^nc|>!.;T5rer9, impatent^bl?i;,d})e to Jf^M' "Vyih^^j Ac^g Deploy. SpUcjitorj 

obvioufinfessi' "since M '0$= rlimitatioiis in and Nancy Months .Isacgoiir, Assooifite fio- 

dJiiteed lmretttibh wfet^e fotiM^ Ucitor. 



I80S 



203 FEPERAL^FORTBBi ^jQimES 



BiifofeliQURIB, CLBVENGBR,.an*'<. 

• -llQURIiJv diiPOTit Judges- > ' 

Robert J/Gartsidet:f^fi(I^^Ri<5i\ar(L€;'N(Jrr 




^• AhM«f.r,j,^ : ' ............ k wO-'-HT- 



duce a catalytically crtickea feffhfe^t 
stream of upgraded oil containihg cat- 



. alyBt; 

' ' substaiitiaUjr 6iB|)aratihg siaM -iJiS&lysti 
■ ffrdm StiM :tj|)Pad6d''0il«-ift a Sep^hl^. 
•' .and"a'<qrclOne;''arid >:v-vv^i''''f-v"d<i 

quenchii% said upgmfed o& &wiil 
stream of said sep^9^j*..^psti^|j^ ^ 
said cyclone with a quenching oil; * ' 



are supported by subisian^ 
because the Board did f^^t^ e^^ki^^n^u^^ 
ing that the claims^ were unpatentable as 
bii^bus'* as a ^ihaft^f^ ot lm, we affirm. 



a " -Xii-^-V ^fJ^^:) ^'>''.*iN 

A.. Tfieylnvmtum - . \ . , 

Gartside*s appUcation is directed to 
^'cracking'' procfes^'^,'*"^'^^^ ploCeSs^s %at 
geti^fatfe vildiW:; toolecriartrwe^^ f <p5duified 
iiydifee$*?b^ 

rit^^&y^brealdftgirdown ;impt^ 
leciflarlf : weigM> ifydiwafbon f)feed >oil; 
CJradang i& ^accomplished by ^reacting -.bn-^ 
pi^;feed oil ''mhds;^: p^iHafH^ 
t^:tha;t induces the bz^akdownrtrf^-fe^ 

eitheBi:avth€iitoM iOi^rcataij^^^ 
taeohi^niflm. See '«27 app|i<iation,v JJV. at 
68^^ ;3aie cTaims atvia^ie are all iJireet6d>td 

catalytic ^ddng i^octeweSL SndfepenSdeftt >;v ; .a;?^^ - , r^^^ 

h^ been^ argued to us as being 49,(p^gr^^g^added) 

Wsentative-of clamis 34, 85, 37-40, ^[fi^i^^ 

-Gartelde^<56piddqd«^^ B^rp$f8^ 

steps ^fl^ • ^ ^ , ? US.' Pat^t 5,043,098, elititled-"Quelj6llM#^ 

V . ' ' ' ' ' Downstream of an External Vapor 

, V ,<#^3^??lly lyst Separator,^' into , the '627 applicatlorij^. 

J. .^ f^eiJ oij^.m^^ attempting to prpvoke^lM" iilli^^ncSti 

cjTftcfflpg ^?iit^ in t^e .presejice ,of ,a pn )Fe!?ru^ 44j^94,, the Admi^^^tijatijre 

pat^^tr at.4:;te P^t^, Judge. C^J'').:d^^^ 

' ' 'Aii intetference is d pfiicefeding iiisititute^iH 
• th«. Patent and Trademark OfBce before #1- 
(,?oard to 4^^ennine wiy question of ; 



rehcdlviinrelb.vantpart.as 'follow^: .>-; • ■ 



41* t A^dsteljHao'prdcessre^ 

(a) delivering hot;pfljp|4fiutefe..4%^ 
craddng solids to a catalytic crack- 

(b) 4e}iyering;.^^ fe^ife 

K 9aid:?^^s; • 

; 'W^ldjh 

- skd tto:di*-at A temi)erat<fi^%if' 
*• from 1100^ W f600F t6^pfddtffe% 
eriujk^dfifbduce*^^ v . : 

• • (e) •qaenelnii^ iead cradced'^rodddl^iu 

wherein the tota^ jt<esi4enc$y|jj^g4>^ 
step (a) ttoough step (e) rafiges fii'to 

••:.--',M ;-.;.V)fl9^ 



ate as 203 FJd 130S (Ptd. Cir. 2000) 



foiencflwttylBeniGasMde'srappllefttidih 
. TlieAPJ:de%i^>(kk8ideVa8)i)hQ<j$Bem 

ty'' in #6 interfmaaiee, beeaose: (3«WfeHfe?s 

date?6f 1^e:a^dmti69 .tHat':i^ned<asrFoiv 
gac's p!^t:; SeK.«iii:^^2-^s.^erAPJ 



The- MJ'appar«fltiy cbndiWBd.khat.t^ 
antdpis wag. ai5eept6l)slei» regaifd tostWe 
dainis fbr \i^oh Qai^tsidelhadnot^^resimi^ 
ed spefeiflc fitotabfflty^ a^pgutaents^iiiam^:* 
tyr dalms 34,5 36j- 37^0^ and and 
indftoated .M* ' tho6«<idaimg ;'^ald thus 
^Mtod br.aai basedim the argonienfeimade 
on behfflf ^uiSaiiia ilA^Se&^id'ts^ i2^'. ®tioi 



alfio deteMfained-jtbat 5©ne count , encijmi GaiH»i*ie-aii:UeaiseifaiSite]if &evpatentam 

passed aU<»B<1*^/iirteWerin^^ t!>^:6is mm Mi <4i{ 45, and.'46, thei'S^J 
ter,* ie^ .cjaims 34:^47 6f V-"" .. . .. ^, . . 

.K' .0/. .•,..1,; > , j<. ,i.+j,jq ^ij^i^dajfaft 47, f^t* tiw 4? J. j^d jthai those 

-.■fOB^SepteMberxJS, ;i99^ th^^Jxfegutfd <iaffPsiS^ jwpat^teble 

^m^er:M^^S^m /partiea?>moMoaS ^pJiSee ,id .at; j^l, ' .Th^;:^^^^ baaerhis 

filed danngptiie iw*aiiynaig?*'mdbion.teriodi cofidudon.. .on I Gwteide'a.^^U^^^^ PatS 

P#efc..m ■4i'.;aM^2.^ Of a»ev^es' 4M%;;^<S:t^^:a iro^ei o^^ 

el^t-mdM9na.uc>nly t^^b'a*^ ^fefeJraifli:hgrei maiijr,c?^g f^d:cji;;%t iaiiea^l^Jiiw- 
faattside.s Amotion v. to^^^^ tP.;the>p(rp,cess..d'^ed,iii 9la^ 

fc^jaa tiot^Gorresponding :jt6 ithe mmli ^ith^e? ,^lone Dr/ ^cp^bink^^h 

^5^2?^/^ motiqp:fon'gu4gmeiit..tii»ti5aU ^4^8,,y4^;?^i/,388;886.V.^^ dis- 

of «art8ide':6 fdateis. ^T^ei^vvmpatfehtaMe ian^ cj^s^^app^ff^tja j^t maisr be-j;^d for bptJi^ 

d6r^35-H.a@.ri§ :.103i' .a?iei APl >deni«J ftrBi# ^^fiai^yld? pmces,^" empjo^ 
^feff -to^^^^ .3^^ S^jW^,:^^^ andfq«ierwjVipg toir^ 

41, 4fi^. sb^m mm^msreSiMng-to^m y^i^tr, ^§le?irfid * cra^dug, .^/j^. ic^' The 

cpuntijcpnd»idmg:.«aatfiairt8ide,bad.^qd APJj^os^i%jt.^e mo^^^^^.to^^^ 

to ;8how <*at.ihQ6evdakS: w^.patejitabl35 . the $he^ wfc-,tea^^,'l9f Jhe,!p5 

di^et,.6»m;th«.<pjih^i-^8i^^ patent with a catalytic (racWng process 

toi^to,thdi.<jou«fe' ^$e^aei^i$mtf^U.M Z-rih - disdospd in the '235 patent arose from the 

The APJP^sepiitea.tepairt ^^s^^^^x^m i&tiiB^of 'fe iiWblefii Wm sote- -yfe. 



)> i ^ i*!;9ynt ^efine^ith^ jnte^fering^subjec^ -pxa^ 



, ; "nr^*!? . T"® "tf-org&^s Thus; 'th^ APJ cbftduded that elaiiii 47,- a^ 
^l^^t^^^i^ aU%f G&^Ma m ^^eI» %4r^'S5.^ 37^0,- ahd'^j 

^^"^^SS^f^^*" tfcfe.ttAmr^aibf. w^fun^KMlW?fider§-103. mtSJ-i^ 
S4^7)rW|;46^ 0% perfor&i6d a fgsa:>i^:,m^-.r'-d ..W; •.,-.,,.•/ w, 

: • . abili^j^^^l; priority;;::iof • inv^nljpii b^JWjeei} 
, tifTo p| more parties" daujiin 

imtaWfe ihVentifiH ; : ■ . Ati hii^ttiTeitUl^y 
■ • ^ 9M^^v^ between one or ipore pending 

, p&tei^ts nmmi%'tfiffererit bf^itor^ X*liln, in 

' a«y ^tiriej^lr^d piifeAi^mtfi^^ fciWms 

'. foit'toJ'sato6!^ti»«h^al3le=inmiib^V ^' 
<*37'CjF.R;-;§.-i|;-601)j|^!(l999);.;-'-.- Sibk/i;-^) ■ 

2. 37 C.FX § 1.601(0 adfii^M'^^iiiit'''ii'k- 
lows: . 



... terv between two or 'niorfe applies 

' bfeWii^bit^ ^sttm ^ppimm 

^v.i: Pat;ej;^ts.. }ft,t^6 tipie tfc^e .ii^t^rferr 

t :eii9e>i3 initially decj^^edj. ^ cqutft^^^hpi^d 

•f i;S ^t^*W. t^a),^e^ ,th^ priorlart 



I^e*oN»;. 50i iat- 15A alllife :MJ then; o»{ 
de^^th<^ pasties to ^joariifeai^e w^.ju^j^^ 
meht ehiM<li^(^; be^ea^eid^ agai)a8t ^^yi 
\dth 'tespec^i^^ 1^@ii:pid^^ 
da&idsxoonie^nding Vis 1^ «punt "Se&adu 

Board. iS^e PgpetjNosjBl an(i 64,i; " . jigs,>q 



203 FTIDEI^tBSPIIRTBB^SdORIES 

•;C'.K-S -.O ')«:•• ?.rri (,£.T ffi\;«-.\^ 

IHa^i]^ ptrevidtisljFl^nclud^ t^xc^ims kid ^laitsM^fjeai^-'Sfesd'.timelyvd^e^K 
86|J41p45r eiul 4g<#l ^t sta44^oiOM neither of ^ ^ob< pei»i&ded' 4he{ estai^^ 

tixfvevi^l^fms ;as;4£^iRoFgte:had mot^ pl^^ 
thdrp^rtfentability at' iseiue!.; >T!he APJ: jield^ 
«z«ai i^pd^ that daims 36r4iv',45{ aniti 4,6 
were ii(iiMieii^l>le 'aRdett § i^, based i.dii 
tbe:;!646. ftateiit jni i»!iev..of;Tfi$.' Pidient 
(Castagnos), tie QAMosi&'tmrp&tr 
6ftts.;inMew of t}ie.^!88§ pat0nt>.><«#iwat^ 
ingfM^ teasoning with respe^ to^^ldiit^ d4i 

!As not0d ahoveriesscintiajly aU,<<^.t]|e;]|jg[mr 
tations of claims 84, 85^ 87-40, 4^^, and 

tfi^''(^ patent wiih tfiie «235 patdift. "sto 
citaK6M^4^ aiitfMeadi'ccailb^^f 

as to ^ditlt>hali 
Kiri6tii residence time"liinit&^ 
hfeedeS to Md orie'^^MdiabM'wf^ 
complete the cbmtktiatidii, '^ilaicbrdmgly, 
tbe ;;!aff^J. -addfea'^-dastignoff^ 
aiid^'235t/ateflt 6bm^ cksta^os 
discloses the jiredse kirie^^ 

molavatibn Ito^^ tM tea(aiihigs 6f tii^ 

patents &r6si'froiri#eiiat^ ptoh^ 
fern to be baVfed, ie.; - oiJfinMzb^^^idi'by 
avoiding ' todiS^ <*ae&ng: S^ icL at 

Gart^i^e ; rejqueste/i . . peijoni^eratipn > of 



J tx) caned ^^laims 1, % md IS L 
ie #8 pa^ ' ^eefm^M:^)d'i;^ 
DespM^^Ebrgae's3^99itll4it?a^^ 
ter£dimc^'^tiiefABJ:hdd . 
encerBhould pix>peed>4!)a^ m q]]v decMdfi 
in :P.ericin6 .u> jKt«i72> : 8^ 
USPQ2d>13Qa (^edCirl.989),^a&;the'i^^ 
8iim)undiiie^t}ie4>at^tabiUt^ Gartside?^ 
daims hid ^becfh <fairly plaQed;at issti^^li^ 
fuUy>idevelop#::during 't^^ intorfeSfeiic^j 
and (iM^p therefore, shpidd;^^ 
the 8akd4)f >ttieimbUc^m^ S6e;^Papefe 
No. 64oat^5^.r 

siderationipf this order^'^d ai^ked that li^ 
itpp»Iifeiitibh '>be v&oiiiaM^ 

lifer Ndi 6§ at 1. ^e AP J dismisfeed fe€?th 
requests; iB^ie>^f*aper No. e6;«>and?fa^>iaaal 
he^g Avaa fedd ttit Ma ^ 

The poard firoti ^jeld t^t the 



j^g to thQ coiwit, sefi paper. No. ,45, an^ er)y , CQndude4 that th^e ,]^.9?yd. 

granting ii) paft of Eqr^^'s rj^iol^n.Jo hold jijpi^di^j^pn ov^ tie; patentebiUjy ^ 

Gartsiciq's daims im^ r^eed in .th<e intprf^ ^^^^^f^^^, 

§.j^l03, sei3 Paper No, 43. On reconsidersir Pjapor No. ,72,atJ9. The B,Qar4 T ^as^^f.^. 
tion, the APJ denied both of these re- 
qii^fets^^ S^a^^^^^ 49; 'A^ tiyr ihi ma 
^ptjglhplc^ U]Bj)at^1^t>ifi<3^^ 

3. Although Hot ^t)peSle(J h^rei, thfe AP^ also 

^ concluded -that claimJs 1, 2/ ^nd 13 of Tor- 
gac's 'b58 patent Were all uhp'atentfilble undi^r 

* § 103 based on the '645 patented U.S; Pat- 
ent 4 J64;268/ or ovei^^o^fw6ref^^ in 
combination wth'tlfe •235' ]^teht. Sfeedd. at 
2L 



that under our diedsion m Schidze v. 
Gteef^' m F.3d ^ 786, 45 USPQBd 1770 



4. The APJ noted that in his response, Gartside 
had not contested the API's sua sponte hold- 



• ing ^at cie^pi 36 was .i^pa.t^intabk (^^^V^^ 
] .Np". .47X .5^^^ NQ. .^6^.^t^;i[4, 
. J-, thy$: 'r^Ji^^er^^ j^dgnient kccor^i^S^^^^ 
.,..>yisei lhe,jBp|ird .did not a^^ this claiiflin 
its final 4^(;ision, see PaP9^,Nq^7.? a^Vl Q^j}. 1:0* 
and Gartside does - not arguf^;the pa^nta^i|^ty 

of daim 36 on appeal. v vfi 

l.^ W y :•; • y ■ ■ .V 



cite as 203 FJd 130S (Fed. CIr. 2000) 

ijS& p8^tabilit;jr iieiii^ lUespste •F&rpo'B . stdts Siid^ifonri ¥tf the»:''8eeoi}d' Johnson 
^ti^drawal, : a4- ?thba?i- issues wer^ '^ly declaration" was unpersuaeiy^^sts that evi- 
litl^d and My^devdoped- in thiuebuiiB^^ i^ den^e^(]id noj^ peitain to . jt}).^^ 

fiOSW'd^^Vnoted that ''Gartside^iwas mi ' ' " ' " ' ' 

p]p^4$dig!^y diii^aiitfigsd by ithe Bo^d^s 
i@e^oli^)||o^l^etajhV>|^riS'd!ctibh^ra^^^ th^ 
*6iE:iiMf 'te^e ^^styjiai^v See idi at e*-ti 

^c3^,^^tr<j^e ^J^.^d. n^t abu^e ^ 



r 'il.:' .CVH aS-^ 



Fa<mndmi by ihe Bo aid 



am.-,.. 



In DicUnsm v, Zuvhy,- 52T!U;Si 160* 119 



^^,unp§1jen!tftblQ.^in4ei:;,4i;^^^^ 

based on the '645 patent aIo^q(P^.j|5^ c^g^j^^ ^ D^e ;<j6(^i6tt th^t' h^li^ thai m 
nation with the '235 patent. 'SeeU'&t 19." &1ta)roP^te staticbSdii>t r^vm' of tip 





As for claims 41, 45, and 46, Ifee Board ^^(sq (#94);W2^rj5»pi!t'9 S;dt. -di li 




^.S^o-fev> if£?W^»: ' ^"^Wigj ' § 706.' i^ope of ile^e¥'- i< 



he|<l;%at ttj^,^|j||d,n^^^ 



^9v^; ^flrf^e, pai9taf]p5»S|p>t^t,, or. thoig.. tw^ 



^*%?P',M^Mi^ml^atj9ji,^jC|?fnbj^,e 

^ffl;^<i;6j9n^;.ihe,??ef(^E^^^ 

see id. ^r.^il.i-^j^iji^Qar^ fjj^fti found 

that Gartside's evidence of unexpected re- 



. r..^<<n^;j;4n«^g8/ ^^ncliisj^fl^ 

.(iii>:iarbit»toyy ca^rilflMs,- ^iabuse-of 

a-rr^') fiM^ibn; otM^^ieiiibtsitf^J- 

,\;^-T!;«f-riBbi^t».-wi&4%-v.io.v' >:•{>' i-::': ' 

'.WV.) iU/llh:' " h'. !<;■"■ ; 

* ,. *•, • *. . * *■ , 

(E) unsupported by substuitial 

, dence in a case subject to sections 
'-•■'■'-j •^-fi^^'^d W-6f this titie^r other- 
>■ - ■■• -^wfee'teWe^ed' itfte8c<ji*d'#att 
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■■\rj.C H'-'r 



the> "arbitrajTjr, ja^^]«g'Wi£!tSJ]i^ij?4rt m 
"more lenient" than thQ> "substantial evi-? 
d6ft6e^''itttftda^a){tei^ 



fco, tiie '^uprm'e 'Cbm 'did ^6t dejic|mine 
whether the correct standani of review for 
pro finding^ of feet is the "arbitrary, 
capridous" or^ l&e : *ifiubt*^tial evidence" 
test. See Zurko, 627 U.S. 160, 119 S.Ct. at 
1821, 144 L.Ed2d lis; #)\jglPQM'at 



theBoSrd;jn'ttos(»se. -^y', (M^jv^ ^^iH 



<!0i: 



t^^iQieo". dedi^oi^cwa^ ba^fd om J^,<5^nr 
sjdfra^on of i<5leYaii|i faptors -apd^^j^he^i^ 

|<^d.3^ 1^6 (i^^l)...,;||ecau8p ^tUs 



dard .is generally considered to be the ^r- -t;;^, k vi4^ 

most .'d^eHntiM of W^A.et^^ ^m$§^^^M ^^S^ 

review, see ej/., 6 Stein et al., Admini^ ^^^"^^^^"^ ^^iM^^ 

j./««rhe ^jory-v-^^wifed Stores 

narrowestscopg pf judicial; review of an i^Mf^.'^:!^^Q^'T^ 



sion. - . - Mere micorrj^bQrated.li^a^ 
or rumor does hot constitute substanf^ 

i>^evidenCe.>^V 



tive Law § 51.0^,>:«i1, 51-tU7 ,(4999)rf ^ 

mest scope qf ju(ficial review of an fj^<. r :^ . . '-V' * l xi:^!? a^i)i8naK> 
o^^r.«,rr'«i i^onf^fci.v4^*w;i^ i« l^^ftii-iiX^ K^r fi.^ CouTt hES ^0)1.88120(1 that *'substan- 
agencyt s] fact fihdin^ is afforded by the j^r^ ^^j^^^^i, ;:i;i\ii>Ui^im.xU 'm^^m^m 

arbitrary, 
test 
. ]^fieliher ' a ^^^i^^ 

i' lKi6 ageifc/^ 



^ , 4, tial evidence^ review involves exarnmaTa^oB 

itrary,Hcapriaous, or abuse of discretion .atoe > ; i .trni ^ 

urn xi! • • ^ 1 1 br wie rpcord, as WliWe, taking ihto aijr 

L ), tiie re^e^g anal^ only ^fi^^.^^a^j^^^^ bb^/jfi^t^li 

■^ncfA fectfindmge .tod its ^-^^ hJjL^^^^m^ j^y-^moM- 



Vnm^rXm (Fed (^») (noting 

t^t the tQuch^m .o«v.^e.. -arbitrary, i^ton^^ cOiifchiBi6r* ttot^M^em^ 

c4>ncious^ standard is rationah^); see aSg'r hbt'^re« atf ^adrfi^^ 

ateo 6 Admtntstrative Law § 51.03, at 61- hytA^mm^^^^}^ m^ 



128. 



. X2X p.n,theQ^herhaiid,,tl,e;,8u^ S.a 1018,- #Ltod^i3f(1966)r^ > ' " 

evi^(Bnce;^gtaj)dja;4,#k^ whether; a reason- r. -.-o.., -;.uii» . .m 

able fisujt finder cftuld have arrived at the t3] Moreover, courts have reeogmzed 

a^diji^s dedsfih; isee Co^ iiiat the'*Vf>!t%y^:^I*Hdo^^^^ 

Co.; %^NL<JiB,ji^ V'^' A^y 229, '6^, S.Ct one ordefauiV ••Se(? !4^^^ 

206, 83 L.Ed. 186 (i«38);.;!S6e g0ivmUy Z Br0mi8im^.-Sem .,Orgs\,:. Im. v. Bomd of 

Charles H. TLotilai^3WMfdMt^^ ^Smmon (tf-Fedi 'it^sem Sy6., 145 ¥2A 



Citeas2l» FJ4 190S (Fe&Or. 2000) 

ft7l,'68$l (P,€iGlfil984>i(th6 ""sMxsiji'^ itsijjicljamfeatoty prpijeedln^ 

Itt^Blougft statidawi i5»bt5h-«Il,^t»kMig the-eecottd category «>fr 706(2)(E)^i&> *'oi5 

ujF 4afl^tr«tivesialse6a^«d''A^^^ ettierwige ijevl^iscf on- tfee peeoFd of .lan 

Ijjf M other nwite «p^b iJairagfrafihs."); agency hearing provided by statute.''. ' 5 

see mo mnms4^t: ComMty. dredM 1J;^,.C, 1 706(8)(|B),,. S^cti^p l^M^pxpUcitly 

4a>FM-'l$eO,-157&;tf; SB-dOth, I)^yi4e^. tii,at>e,i]RU^^^^^ d^l 

.pridoufl'^iefeai«3afd^appUefr when «ifl'fsub^ m,,,^6e,.8p;tJ.Sjgv J iM.rft?^^ ^'^f^. 

stantial widence^l68t.6f secti(iftv7(m2)<!B) MjW ..^tet^ Cpi^,.^f ,Apj^a for ^th? 

l969 .(D;eiC4eim9)'. iT«ti»^^we -retjittn vto #<i b,^oi;e,%.3^ftept .aP?,<'^<®^^ 

the-aitute! •.^n.-PxnftH^'r- ' . fv^! ftce.") ..(emphagis; a^^^ 

:. ..•.••v-o .:iT.:l;:v, ;,..:iw:>iv>.r-.. ' V : reason'ji^ai.liie Oominpsion^, ip. r^ttfred 

[4]:.'Sfectloi»«ITO8^»TBFiwideff • th^t % ;c6nvey «^.^^he event,^? 

to agenerfectfiBdii!^ ^entofmed duria^^an 'Rearing;' .uj|on^^^.^^^ ^iitlft^S^^f ^^v 

ad3uffica6<Mioin;.'twoircire^^ ^..if;,^^!? *C M .^-^-^ai! 1*^1 

factfinding performed in' "a-case sutgeefe-te Tf?^?^,^*a^r}^l;;i-, o , < .jr-w.' 

p^QM J55g. ari^.^^ of tins .tMe," and(2) ..'ChftiBfiiprdof/I'iiteiit) i^piiateandiiW^* 

^btftedipjg' pet^ .fvffereROee -ghajl, oniiwittteft .appeal of 

oil tW^^prd c$:ai?a|^^ , ai®Ucant, -.5g??ie?r adverse .decisionsix0>f 

. ed W 706C2)Cei(: eKaWinerg ^pon: aii*lp^tio®8 for' patents 

t^'acffiSdi^^.^Bf' ffie .;^^aM'^'iSoed->ot\ .KiandiBMi (i^termii^ii^Pte and .ps^en^ 

within t^ £yfek%6rtfr'^ ^'"'^4;^lliJies , .ajjflity ,of inyentei!PnieterfereJMfi3;.#.- 



iE?i»;:^cK^i9n'#i^:'P ^ai-ipf prB^ v.^^iimdep si3cyQr?13Jl(a) ofit^-tiUe, 
ideduf-ej. M 'f<iM iii'5' U-^-O- aid Eaclaxappeal int^erferQ^cp-jJ^fia. b« 



eli 



)|iii^eWi8 -vsiifen ^6 'Mbleet ' matter '^| 



Board ;(rfii*;atent, Appeals.! .^d J^itsrfe*- 
;.,«na^j::^P,fha^^ 

V i=e9jni5M<?.a^^.:J<>^^ th^.,B,Q?31^,pf 
. ; (eni,::Appeate iw4 J^t^erse?*^' 



^f^^^^ty^^^ ihg p^^Wid^ Btato^.mA' ifcaf -'.fe 

■^d^^^Cir^";^ !;^:,::; ■ -for -substantial eviden(je;-^'-^Sfee^^» 

,^?^)§5,j^^^.csin^ider wh^^^ Il^Qwas iL^opard .^toll^ A ,C^rly )^rrone- 

P9arii§q%,dings in^ in'jthei.cqw.of ^:yh!t^r^ 

: mon ^v'steWte toTe.^^ .5;U,S,C. f 554 a a 0994) (emph^^^^ 

ii^mm' w^w 4^ ./•'■■ -, .'.•..! 



1 



0 
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rwi&w'bawd m 86.. TO€;/ffi§ 

We* Mye 




• ti^fe#^')^i^«^'.fte:■ 




m« ;IiE(l8d-t06.;^lW3);,mo!^ 



111 iiiaf tfce .ftdard'^^^^S 



be 



record. The retwwl before ira'^n*^ 
thiSJ difetates the parameieris of ott^l;review. 
We 'fianaot look elset^iiere to -find :Jitetifiba- 
tion fof the m&md de^^n. ^Fdi^ber- 
ttOr^ tiie reo^^1«eflfe6te the^^dlts^^f a 
prociseding in= thfe»FPO .'dtuMg iwikeh:? the 
i^lplkaat has been^afibi^ed afl dppdrtiaflty 
te}brHig f<ii^ tifee-fagtg thou^ht'fteces&aty 
tof 8«||port::his t)6^to'- ?A<jeMtipa- 

niing'13ie'^6gbtd1sa! detfiflU topiluotf^ 
ttie 'Bb&i-d. ' ' We m.H (^v^lf held that 
tJile BiSaf-WkMatHMi^n mu^t^^lifcate^te fac- 

i^eidily ^^th^ thdiSe bdndodtoHs are in- 
deed 'suppoWied by ^substantial: 'e^^dence" 
contained .withiii . the. rjBCoiyi, : See Gechi^r 
u Qomdson, ■ jl6 F,8d. 1454', 1460, 48 
.y^)PQ2d ,1030, 1035; (Fed^Qf :i697) .Cj^.^ 
hpldihat ^e Boau^iifl rjeq^ir^ to ^^^^ 

opinions spe^mc fU^^jng^ of fact and 
cpWusiojtis fit)&yf adequate to form a basis 
for, our review?)., . , .' ' 

" In additioifi to ' tHe '^it^tufeiiy laOrigim^e 
discus^'ed'atiove, StipremeM36urt?'pi«(5etf0it 
and the law of ouy ,vsi8^.,..drcuits also 
indicate that "eubstmitial' evidence" review 
appropriate in view of |he. plenary na- 
tiire of llie record ti^bire'" us. the Su- 
preme Court has stated generally that the 
"basic requirement" for '^substantial evi- 



tbiat ^^e^tefasaf^deDceJ'.'Teyiw^ ia the 
approprtate.wgt^dfi*d ^or- jowf :vreview.j:M 
Board factfinding. See Zurhd, U9 8.Qt at 
1828 ("A-revfewing (iourt reviews an agen- 
qfih. reaSbiUfig to id^ti^toiSne whether; It is 
<aiibiti!ai:y',:oij;%pi(aoMSj?f^i^ ;.bound Mp 
'vA^^^iii^isicbit^^ to 
d'etermine^^etlHsiDit ^^liupported by-sub., 
stan*^ -evidMice;"?)! 



. . Chp^skrCorp, , -v. DpJ!^^ 0 659 
(6t^.Cir,l?(';(2),"^'^ 

^•i^P^ f^^pfi jijeljnrane, j^ie^^^ the 
-lajbi^^, .6apiH%iis'' or ifie *;^vb8tantial 
^WtS*^ ijiflWi.}^:^ to'aujboi 
w#^f.-?ap#y. S^^^s ;^r9piirtgated by 
l^-?/ ^^^,ypf .Tjpi^port^^ 
Ad?i^«tnOTge(^ mah^ 
^&t^,f^py:n^e^^^ig. 

^P^ '^fP^^^ih^^ sens^' of 'pases,.p^|ije(§ 

agency argue^ tihaf the appwjpriate .sti^; 
<|?^ji. of:,jj^yiev^w^ lie deferentiaj 
['arbitrary, <»priciou8^". stenda^^ 
^e proif)i|dgated st^i^ffds em 
npt.^fi^i^,f5jnnati adiwdica^^^ but ,i^m;in; 
fpi^nalrulefn^g. ./j^^'iS at 667^ To .1^^ 
fio^itp^, th^.^inijjis^ jBir^&i 
tl^.ti\0,deflaiflj;;st^ 

because the safety standabds a^se.iffepi^ 
hearings compelled by statute, and thfe 
scoffe ttf appeUate -Review was cbnfta 
the'r<6<Jbrd made Wefirf e'^fei a|i&^ iff th(i 
informal rulem^l4ng.,|Pr<?cegsj^ ,^^^e^ . ^ 
The, court concMed ;|ihat .t^e "substantial ; 
evidencie" test bf s<J(itionv7d6(2p) •sh<)uld • 
apj|]^. biEicause tii^/iigejt^cy. vpa^ by 
kw.to<!on\pile'-4t're00i^Mthat 3¥0uld restrict 
the scope of appellate review. '^iSee M at 



h-mi^mmiim- :.u& 1315 

Clteas203 FJd UQg (FedCir. 2000) ^ 

. §fi8i,v;.Go»s^ueft%i only thetv^d^oe in compiled liy . the Board, .wfe.,i«?qQi?<|bjgly 
I jBie.^fepord «09ld be wed.by tbe-a^peU^te os^ude that M *'8ut 



ithe-ageni^laet^pn* 
! le .(?ontragt,,.tbe 4?0Wrt noted . that whfiii , pi 
; »ger»!?y ;.de(^ion.-4. inad^ pn^fU^ bag^B. of 
• dat».,.c9ota|»fid. ill; flj?.- ©syn, ^s -o? w. its 

i oniiirt caonoilest the .^es , pi^tjiidgfi^ 
- agaLnst the evidence in the,;agenpyi8:t|*igN3'; 

«rd.*' Mat 669. In those circumstances, 
more *defei^tial''8tflndaiYl of i'eVi^ 

wirtilfijbe Si>pro^)i?idte?"' ' O jS" 

^^I^prte! .our condwioip that . "subsj^tiM 



sta»4«^is .appn(q?ite for. ftOT reviesy.iof 
BoaQd; |a«t&idiiigs. . See^' 6 . U<S<0. 
§>iS[e6(®XB). ; . .. . . J .:, 

-i Otk&r ApplMU SUmdt6rdi of^-lk- 

•■• ■' -vi&U) '- . •■•."■/■•'• •■■ 

: !;; ••!■•« mI// '>■•;•■ v i. \' ir."''''< . 

[5,6] mother .;^e B(Mmi,,;po^^ 
jurisdiction to continue the interference in 
ord;^. .to^^ed4§ %,;J>^*^«1^1^!U1^ of -Qajrt- 
fide's. dal^ quje^iitiofl qf wfi 
reyje^. fie np^o.,, Sei&_,Jpa^ Jd., '^U^ 



^^ .^Qivt.n^|?..^^O it0,reyie^^ J64ij;. ,(^^^,19^); <."jigfis^^Qn is a 

^j^3B^(iliig,jjoJt||g record; produo^d.by:!^^^ qv^o^^^.of law ,p^haj^ ^> .v^'^reyi^w fe 

^<^t^,^r!^^^f^^:': p,(ft^ .p^^miip, twyqi")* We, i^ev?; fw lan .abiisq of disc^ 

t^e J)^t'. Cksix^^T^if;^ %i itf ^w^'s dec^on^dlji^^^ 

'V^: ^^•''apdlcpn^^ 0^'^{j^i^nta])ility that were,, no^, plajej.'i^ 

.M<^?^P . 9^ i?^^P^ j^)T- ii}»e ,by th4-j|P?*l68, .dju^g, tjie int^er- 

!vJ»at it a^leyes, ,tTialp?aiagt^R^^ ^ce7 See.M ,^.S,g. i ' .13P(a)/(i>rQvi#pg 

^?St-^ .to r^uir^..8ijbstanaal ey^^^ tlj^iBpa^ "wfty^det^CTi^ 

p foyjiid wj^in the recqi^ qf^se^rrefi^^ of pajt^t^illly", durijig,% CQurse -of jin 

]m)cmtm . wiii(^ .1^. eklustyeljf . ap, interfere!*^) .,Cemph?^s ad^^^^^ 

.pHes." £>ato Pn)ce88ifnfl^:'?4$;.F5'd at .f«4 §:.1^%): (1999); « ' Pfif/Wjik-^SSeliSd^ttt 

(emphasis added); see a«o id at 683 ('"Th^ m |2 U8P# at 13U .("^^ 

Ptobstantol-e^Wt^tl.feoM^^^^^ 186(a).. accominod^tes::rth;>si^^ 

le-appUcation MiJid. [^bitiw^.^prid^^^ pate^biiiji^isiSot pj^^.it i^e 

testX sepam^lmcited initi^^ 4^ th^^O^g^ntest^Il^iit ii 

^J88r^.,thsivm ;the.^e^x,f.:i[sefitiQn ^„fe%|n^^ 

•Because oitf iiJ^View Qf the-Bpard's. de- (ir4l")r of diso^tign xip^^ 

dfiioft is qoo^ed; tOA tte/ factual ! record ^^en a^^^Q^ bweci w -e^ 

'|li*awn betwefeb ilSiiiitf ^^ia^^^^ 
ox.mgs tp detennifte lyljich' jSlPA. s^^da^^tf^ ap- 

^ . myi witji ^ most disfei^^itiai , stai^dard 

mought Ip be appUc^ble ^ rev^^ 
"'deci^iohs miadte W infoiitnd settihgs, - See 6 

J ^Tjbis ,.dfeti^pJion alon^.; hqT^^yqjr,} jca^ot" dis- 
. ppsitively answer th4stand|ird ofre^ieW ques- 
; tibh \^^ien M agteft^^ by 
V k Idw tbat'ii^sp rtrqtdresU-dosed r^ord to.be 

made/<rf .%,,pi;QC,?^^ CJoflgr^js-has 

limited the scope of appellate jreyiew to the 

record made of the agency '^^ disflbierdti^ 

8.' Secti(mli64i(A) p^ 



During the pf^ndency ' of th^e iritfetf feteild^/if 
the administrative patent judge befcomes 
aware of a reason why a claim, design^t^d 
to correspond to a count msly'iiot bi^patenB^^ 
able, the administrative patent judge may 

> eiriter ail order m)tifyitig 4he?pa^ tiie 

: 1 itf^soi) ^d seti:^.;ti^ie i^yitt^ 
. poily piay present jjts:yj(^>ys, ,^^ 
argument, arid any supporting evidence, 
^ 'eM, in Ith^ cai^e of ^tfie' ptoy\ Whose dctit^ 
may be unpateiitable;lany appik^riate pier 

, . lil3^^^mo%>n?ivi«fd§y,^^ 
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f^r;'mphimm,mfMm^^^^^ ^^^^ 

Hn*^.l*t'^^?*^''^^^^ at 141^ ^^a>^mfefiev# to applfcatiotf.is uiade^forf 



M4tiidrdw«l froittTf^jhe /interferenee. v(.Gar^ •<^eteKnind ;<jUestiong^^ I 
sifle 'Ms feoiitlSds '^tftat «ie ihteiHference -Inveritidn^ kti^ m^mmame ■^u^tfMS 
^,^eMiS8<rfve(i :apd,,tiikt" the . ^:>>^CP^^#^C!f • . 

dded by the examiner 6« parte Gartoide ed). In PerHns, we h^d ZT^Z^ 



0 



1817 



lN)ItE:iQ/^TSII^ 

t IOC/ ^ ^1. « , «to«8«B F4d 1905 OWLCIr. 2000) • 

^ XSB^Mhe Board. shmM 4edde istoes coltesponding^taa eounfedid not divest flie 
>atogta-prioi%andpatentabiBty:tli4t Boa^ of jSiction over^^tSlt 

^^Sf f ^ 185(a) wi«, ^peet..to been. p^p^^,d^^|^^S "^^^ 
Md .^. 32»-29, 12 USPQ^ at '1810-11; of pi^oiity,??,;^d ,that md^v JPerlim, tte 

mcii?;^.. me mm.m,tb»->pefsm " — " 

'«iv&.<aanguage.,:^apesses. ^the.v situation 
'Wi^t^mt^tabiHig^.is .not/plafted atuissue 
Airing;,the prioi%^c»nte^)iteit it woiild 



Wlhe'CottiiiiissBrier Mt Foil's witJ 
dWawal did ii6t divegt'the Board bfjtiiisdJc^ 
tipn over the In^erencfer 'kfid thSt the 



contradict the rei^dialpnrpose.of the legT S^"" over the InM-erencfer 'kfid ttilit- 1^^ 

jslafaon ^fjthe BoaSedooMd refuse to. ded^ poai^^-di^ ^^o^ a^use.iti di^cre^tio^ in decid- 

ijaestions :«f -pal^tabilijlgr; for lehichs itheii^ -^i, B^^WW* G^de's^ daimai; 

lad been -induced axi>appeopBfiate reetoM r^^ -^^^hf^f^i ft rprnaipmg 

See. Peri^mri886}R2d at 828; 42^USPQ2d J?^ority ^atiier than patentabftiily, 

at 1311. ' - . . = ^ Y^rlr^g?^ wia^ithgi,_C)onunis8iorier 

h-f.; ;.s:i, ■..'•i.ii.. .... • ,v ., ,. , ^i'>^^ M S!0^i^^^^^^ 

thUti 

*ate the interference by discl^imingi;^ , ^. 

its c sums relating to the count, the Board P##. 8e^,^aper.>|p:,j^ at 2, tke.linction- 

^ould decide-.priority whett,priprity issuer eq[uiv|lent Q/-:(p}uimi .(Ji^clainiing liis 

Havebeen fairly ^ed aid developed c^? , porresgonding fo' the! cqunt wider 

at the Board, m Chiim M'^'F'M at ^M^.l■^4te^.h^e^r•^^ here 

a.421^22;.;40 .USE(^^nfat.4!l09^,)l4Vthat ^% W^Mrfai^&ii^ Was pi^^^ly 
case,rG«|Jto; attempted! .to., declafed, .mile^^a^ 6f our reasoning in 

uji»rfecenije by disclajnung.jhis ,©ne£;«laim ^'^'^ ilngfei on ' th^ fedt' that § i3g(a) 

^ «o?responded ftoi.thfe r.^univ.:)s^.,,«5 ^'^is^^'^iBeerd ^BbM deterge 

Uaa;^:^«(lQQ4y[,^^tn!wj|^ qaesaons<#prtori<y^iqPe»*inffiw!Bdnter- 

prlaek ; of- jurisdiction; ioni-ti»e^fc pitetefl- the Jlanguage *'inay dpt^fitiine^ds- 

iaak o^:Cont^¥eKpy,. iSfie JSii.i'm. %,md of ; patentability?- as. near]^ hiandatoiy 

atj;:(42Q, -40, j;35^d im.. - Guinnrap, those^issafes have been farlyr^aised 

gp^ ths,t> absejit,'«:irio^|y.^disput^^ fthe aad^rdeiss^oped b^forerthe Bmse^u.See 

Bo^di.lacked. jM?^d|cti^ffi54p ;enteri4u^T ^elifcm,; 886,F^ iat :828r^i 12 ;USP^ 

m«K!fe'^ainst him "inrthe.iijt»rf^renoe,^^^ ^t l3lO-U. .f Moreover; as with the priority 

iuant|to.8!7 G,F4l,.ip6i . Rather issues) int"!Gt©wft» tfefe issues.:^urroujjding 

tiwrn di9miss,.b.qweY!a,^&^ enteuecj *fe^.Pat^»<»feffl<3r of .Qart^elS clate 

' atiinh- ■"'Vk-- ■■ ^ ' P^^^^^^g-'^'ATOdingly,:}^^ 

^ ^t SfS£^^^ «^e,^oard,.p,joperly.^^^^^^ 

?^ *^^->.**?..^!?1!?!;s-.^^^^ f^§H^w4^r§^i8^^a), . : , 



V. ./ ■'.iVi .)>3-\; W'it-.\ t<\t xiii'::^^^^ 



those daimB based on the pulflie tat^^f (it^)^ tICS<ek^S:§ JpMe.U$9(^ 

C?.F.R. § lt$lO(te)^)<aisajMa>l)Bs i:]^^ 
introdiici60evldeno$ fcitse^iatfe'toi ,aht:i(ttfde» 



iM- »^'=^dr488fi^ tfie Vt^fifebfllf 



$^Wted ]»O«C^1l^>0E^i^^ SCQgi 

In sum, we conclude that tiie Boar^ xilS 



4rtttr6^(i;d^ ihtatferencfeittf^lieeme'^thd ga^fembflitjNf 

aices^MeS |p inVaii^kte {hoM .^i^cii' Gatfeidfe^iiljteisi XiVcufj.-vwVicof >;• o'W yr/Jt 

By dmdm^ thie pa^^ miioiX . ■<.. ijJi 

roiiiid 

ejoiriiner sbd jlcfiieV^ V'tfetiely'r^ 

..■ana.«,atentab4:MSeSeqSS '^'T^^^^r^u.'^^^T'^^^ 

v:irtght8.nt,e^v^,.dfie^^i,&*iea^^ <nilafly>r-«dnte«ds.vtMa:<ife^ .:mca^^^ s 

})sright?ii sof J concern Jtt) the;.Vpubl^ .The 



fili^ntfe^ a»e aireete'd t9p«fe8^W)iai '< 

.^ul^4nteresfrin^b^fi^>of^ipafi^ ^^Nw^J^^f^^ 

Km^^is fe^t'^t^by?ptofeedui^-« ^J^ih tii^-tofe^^^tap^^^ 

•J«»olye<^^adhrilMrativdy^i■^uefetion8^faf: crada^.^r^jafeteesr 

^•<feefeing.patent:v^d%U.ari«el«f6r. St^'^^I^^t'^?^^^ 

'I'lihi^PTO's !tnisMo«!i»: grant presumptive* 
^lyr'viB^d -^pati^tej S§> Ute''§''28^ .!a»d 



that the ciatai^«wdWa %a'\^ m'^^^^^ 



' thtis 'diBS^es the T|)ttbUtf Sttteifefi^;'' ' -ft- ii 
Perkm 



Perkins; m F.2d at*%2^2^ 12 'tisPC 

l^i- ■■r/»'; - i-.p>-.'T». ;>,; ^ 
•• - ^-i • • ■•• 'y;'.;-/.-} ■:'r;.)^ >i)iis-;f,.> 
••fiponte lioldi*»g.:of'iani*atem^»bil%, to. which 
' Gstttside- alsd'fcfespondedf; >Sefe'.Pai)fei<S' No.'41 
. -and .47/ii IBven - after . B^rgac's imithdrawal, 
< Gaaldide vete i)rovidj^ wlth.«dditioiiaI oppor- 



oy^. ^;^j(^e'8 '645.,|md,.'^5 pate?}t^^^^^^ 
tt^e.^'re^eirences^^ ^^ch.^and.,^^^ ... 
elemiBnt' of tne claimed proc^ses. iCl}! .? 
Gotftffliesioriep 'ai'g(»e& that one ■ of' OfdiAm;^! 

•!ir:';- 1'- f'£: ••• ,' -rij ■ •; -y.it^i^ 

■ •■' iunities to'develop the patentability' Issusbibe-;^ 
.fdre the Board: Sd« Gartsjde'sB^AIBDS^frig 

-•••>a4, 27>-30.- •..'<;.<}■.•• . vr.! '■■ ;(# 
''■ ■ r- •■ ■■• t V-; . o, ■ ... 



sldli^ in tiie art would have been inotirat^ 
to iwmbine the '645 .and *285 pa£entd, . a8 
th^ hoQi, attempt to solve t&e dame prob- 
ienj, 'm.^ .conned thermal crackin^^ of 
the,wacli(^ R'"P<luct. Tlie Comfii^sfcner 
ajso'^contends tiiat the '235 patent Aoea mi 
teacT^ .jawajr. j^m Q'i^!*!. in 

cattd^c crs^c^ . - ' ' ' 

,- !^^ilaaned myehtion is unpatr 

^pfable as :ol^j^QU3 the differences 
tween' the subject' noatter sougKt' tq ' be 
patented and the prior art are suqlbL'tibiii^ 
the subject itn^tter a whole would have 
lie^:6bvious Bt tihe tinr6 the iiiventioii was 
niadie to a person haying ordinary sMl in 
the.arti.tq iwiich said sul3^jecfe m^tt^ pec- 
taii?s." 86 UiS.C, .Ite05iria994)^ sfe. 

1616. *?The ultiinate (ietehj^inajtipR 
■ijrhether an^lnyerrtioni^ or is. not;c^yio.us^te 
a 4egaI;<iQncli;8ion b^d on iund;^}^g |p(^ 
iwaj inqoWes iir^olud||igi;,a.) l^/^gqp^ aiid 
cont^lj pf. the pifiori.,a}:fc-.. (2X the .level, of 
qy^fljry - sldlli.in: =the ,(piior -(3),, ..ii|^e 
difference^vbejtwj^en-.the cl^imedvipyention 
and the-prior air^; ,,and,; (4), ;9j^j€^e j^j 
d^<fe,^ of: .nonobyiousp^,'''. i Dmibkzo^ 
li75 F^d M W 60. USPQ2^ aV^^ 
Gxahmiim. -684, 
m>feBd^;^,. 148tU^Q..at.467). IWe 
h^ye fiirtj^er mdic§ted;,*;^at:ii,e best de. 
Je^vae ags^n§t,f*he,fsubtlje..]^^^ -at* 
tractjQ^i »?i a ^nds^htrbag^: oj^viQUfiness 
ap^is ds; rigorousriappUisayion ^ the jce- 
<pfa*ement for a di<¥wji)|f,9f jthe tea(jl^g or 
motivation to . combine pri^r a^t; refer- 
^encesi?'. - . M at;999,. 60 USFQ2d at 1617. 
tk9i suggestion may ^-com^;- ,fifom>(ii.#fer 
<rfi6^.<ihe .tjjac^gs/of.the feferenoiea them- 
selves <and, fin jjome eases,. fironaithe natune 
of the .ptobfettf ito be,. solved; .A^^e i^rp^ 

/wfti '76 F.3d.l56^l, 1678, a7<USFQ2d, 1626, 
1680 (Fed.€jir.lM6); HBauget,.rm > F;8d..i»t 
1865, 47 USPQ2d at 1466^ . . ; , : > 

- We. agitee witii the . Commissioner ; that 
substantial evidwice supports thdciBosffdfs 



•..•iINi'RE. GitfeiBID».:.v;.-i 

ate as 203 PM tSOS (F«d.Clr. 2000) 



faotfiiidmg. and that* ^t^^ Board correctiy 
conduded that the claims wiKra unpateaifc: 
aWe pn^.^ lOSi . As an initial matter, we 
i^p^^tii^^tlie tiiotsuhstan^ 
iM evldahce suiiports the BoajxJ's finding 
that''€ftetmdfefs:?645 and^^235 :patehtsri:pn+ 
tain all tlje#mitations set forth in claiin 47, 
Sei e€trtei(fe^c Paper Nor72 afc 3&18; . 
Board ^fettod 'that.;all : the limitaMoius: of 
€Mm 47 are foimd in the ♦ '645 patents 
excej^t that thtf !64& : patent accomplishes 
cracking hj:ia:titeftnal rather than a crfta- 
lytiemechianisBfiw-.r^^^^ JPaper il^a 

72 at 18. aThis^feiding istcl6ai:]^rSiQ)ported 
by tl^e^ftdtewingidij^ in the *64& pair 



llhlife'i^fi^ fot a 

't^d^nc^timeof^^^^^ 
onds, preferably form [isic] -0:20 to OM 
I ipip^ product, gases^ from 
.,;|^e\ spU4^ 'in,:ftepM:a^XH; ,8,,:v- V and thq 
.t^|^jt:9duct gaeiea pasp pvOTl^ey.,tl^gh a 
» Jine 22 jaiid are iiism^e(^^tely quenched 
with typical quench oil ttiat is .deliyieretj 
to line 22 . thix>j^h;: line 3^^ 
quenched product is passed through a 
i fjj^clone 24 v^K^ entriifaed solids are 

*«^.patent,:coJ. 2, L 62 Wcol,.3^^ The 
Bo^j/ifound'^ thoj . missing ^ limitation in 
tb(S5®6 patent,- which teaches ^that the 
Gktoi#|apparatu6. may: he jHsed in: catalytic 
craddng^ jprpcess^v introlvingH quenching 
aRdr,8feparation;Steps sis itir.dste 47/' ;fifde 
Garfei^ Paper No.;72:.^i:i8 (cithig ^5 
patent, col. 4, 11. .42:T4';^rs>f Based, on the 
foregoing:, we cpnclud^ that the Boar4's 
fif|(img tha< ^ Ijiidfatii^^^^^^ 
ciamied invention ^i^i^-L-^ •5- - U j.vj 

^ideV646;j^ 
^ubsflmtial evidence 

^Gartslde further 
Boalcrdterred in 



are 




found. ,m 

IS 



contends^' i tfcat ; 'the 
. ^ that:suffijmit:mo^^^ 
vation existed 4o:(»)mbbeii^^ ^ !28i 
paterits: :td: arrive; at. the invention, :<ilatol 
47: SeeuM -at, 14v We .^disagree: Afi- the 
BoaixLin(ticates$ ttie^i^^ ^aidcfresses 
the p?oblepi==5of hot particulaterflblids 4onr 



Q 




s 
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(ei&ifc^&pateiit,<f^oL^j; B..6.lft): m^se 5^^^^^^ 

aiqipor^ .tti©Hfi(Sj*(K8<!filliE^ !«(?fT^rf - tf; rv. i ; rq grfj i , ,; i ;.•..!«;■;, :,k» 

the;645 latent rdaliiig i» airesting ^ «Srtk^^68« 

--Giffteide alsd aSSerir that i&fe ^iTatr the GastSgtioS ■'ii!ateah^''br on 'tee ^6 




ie: 'Mt^ris; • Ifefei; 'eontiBiitibn is'-wltJi'Out 

berit' ' ' GsttMk ' eiWs 'tM' ; iEoHoivBing' lAn- 

PageMmtTffe'm'Iratfehll: 2£ • 

£ i^7;i.<u t.;.'" i ■■.• /U.!;rj .ci'. ?-ji:1nr,-i '- Hr- .';-2i.;r.> 
...^Jn^^pme i^lM^ sj^j^pSj specific^iUy 

eaiaiyiiic reiaictions at low br^inojle^^te 
■ temperatures, quench of tiie prodii^ gas 
' is iindeJsii^ble j fi^m a ^roce^iEs't'sjtaItd- 
<•;p0intj?^'In' oth^it'feasesfi tjic'j^efii*; -16 

'i.<11»is; these ]«eadi0nrB^t^r:}^^i|£^^ 
T!i tiiedltite. sepkcEUion <^the'<^iB8€^tt6>ir&' 
-imove- csateQyBti feoBa(''tiie >gp:'ffea&«». 
«i^0iic6 ihd £eita:fy0l%<riBmov^^tbi^stedi<^ 
>uani8m-for>;i^c&^-ji^ n& lotager 'piteseliti 



quench ufe^ in catalytife reactionat,fe^^ contends ithatGartside's-evidehG© of uw 



moderate temperatures, ' not the higl 
t^iiipers^iHire'ieabtions at^^ iri Hltei?645 
patent,! tasiditeachi^ thai&)iniother> undefined 
sj^ms, .i^tienchitrg !il8> ineffective. ^See 
Gmaide^ Faper .Na;<72i «t Ift <.'-.TUat iis^ol 
a -Heir 'tewd^g «^y^!fi6mMiee-.of vti 
quench ' in aU catal^c . bystetus;-. Accord^ 
ing^,: Bliletantial' evidenceosupportsi the 



feiiiiri^ttfiose' ^ Ati^f ^b^iifeb theses 'was-'no 
tieadiffig^iir' ^iigg^feil' ti^'use^'Ol' t^^ 0;6 
b^ii^-mmcYmi^eA^ t&ie'-M'a ioatal^tiii 

tiiSt m'-m^^^' oiP tiheaJpfected 'SeMW, as 
di^g^bed'^m thV'e^ohd J'oMsbiiiDedaif'ai 
tidBi,'HGc*isyi»t^'at^'ife©c)n(^^ 
Weighi^ iii^irVof JAo^(*vf«!isn^ 
iMk the Bo^awJ^^i^ih'diBfetiuiiteg^^ 
i*edults;- ll& ed&n^ggibMei'j'reBpoitifa ^^i^^ 
the !B(Pai^a'ffeoi*^cfiy;%Sld te''^^^^ 
w^'^pdte^^e.-'^f&iilditig t^^^^ 
y&&<Mii co^blfie i^e '^l%£e:^n6es -■aim^ 
from^ Wc^'TE^f^tenfees tteBaEselvesI, as well a& 
th^ *atti»fe (dfi'the pt^bletn to be sdvei^ 
l^ea^bn coMitioiis in 
)iroiee^es iliitflihMag re^- 

ftirthet 
ufifec* 

peeled t^ultisJis' tiot^q^robati^e 'of non6bAid> 
ot^iie^ a& the 'examples vdlscloSed'^inHhe 
8e^hd:^ohh8dh ^Dec]!ai;atidiir dd hbt correV 
gpoiid toifahy 'process pwithin thd'Sdbpe.'Of 
the claims at issue. ■ . ; - J . . • 

We" agreei'with' the Commissioner that 
s'libstaiAtial .eivide^e.'SuppejTts. the Botcrd's 
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CiteM 20S FJd 13(» Ored Or. 2000) 

a^motivation to comfelne BoMdesBpnlijyjy^addptedthe: AF^ 

ttie^e*^ 28S^dCastagnos patents arose tem^^vm asdt pertained to the second 

i^ae^te^ of 1*^^ jo^^on dedartem. finding that the piro, 

,s^ejj,d'fee^^tare<^tiifiJiroBte».-to^^^ mB'-mM in theidedaration foiled to 

sohed. As (he Board found, use r&ptmae^m separation and^-quenchine 

residence tames to arrest undesired crack- sbeps df IMe'daiffiedHpro^tegS. '^See 

^ ^? P**®"^ was part of sid^' Pitper' No, -72' at 8^6; 'This'fin^g 



a 'trfend in the art tbwa^ 
tames." Gartnde, Papi^ No. 72 at 27; 
see '645 patent, coh ly »U,.-61-67 (disclosing 
residence times of between 0.05 to 0.4 
secondfl>, ?285'pat6nt, iMfe r'BOl^ RESI- 
DENCE TM 'SdmjiGAS SEPARA- 
TION DEVIC^^^^SYSpjlMnand cdl 



is supports by the dfedaranfs' ovm^^tate-i 
ments, vdiich reveal that the .qiiencii m the 
dedaration experiment preced^ tiie Sepa- 
ration of product from catalyst-^- fifB^ Paper 
No. 48 at 3, 119. Accordingly, we agre^ 
with the Commissioner that substantial ev- 
idence supports liie Board's finding that 



rr II oc oi ..^ ' ~~ v«a. Duppurta uie noanis nuomg that 

L^ffS tiife^ples in the dedaration do not 

^^^f ft^^^i^^^S'H^^^^ ^ ^Vm^^m the scope 

titties of 0.1 tad 0.5- h^tiM: Tn view of of the daitv,« ^A^^ A^f^iJ^^^ ... 



titties of 0.'f '&id Tn view of 

this trend, one of prdinaiy skill who was 

^t^?nif><wg,to m^^pize undesired, crocking 
W?^^*^;i'T^<'^3^ye Jt>?en ■di^jsted^ by 

l^cfi ^e^b^ .low r5esid$i;i?ae cata^ 
ic.i;ea#ion9,^d wMch^d^ 
r^idence ;tinie^=in ;tbe dispute^ cl^s. 
<3aatagno§.pat^But, ;Col. .2, :|1,(6^^^ 
. »esidencjB ti?np8:f?^;*Hibouti9.l;toi]abput 1 
^econd^'). v^pcoKlihg^, y^e .€0;^i<4idp .that 
eubgttatj# . evid^ce..^ppor^,,th§ . Bo^'s 
f^j^g'M&t A..moi5iYation;,^sdsted; -ts: cm^ 
lahfe ittiess pi^t8 tQ> obtain} the invention 
<flainied4tt«ltos 41};45^«id.4e«.! : j: = .. 

/gatj8ia|: ^80 argu^' %t lih^^ 
etred m jfeding tliat iiie BaTbnii ;;^9S^n 
dedaration, >«diich aUegedly contains' e\^- 
dence of unexpected resul£s,»*-ffld not 
^gh iii favor of the patentability, pf 
<5laims 4i; 45, and 46. \^e4isagree. .the 



of the dainis, aiid tK€s ifligc^tioh is there- 
fore not probative of nonobvlousness. See 
Gartside, Paper No, 72 at S6^6. 

In sunmSary, we cohdude that all of the 
Board's disputed factfindings are sup- 
ported by substantial evidence and tiiat 
the Board did not err as a matter of law in 
holding that daims 41, 45, ahd 46 are 
inv^^4er§,fp3,^ 



, !. VI. 



:-M^>.^P^:^^Mt'. m. in m^taiijing 

l^or 

the pateiitabuity of Gartside's claims that 
corresjponded to th4»jeount To the extent 
that the Board's "decMdn to resolve the 
patentability ifl8uesf8tirrounding.'6kMns-41, 



^hl^^ nqt .pprfonn, a separate 

mcJ^vatioa to' c6mbine'' anSlySii, liiit incor- 
JJdratfed theVeaisohfcg tfoiri M'cbiiclusion'thSt 
v;^Jaiiogi4;l;! 45, ^d'>46 Were: not pateiiteibly 

responded to 'tlie count. damtde/ Pamr 
No. 72 at 25-29. ■ ' -Xi- ! \"; . 



le. ,The 45, . and 46 under § 185(a) was discretion. 



11. 



According to the secotija)ffi?hnson-i4ejilar% 
...J*?"' ,*^ese unexpected^;resta^s inciiide a 5% 

-;t!l<«sruH<ME6d.chy/gab «ad fiqif€fijed'j!!«trt)ter. 



12. We will only briefly note Gartside's conten- 

^'^^.-^^^'i.^K ™ addressing 
'fhei^lent^iify tif Ibe^^eWms!^ Vf^'^feJ 

•HVith.m^>doiiiM^Yoi^^.Sfl^t^theiBoBrd^ 
• W upiwJ4 th?'.ARlJi)deWi|;tifr€frr1sid^'« i^o- 

.4r?'??f.^9 the cW, iee 4r^ide:%per 

J ^Btoaaxl ffiit l«6ifei'a«M8^':«rt ^fti» .p|^rit^^^^ 
i.«di«dnot fitTO?theiQtih&- ^Osii^s smn^po^g 
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0ht -^a^ipBfiia^ m6tKt)d|. of 

fiutomalically tiij^]^^i]ig^>£ani6tiQfiS<^^^^^ 
displajrafleYi^ d^ftiXtrnt^ted^h^ 
select aiid acljust fimetiiMid^i^^^^ 
facilitate response by user. Inventor ap- 
pealed* The C5purt ^ df^:^.^^ Pauline 
NewTOito, Gi»»itjti%ey(b^ 
by :Bo9i?ft /did uafe c^^^)6E^tdjfeJl^ dther legffl 
I^(li8t*n^t8 fcr <tetOT8inatfo^»of pbwftW^ 
ne^s ■iW^wiiBvt'eqti^ Acto^QlBtrarT 
tiyet J^0?0dur^;A^^^^ ; vx^ 

^ ^Vafeat^ and^emsmded; ' rv>u 

u1W%najs :<xf. the>OPatwi .an(J J^ader 
mark Office (PTQ) :flre.;,g9y€jigie4^ by.fitfee 
A&^^nistxative, Procc^^ A<{t- (APA), 
th^ir 3?ul|ngs:rep0we.t^^^ ^di<^ defr, 
€Ei^n$ie: |i^«jd0 trfl>i:K^ajb of othi^. %dmiiptra'> 
t^e f^genc^^s, . . 5^^u^*^5Qj?^4^^51/^et^::#e^^^^ 

2V Adih£riistra|;iye i^Mr ;^'aktf 

adiieved' ^fcrieti^ d^* tKe "Ad^ 

imhisti*kMi^ ' Pr6c^ui?e^^ Act "^W^; - -1^ 
ag^ntjy liklbutfsd U-M'^ 
ijeasoned explanation of jite-dedsion; -Slfe 
agency tribunal must set forth its findinis;8 
and the grouncfe' t]taBtk)filB&' s^^ by 
tii^ Agency re(k)id, ahd^e^^l^dtt -i^^ 
tiori: of • the^ law^ to'^the found' 
U.S.aA§ 706(2). ^ ^ 

3, Patents ^113(^) 

Judicial ifeVi^;' pf the 
Board of Patent Appeals. Mh Interferences 
denying an application for a patent is 



ri^a^jhii^its^co^ i^.^XiJ^^'r^^B^ 

Iiie pat^ fflcaimnanon process ceu- 

Q^oiisgeise^l^ei ftB^jci^ ior. . ar * 
" ' art ' ' 



In the cont^'^bf^fito^'^M^ 
tei»inati6&6b^,./6he:BPa]icdi^f Paten1/'^Si}r 
peais and ^itet^etooei, the £aetusdM<^ 

&i»>6ugh aiEit4i^'a»(^iiiig; it mus ^m€& 
oh>4fh3iotiW'i'evideiU5e - of jecordi • 

u.s-€2A;i 103. ■>•■•- <>-'-tm 

a; <;Analxgis of. «iyentiott5by,.Bpajp4.^f t^ftfe! 

.il^pi^ .Ipterfecetiqes! <^d(,{feiQl 
eotepoH ynitij. eithfer. legaj.j^e^wir??**!^!'!* f 
det^Oi^iiatiofl-: o£:%bi^u8ness»(ar .:witK 
quirententa of i (^(toaamstrative ; Procediire 
Act (APA)> 6h: ba8is--(a$at agency . tribunal 
did not set fQithr#tdi&gB &nd.^lasiatieii6 
need^- i^easbned* decisiomm^dii^ .ejt^ 
4fQiner-.iised:<eon^ai7> statements tl!0'«u|i<^ ; 
p<iit'hlB<fitd)jeetive^k^vtlmt'i^^ -ob^ / 



o 
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, ous :tM persdn ddUed in the-, ait mibid 
jtieen :^otivated ito conibine ;pdor art, 
and; J^P9rd rejecM ne^ for aiiy 8pe|p}|lc,* 
hint .or su^gef tion in jp^ijtaoijlar i^er«nce 
to ^wp^rt ;^6^jnatio^-! pf prior ,art. 5 
U4G4-.i:796(2)i .88 V§,CA, i 108. . 

in dn '^obvidiisniesd^id^terniin^ tihie 



i2.>.Adi|iiifiBtroih!«r= =Li^w .and Fiocddure 

■ ^lie foiuidation ot the pfihc^le^NOf ju* 
didSil defergndi^'^ttrider the AdraMsfe-atiVe 
Procedttres Aet'^^^APA) to .t6e riflings- of 
agen(?y tribunals 'i4 that tfie tribunal has 
specialized knowledge mA, €apert^9,«^ch 
tM; y?h^:rQgspned lindi^^.jar!^,;^ ft 



Actual "queatiofy-^bf mc^tofl to combine re^ieTa^g .qc^ ^lay^. w 
prior art ifi toaterial to-palentablli^; and tiie.^genq'^P..ftPPHc^td|On.of/i^ 
eitemfl^^bfe resolved on s^jectivrfrbeBirf/an^ in iW ^^:9f. ^PfTtl^;: hpweti^ reasope<J | 



ankiiown aiithttfclty; 86 »U.SiCiAi; 5 108. 

> Indian obt^usaefis -dii^^ation'tin- 
.patent:li^dtris.kaprop@t>v& determM' 
ing 'viU^^isrid i person; j of 'ordinary ?^:fll 
wduld ; thav^snibeen 4ed' to- viconibine' re£erf 
oices, simplyxla:iiseltfaAt<i^lt^ 
tor •tangbt ?again8t M t^s^ thusj the 
Board ^fPate^t Appeala-anciilnteirferences 



ftedin^ iire^ crii^cal %the pCTi?]^anc^. b£ 
ag^^,|iiinctipns > and jv(d|cjiA}, i^J^(>«|/o^ 
ageAiiyj.^mpetence. I p ^vM^^ §. 706(2^/ 

13. Patents <^16(1) ■ ■ ; ; . : . n 

,.>l;1Si©.4eteignin^tif n.of ^ 
the groimd. of unobvi^t^sftfss ^^^djimately 
ft*^ i9tJ^^^^yti^K^^^f^^,St the 
j?i<'i;^Bei# |?KW%»-t»§fP^t?'ifcnW»in»^ 
1?pn;|»i:p(5^ig;e. sejpr fin,^^.and to 



njustvnot i^^jIje: .assure, that i.ll^eViseflpuMte pla;c^'^i^f* 1^^^ h^s 



fin^k^' jp^,.ifBa#j:xbased' onf,eyiden(5e; «Qf 
r^rd, bu^i influ^t ^so-tej^plain Ihe. reasoR-r 
ipg jby vv^ii^ 4h<e fei(|jngE! : are detejned $0 
aupporti ii^e. agtjipi^s, conclusion.. 5 

VMA^ 7P?); 85p4gA;§ 1(|3.. \ 

10. Adinitdstrative Law and >Pr<fc£dtAre 



Deferential judicial revieW'tuMer the 
AdmifystratiVe; Precfedur^ . AcfeY(^ does 
not irdiOTiB .1h0 ag^cy :ofi i^ obligation to 
deMop: as- ^denti^^ibasii^ lor ' its • €nd- 
Ing^iLite «he.;contraryj Ihef APAf retoforees 
this obligation, 5 Viatic § .705(2). : . 

.. . In the cdftt^'^ Bpudidd *e^W'#^ 
^6 AdinMB:£#aii^4! t^eerdufe AC!t<(iAPA)|'il 
de?^^iOft by 'an ^genQri-tribunalitliatta m 
OB&sioh of 'a relevant 'f^^ 
precedent ;is-'botJi legal ^fei^or :andV"ai?bi- 
t^ary'-ag^c^ action.": r 6 U>S;€iAi §;iS&l'^«it 
seqV ' ' • • ' ' 

See publication Words and Phi*ii^- - • 
es for odier judicial constmctifms ' 
and definitions; 



beeni(^ngwi^^jjj^%j)esBect jtjj, jjt^tabil- 

14; Patlshte '^16(3r, lO^ 111-^ ' V ^i; f,: 
In the conteict of an-^«Motisi^%y- 
termination, the patent examiner and the 
Board of Patent Appeals iSnd Interiferences 
are deemed to have experience in the field 
olith^ Jiweijtionf: 1^^^ 
insofar ra&vappliedf to> the dtteiNto^m of 
patentabffity. ittK^t; iJe appli^^df fejin); ithe 

^4ill tjjie. art to v^feiicj^^ s^^^ 

lB!i-PAtei^#»104;-r; •■•<¥.!v- 

•-1»i-&ding.-!<i%>5*^l^^ 
seBsing the sii^MiJiiiHqlj-ief jthe prior art, 
iM',in-nisadng 1±ie'y 
of the..is9ue .df obvi«jltohe8s;'>Qi& ejtteiiner 
and. the Bipj^^ ol P^t^nji^Ai^^^ Jn- 
terf^r^n^^^^e prj^yigeff <(q!|w5J fem'i^^ 
vii^^ditit' of a person having slijll 
^ ,jfj\e.,art,.tor..wbi^^:^^^^^^^ .«lt^tter 
pertsioB; i^ufii' iwhen ^y .rely on. wJ>at 
they assert "to be genera) knQwledge . to 
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iiK tateittii^lll : ■'^ w . ^A:rl :, 210 entitled *Self-Diagai)8te^«iHJnS^e» 

tierMiatidnj; M- teoWd of l^ialent 'i^^siB We lYScate- %iJB9ard'e decision ,|ijr 



^l^/ ^t^M'fe^t foi^ ThePro8ecutionReea^>r..-. >,w ,.„ « 

17/:^Ati^rii^tttWeii|kw Pni<^ure ft^etiQBS^^.ijtf - a i^icteop ^playi^dwdte ^ 
i'v--':.>ifito826/48g^'rS07<'<'^^^^ i'} fv^uf •:.: «>. i-' deflamiiiatiiatiitiffjio^^ 

<niir€^'^Qi£|'1iti thdi useri Tbtfe didjjfey and^demoiiBtJ-ktf^ 

accOManfee'^ ^th ■ aiid"^^ecMfelit; areA^'aeWevec^'^ msing 'j-conipat^-iajmag^ 

t^T&M^M£^«dSi-pi:^t^^ ih l^tt<shd'aut^fbie4dnii^^^ iit^i^d^ 

Suffident detaflthat thteeot&tyfeiy^ndiHct darifee witii |*otf$aiii^' ctescrifeed ifffffi^ 
meaningfid r^yiffv^^f .tiJ§'i^:eB^,f^!is^!a(i..,'.f Bpedfiea'tioii; Giaife>'liE> fe-rt^^fefeiftati^ 
' • " ' -« iO;^'AmModf6Md^ 

ing*fiiiiiBti(jiis' eif a viddo'diflptei/'dfe^i^, 
j<}(Hjipjrisint;ja ^f.«t:. Kifje^/^r^mbA ,01 
determining if a demonsQ^ti^.moi^e 
• iis-sel^ted^: . -i s - jior/ VV'--) - ■ •> 
V if ^a!d <]enionstBati«in'&od6 is selecftli^^ 
' automations dnteqcliig ji pidtope^itc^ 
•Menii . mdde^'v3^^h^v~a:--ptdau^{qtop^ 
- sef6f»(dispfeyi»g a Bst of a fdtiriailp^ 



' Riisljsftd It; Stettt; of Washington^'t)€, 

brief wBi^ iiol)M<t E: >Busteii6n. ; i . ; ^ 

Sidney 0.^5«oti,^'JtvAssli'<aitB «i 
tot/of Arli^hf A^^ arSu^io^'^d 



Directoi' of tiir'U^S^^ktent tod 'IViid^ 
mark Office. With himi oft' tii%.5bHef 'were 

^ohu; M>.iV5{he^Mi:j^li^!li0r, and-jRaatnond , , ^ :: .^-r-^rv^— - 
T- CliQft,.Affl30QiMei«(#or. Of counsel r * , :: 



pictui:'eiliffictioM;''^d ? it '«/.;;t<io ftijy 
,=c> ay|«)iqfa^j!glly,,^emo;^ 
and adljustment of indi^idua} j^ne^ of said 



were 



MaJ^mfli^n: Peterson Md < 1^}? ^® exaiiStter reefed the vqlataift.-pitl 

ttib, Ag^ojaAteSplicitiorg; m'^-., . ► ! grQWd.jof^obvtoiwn^S; dting4h©;iC0ii^ 

:{ i. , ■ .,.;J«,-, ' ; . , ' ' tioiir.of -two .reffereBces.: United'States 

/Before PADL^NE NEWM^ 6ilt: N0.-i,4,62&492 , to Nortrup,..-^ « 

S|5E^tlG|;R, piiiJYlC, CircmOudi^. Thariaetchopp^r < HeUcopter ;)0i^ajid«nfi 

parte i^;No.r994^1989'(Bd'^^^^^ 199:9). " 
ffefat Aug; 30, 1994; on .rec0nsid'n.S^fc i29, 



.!>■:■)« 



V : •; ** 
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ff Jtadbook for a iWeb^^feame. u The Norismp 
rtference deseribes a t^evisioii sei^havlng 
a menu display by ivWdii j^ie las^ /c^iii 
^fl?t vajipiw- picture .aiJd^audip.ft|ti0tioBa; 

fb|iie.a^6mo]^tx^ a4jwt^e 
fimqti^iis. ^!J3ie "lliundepchoppjsr Bfiii^; 
l^ok" Ji^esm^es'" l^e '! jfhiindOTcbioppe^ 
game's" 'i^deo: display :M.hj(y% ^'dejnbn- 
si?»tioii iniQde" .^oSw|gJ 
g^e; ' 'hdweyw^^ ^J^Jimdewhopp^ 
Handbdok pasikes nq^y^on of^iffie a^iist 
ment of pictiir^ or'iiidio ftuictiofisl, ' Ttie 
Simiix&^ held ^t ^i' would haW ' bel^ti 
o6vio?ud tdVa p^l&iTl^/pt^piiy sp^^^ 
TO'mbi&i^'thfe tc^^UsfeWsAt^^e f^ 



fc) prd^c^'the Lee % _ , 

^^Icee appeiale^ to the^Bjo^j argdng that 
the ■njimdewho^pei' ^^^^ 
;^^ed' hotir to jplajr 'th^ 'Thuhderdiopper 
i^^^', aiid that tiie jpHor;' aot pfwided hb 
|feddiift^ or :mot3vati6S oft ' gliggestiok i<) 
combittd 1thfeyrefe?M8^*witii 'l?oifei^j>6r 
that 'siiich- cdinbMfetidid %iuM- |)r()due^tke 
fcee iriveitlbn. " The iSWd held tiiat it t«is 
h^ssaiy ' to pr^eiit ' a 'source of 'a 
*^adung, ^^bstton, or ihdtivatibff to toaii 
teine tee i^f^ftces or their tefeshinfife 
Tfie Board fitafed: ' • ' •'^ 

' ; ttfe cbfliltisioh- 6i '■ dbviotiisness^ 'tii^y%& 
inade from cbn^ii kao^edge and cofii^ 
' ■molti s%n&^ df it-pei-sottiof ordhuay 
5 -^iH-ffie 'iBPt -swthout My i^^ hiiit or 
' si^gefetibh lii a pJMciilar rdference. ' ' ' 
&^^f©p. ati7. Til© Boai^d did not i^lain 
t^"^(i|t«)mmon iqiowlefige.7 to^ common 
Bei|se''ionr^{Aittjt;di^^ 
that.|^^.j«orabi|ied: teai^iihgEi of l^prtiup 
aiad .'PKwd.erchoppsCi^s^igid, have surest- 
HJd,;4ihe;t<daimed !inven^i:jvto..'th.ose of vordir 
fi59^.«lp.i|r-liie;arti^^^ -x 

Lee JBed refebitdide^atidh, 
tOtMiie^ the =B€(fet!dore&ponded sSb&si&re 
3^ears;v^ Thfe Board- reaffirmed • its ded^ 
sioh, -.ifetiting that' .thfe'; Thund^schibpt)^!' 
Handborek; was '^aiialo^s, i^'? -^beta^g' it 
yra6 :i^6iramf thfe stoae fieldiofcende^i^! as 



the Lee invention, ahd;thj*;;the field df 
vid^ -games was "^reasOTably pertiienif' 
t0^the:prQbIem -of; adjusting cHst^j^ fimot 
lions because the Thuhd^jehopper Handt 
book showed video demonstrations tif the 
"features" of the games, j Pu the jnatter 
of motivation to <jombine ^the Nfl(^(jpjt) 
and Thundercjiopper references, " tHe 
Bo^ gtattij tiiat '^e'^^ta& .Sie ^bsi- 
^on ibat ii^e' stated h oio^ pkor '^ecisW' 
and thati^'ttie- ExanSinei's' %s#er' j^Sfefc' 
"'a we^l J^dhef 'jl^cds^to ' of^"^ 
te^':is a}iffident::0oti^l^oii-;y 
m i^fersHces/' W .^oaflrf ;;ffid ;; not 
^tat6 ' eJ&ftp^^ . re&iiiri|,-' '^^d re- 
view 6f -^[^j^^^k'^^^J^im^'J^^ 
thsii the ^iciahiitiet^'^^i^^ 

both the Noitrap. function meriii*"^d\l&ie 
Thuhderehbpp^ S^mo^i^ation imc^e are 
program features and that (he Thuii(iW- 
cho^pl^ rtbde '•'1^ ■uybr^fidtod^ it 
fiiti(jtibns as k liutoiM,' ancl that' it' would 
have been obvious to combiile' therit 

Lee bad pressed IpeOieMiifcOT dtuing 
pfbsecu^on for some iibsu:hing> si^estion, 
pr motivation in the.pripr art to sblect and 
combine the references that were relied on 
to shbw obviousness, -TM'ilxanc&i^s An^ 
.^W'bfefore ttie-Board,{tJus ¥ Sup)Eflemen- 
Mkwet, stated t^e'tte^idation of 
ThiflSiierchoi[)i)er v«iih • Nbrtrup • '''%ould 
have been oBvibus tb bnis df bttKnary skiU^ 
in the aH^'^i^' the demansj^atibn tSkuSA is 
just a ip^ogranunaMe featore.Hi^^ 
lisbd ittianany difBearent ddvie^sj fOp. pi?^ 
Adding %utomaticrinti?6duetibh by adding 
14»e proper' prtj^pamhttBg/goftvrarsBj? larid 
that '^anbth^motivatira^T would 4)e tjiiid^j&e 
automatic ;d^dn8itr@itipiju : mode r^^^^^ 
Mendly aiid ;it> fimeai^Kas kimi^nalfl 
The Board adopted;the«^ttmto«r'8:afii5wi^^ 
stating/.Ue jexsraineajehas.proiidded aiWe^^ 
teaaon^ ^cus8iQn«iiQ£tHlie8i&..fefe);^eB 
and .ho^ th% combinatioh ofi.. thesia refer- 
ences mbets the daim Hmitations " . How- 
everi^perhapa recogjiiziiig.thAt'the examin- 
er had <p^vldedi inau£QMen€ just^catlon to 



support eotebteMgCthe Nortrup and Thuifc 
derdiopperxrefftMncies, the Board iiel#«t6 
. Btatedv«i{p«)^ vthat =a '^pecifie.hmt: o» sugi 
gestftn"f<)f motivation, to combine ^«ot 

wqi&«d;r..;or.;i<.v;:c., .1 ;, , 

Thfe appeal-foll(^M;, • v 

,tU jtiijiflky of t^e' pfe"^^; ^^TM^^ 
¥ Pri)cedwe ^4 Arid 

^1 V^Wi AX%). : .:T^U8- on app4ai 

• .. i hold uplaA^ffg], and set-adde B^^n^ 
, ,,,.,actipM^ ^dings,,. ^d conclusions 
. fo^md tp Ije;;^ ' ^ ^ • • 

W ^^}^^* capricious, aii abuse of 
. rascretlon, or ptiienviseW'in aii^or- 
daiice \vit&la\(^ " ' •'^•'■^ •'">•.• 

.. .. (E) ,unsuppQ^d by .substantial - eyil 
. . ,,de^cQ %a.c^e subject to sections ^56 
i' :i,^^J57. of tWs titif; qr^ otherv^e, re- 

v t , viewed on .tiie i,recoi^/.of.. ai^ f^^n^ 
i- :.y hearing^rqvide4|by.8t^^ . .. 

E2, 83 For judicial review to be mfean- 
ingfidly -adhieved within ..these strictures, 
tfeeragency -tribunal mm present a ^-fuli 
and ;rea^o!ned: explanation .lof; its decision. 
The agency tribunal-must set ^fortii its 
bindings ahd:the< grounds ftereofi. as sup^ 
ported^by the agenc9r;i«cordi and explain 
ftfe appHeatitfn of iih#Jaiw/to .th6^ found facts. 
Sh©<£teurt hajjroften.f8q)lah^^ i ■ .. ^ 

'?-The ^ Adininistrdtlve rf^Procediite ) Act, 
yWcfi governS-tKie proceedings. of admin- 

fetrative agendes;and related.judicial re- 
• viisw, establishes a scheme of **reasoned 

de€isionmaking.''r Not .«nly ^ must an 
■ agency^s- decJ?eed-reBuIt be . witMn the 



of its 'ISs^ .iaiifehorify, but tiie 
M Wo^ fcyMiij*! it *«acb«*'tii»fc.!r«^ 
?'imustbe logic6i!asd.i!ational? - .fr . .'; 

Cf&^) . jdtatiiin;. dimtt^sd). '•SlWs'"^^ 
reqii^es tKsit' ffie $tenc^ ;>ibt'' 0%; 1^ 



«Vi6win^cquit;i^{^^^^^^ 
^^iiing^ t^e^.>lthm the s^riiitiipes -of . 

foP %.^^ basis on 

T!«cto.dgt^3^ 

Aether thet^ .fc^^en ,a de£ 
;!u<|gmene C%i2^«^ k Preserve (hieti^ 
Par^ Vo^ ^1^4 402, 41«;' gi ^bt. 
% 28 L^A?d:;i3^,(.19Vl); :j^^jg./^ 
yifsw of a Board decision deriy^g an aj^RM 
.CJ%n fpr p^tejRt %,.thus founded .on.'i3 
.^bhga^pji of tilje to. make tie nec- 

e^^ary, finding^, and ,to pi;ovide.ai^ ^^nijBj^ 
t|»tiye recdj^ eboy^g "the jeyid^^^a 
wWch the findings, ace based, ^ompad^ 
by the, age»cy's.,i;easoning ^ res/f^g',^ 
9Q|jcJu^ion& See In re -ZnAr iS& 
1879, 1386, 59 USPQ2d le^^^ lBgi'cF:^ 
Ow^^P (review .is on. % ^dn^inisk^tive 
recprd); Iti re Q^Hftid^ m.^M^ 
1814, 58 USPQ2d, ,1769, 'mi^ tfeigr; 
2000) . (Board decip^on "^ust be ^jji^^H 
within the four; j^pr^e;^ :pf ^e- rec^^il j 

? t4> 5J As applied to- Jhe "detennifaatiift ' 
of patentability i^eJ^^ oisrhen the Ibsi^ ;• 
obviouBness/'%.iisLMidato€intalvtha^^ 
tipns Binder 3^.U,S;a f • 108 must W bisBSi ' 
Oh ; evidence cokupreJien«|ed by . ljhi?' ^ 
guage of that eec^bn;;* ■ H m^^kem, 
lis jPM 781, 739,. 218 VBF^ m^^i^ '. 
(P0d.Oir.1988). , ©le^^ssentiaj f«<s^al^^r 
deiice^ on the issue>pf. j0bidousneais.4&'.s4 
forth in Graham John Deere Co.^'SSS 
U.8< 1):17^18, 86 S;Ot. 684;.15'L.Edi2d645i 
m USPQ 459, -467 (1966) and..eKtBnsi*fe , 
ens»±ig pEecedenfc» The patent- ieodiin^ 



0 



0 



tioii process center? on =pilor .art and the 
analpjs ,ith;^eof,.. Whw ; patenWity 
tqms on thfe.^seetion of obylo^isness/the 
s^pai^ fo^ and^ahajpis of,the {^^^^^^ 
i^il^es «yid©nce reJ^y«ot to the ftiicang <rf 
T?*e%erthere,i8,a.ie99h% 
fif^tiftn^^.^dect;an<?, ?pmbine-the refer- 
ei\ce^ irelied^p^ a^. evi^ee of obviousn^, 

^^^g^i^- P' question of fdct 

9fiWbuie references mukt be Sioroi^ and • 
searchiiy.'' /<i It juu^jt beV^^don^^^^^ 
tive evidence of record. This pS^ed^ 
las been reinfoiwd,:tn[in3^;aed6^^ 
^nd .:cajmot be dispensed, with, ^eakai 
^n^. &. :Wmmms<m : Tabacc6 Garp. v 
/i'Mt?* i|fotrfer/wa/.229 P;3d li20, .1124^ 
fy 56 . WQ2d 1456, . 145ft CPed.<3u-^000) 
Bhowm ^Qf %r^uggestion, teaching, or 
i9ptivatipii,tQ.,cQniW^^e tti,e.prior art, ref©r- 
.^ces .is, an; 'essjBntiaI cpinponent. of ^fln 

im-j V. MS..Sy$tm^: jnc,, 167 P;3d 1840 

a'^^^^^-^^^ til 

»febo^of ahin»^^ 

0*erd rnoat m Mh^ il^cfevatiott; 8%g&. 
Horijior teaching; of ^e'de^iribaity of 
%:^e%pecific cofhbfnation<aiat^ marf^ 
W^mmcs3Ht)y mPe Fine, 887- F.2d 

JST5^ 169e^r60(r^ed.Cir; 
IW ( -^teaohin^ . of refet^ces x^. be 

ce^ined:&n^ir!if.there is sctoe-sugg^^^ 
<*Mlcaitite.to(to.fl(j;?^');(en^hasi8 ih origi. 
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tefiore Hosp., 782 F.2d IS-K, . 1677 221 
U^Q ft29, 988 (Ped.Cir.1984^ ' 

pe^toeed .for" spec^^ this 
authority. See, 6:if./lniv limb, 217^ 
1365, 1871; 55 USPQ2d isis, 1817- CpS 
Cir.200or (Wcular tausV.^' 
m^e as toythe reason^e M^^ a^tteah; 
^th no faiovdedge of ilie-'i«fafaried ihven^ 
tfon^^ wolfld Kave 'siBle^ tii^se compd. 
nents^fbr cbihbination' 6i ffie- man& 

iWi even wheii; i^ie i^el ^f sltiti 1^ thS 
art fe.tt^-tfi^B^ &ust idejiti^ sfedifi: 
caUy the prihdpfe, feidwn io onfof (irdi: 
WM, that Mkg4# th^ . ti^ 
BmatSon. In ofliSr t^6rd8, th6^ Board miSst 
^Plam €he fea^onB^ofae bfoi^My ^kiH in 
tlie art would have been md^vited'to-^e^ 
lect ttie deferences iaad to combin^ thmi- tb 
J^'^^^- St'*^^ invehte-^obvious;")] 

ajniner cah satis^jr the. bW^^^ 6f showih^ 
ob^o^snesg- otthe cbinbination '^^^^^ . 
shoT^^g ioiBe 6bjec)iVev.tfeailffi/S tlid 
P^r. art or; ;thaft WiH^%e -glie^^ 
available to one of ordinarjr M in the^ 
^MJ<?4ea;rf that inidiv^^ to coMbih^ '(Kg 
'^^^l^l^^^^gsof therrfea;©^ ; 

C7^»]uMtii:i»sp^tit0' Lee's aJpHcdtiDni 
neithef. the fextoiiner ndr the Soard ade^ 
qnafely supjported iSie sdection ahd iombi- 

naMon of the i^ortrup ^d fltoderehopper 
references r=to;]fcender obvioto thar vpMch 
I/ee aescribedc^The: mnuner's condu^ory 
statement that ^e demon^fefationmode 
JS just a pi:ogranunable future which can 
be used in n;»^ny different device^] fi,r 
provl(fing.auto^lat^c introduction byadijipg 
the:, proper .programming .software'' and 
that ?anpther motivalion. vrould be - that the 
smmUa., demonstration mode W user 
Weii%,and iti fimctions as «.tut6rial? do 
not adequately addil^ss ,the i$sue of nio«. 
yatton toicombine. . 1!hiis^&ctua!..^e8tf6n 
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of^motivatioA is material to patentabilit^i 
«nd could not resbhred pa subjectiir^ 
teliel aod upknown authco^tyj,., It i^^ Im- 
proper, in, dgtermJning .whether a. person 
of^'qi^dinaiy slqll would: hay^ been, led , to 
|to . e£|^^bin^^tten^Jpf references, sfepp]^ to 
ifj^^sti W >-?Wdi ihe .inyentor, .tS^ight 
against ,i^ ;ti?a(4^.'.' W.L^ Go^"jiK, Gavr 
lock 'lnc,,J^i FM 1^40, ||;58< 220, tjS?6 
P^.J.^2jl3■\!yeiC%ia9!3^^^ Tjius:"the 
|oard.inufit -not^^i^ j^^equi- 

otrecbid^^ b^^ the jnea- 

tiie j^auijra, are deem^ 
tbsuffrfth^^^^^^^'^^^ 

.'.v.. S'v''" "-^ ' -j^i 

•• ' ^f|^?e^tiaJ;dfodi?iaI, revieFi w4@f 
1^16; AdmiWeti5|ti\^q,Rr^ce^ Act dofi^ ijfit 
reliev^ the ^i^n^ of Jts obljigati^9ij,% Je^ 
Tglop. aii eyidentiMy basis fori ite finding^ 
ITo/i^fl CQi^l^ftiy, the Administra;^^^ 
<|ure Act . r^^rces; this ^tOigfitjo^.:,^^ 

^ta*p Farm M^wl ^jSisOomMe fns. - Co.- 

^ u^. 29, s^ct: 77 tldjza 

.443 agency Mt^ioip,0>'tjie 

?^leyant da|a„a^^ 

^^/*?vi^®'^ , 1 inciucflng a 
^hd 'c^nnecftion^ between tiie facte foqhd 
f^^0-fi^^^^ inade'r'.') Cqjiotaiig: %ikm^ 
ton Tt^k Cities v. iMUd ^^mes/ M U.g. 

166, iesrsa 2Si9f 'd 'LM^M'^^i 

Chemry .€hrp.l 818 TO 80,/H- ^ jg:et 
454,i'.87 iL.Ed. i626; (1948): <'iThe, orderly 
function ^ th^iiproeess of r^^^ewlrexjuares 
thftt the^grotHads upon ;.which the admifiis- 
tuative ifigeaiijy lAqfed ; ar0i:cle^ly digdosed 
astained."). ; : .. 



48, 108 S.a. 2856 ("an agency rule would 
be arbitrary and capricious if the agency 
. . . entirely failed to' considei-' an impori 
tant aspect of the problem"); MvUim 
Department of Energy, 50 P.3d 990,* 9^ 
(Fed.Cir.1995) («It is weU established that 
agencies have a duty to provide reviewing 
d)urts wifli a scifBcient esplanatibh for 
their decisions so. that those decisions may 
be judged against the "bieVaht. statut6;py 
standards, and that failure tb provide siich 
an explanation is' grouncfe. for strikini 
down the action,"). As diseased in JVq. 
Uonal Labor Reiatwns Bd. v. Ashikem:^ 
PropeHy Mgt Corp., 817 F.2d 74, 75 (9th 
Cir.1987), an agenqr is "not free to rd^e 
to follow drcdtprdcedrait" . ; 



■a I 



^[liF In its dfeosiori bri 'lien's patetit 
application, ' thfe- BbitrtJ rbjeeled the need 
for "any speafic hint 6i Suggestibh ' in a 
pjuiictilfup ref^ncb' • to support the cbml^- 
n&tibri of l^e NortWp aMXIIiimd^Mop' 
Ifer • references. Omidsidh Udt a 'ii^fevkit 
factbf required by precedent isUotfi'te^ 
eitor and atbitt-toy^ageficy^fictiml'' S06 
Mot(^.¥ehideiMa/t^i^fac^^ U.S.- at 



[12] The foundation of the principle of 
judicial deference to the rulmgs of agen^ 
tribunals is that the tribunal has specialv 
ized knowledge and ejqjerdse, such itJial 
when reasoned findings are made,' a r^ 
viewing court may confidently defer: to ffee 
agency^s application of its knowledge in itts 
area bf expertise: Reasoned findings af^ 
critical to the perfonnance of agency fuhct 
tiohs and judidal reliance on agency com- 
petence. S&6 BiMmore 'md Ohio ILiH. 
Co. V, Aberdeen & Rodcfish R.R. Co., 89^ 
1LI.S. 87, 91-92, 89 S.Ct. 280, 21 L.Ed.2ii 
M9 (1968) (absent reasoned findings bas«ii 
on jBubstaiitial evidence effective reyiw? 
would become lost ^ the haze of sb-caiDe4 
expertise"^. The "t^oimmon . knowledge a^<i 
common sense" on \phich the .Board relied 
in rejecting Lee's application are ^lot ^e 
spedajized knowledge and e:q)ertise cqi;^- 
t^plated by the Administrative Frmr 
diu-e Act. Condusory statements; such, as 
those here provided do not fulfill the agetir 
cy'B obligation. This court explained ia 
Zurko, 258 P,8d at 1885, 59 USPQ2d- it 
1697, that 1'defidendes of the ctted i!ef^ i 
ences pannot be remedied by the Board's 
general conclusions about viiat is "basic 
kno^edge' or. 'common sense.' " The 



Cttoasin rM 1338 (Fed. Or. 2002) 



1345 



Bo^rd'fi flnoHnge n^qst exl^ni to. all inateri: 
al facts and must be documevted.pn the 
iieeord, lest the *^az^. of .s(hcyalled expey- 
ti^e" acqufee insi4ati0p fr^m,i»ccQiwtabiii: 
<y. . "Common kno\tiedge and common 
sense;>yen if assumed to derive from the 
agency's 'exi)taidBej db'^iidt' sti^ for 
authority when the law requires iauthority. 
See AUentom Mack, 522;XJ.S, dt 376, ll8 
S.Ct. 818 C*Be6siiiTj^|&on^Mecisionmak- 
ing demands it, and because the systemic 
consequences of any otixer approach are 
unacceptable, the Board must be required 
to apply in fact Uie dearjy understood 
legal standards that it enunciates in princi- 

The case on ^di^i Board relies for 
its d^arture from precedent, In re Bozek, 
67 CaPJL 713, 4ie 1385, 163 USPQ 
8«f if^«69)v iiidgtMrs iH^tioiis- ^^ommon 
knowledge and co^mion sensiB,'' the CCPA 
stating that the phrase was used by the 
Solid^j?. to support the p^fja^d's qondusion 
of oljviQusriess.;jba^§d oni^^deiiQe in the 
prior art. Boz/Rk did not hold that cpmmon 
knowledge and coriimon saifie are a substi- 
tute for evidence, but only that, they may 
be applied to anajyds of the evidence. Bo- 
2# did not .hold that objectt<^ aniilysis, 
proper authority, and ^reasoned Jfling^ 
can be 9n#ted from JBpqiii ^e^ions^ 
4oes..p<M^^i ,afteB tUrty-|wo;,yeare ,pf 
l^n,routw«feh the 4p^its 9j[;^!tflfjgS:,«f 
<^e<>Federal Cfrcuit and^i^e (^i)urt of.Cusr 
toms and J^atgnt^vApp^ 
%?'<9f -.P^^^^brntyi-^jist }^ i^edi- oii 
.cQijrt^h^ .^fliark^d, in 

V:.X0 /«<j:/iS3.B;idaS4i*185^^^ 

f;^h'M^t^W^M S'Omt^ii itnowledge 
1^°^! . . '^^^^ ifegJf ;;Btta|ce jt sp" 
a]^enj;,§w4inc^p^ 

- ..[ISfriei;; ;Tbe determinati0^.^.oftpat^tar 
blli^f;Offivthfi .ground riofiiaobm 
»Jto»*tely !fin^..t)f judgment. . In .iftjri^OT- 
WweM the.Jttdgment$tprpc€8s,^fi.patent 



examination procedure senrgs both^^ to. find, 
and to place on the official record,, that 
which has been considered w^ respect to 
patentability. The patent examiner imd 
the Board are. deemed toiMve esq)erifence 
in the> field of the iftventibn; however, this 
ejqjerience, insofar as applied to the deter i 
liaination of patental)i%; m«gt^be applied 
from the -viewpoint of «th? person' having 
ordinary skm in the art to which said 
subjecfcina^ pertains," thfe words of eeqj, 
ttoha(Wv--Ih^idiitg'there^^ 5ii 
adfee^iiig the significance of the pri^ serii, 
Md iri naaldhg tilP ultimate dPtei^att^ii'^ 
bf fee isstte of obvibubness, the' esElEiiMiier 
and the Board are jiresumed to aibt fr6i4i 
this viewpoint, :Thus -Wliett th^y i?^ 
what tij^sy asse?*: to, be general knowledge 
to ndgafe jftatentabihty, . .that - knowledge 
must be articulated suid plfeeed on the; ree* 
brd; -The-fiail^ 

with either • effective; admiuistratiyef^proce-- 
dure or 'effective j\idMkl'i«eVieW.:i 
board: canr^t^ refy ooiielusofy. state' 
mfenfe vi*eft>^6alittg^th; parties 
natiotis of prioi* kt knd spe6ific^claim^;^lmt. 
inttef -^^t foiih the ra#>riale on wMdi it 
reli^.''"''' " • ■ ■ ■• • I:-' 

.•■•"V' .- u ^l^- 

Ati^mjtdtim'€h\>Undd'>'^^^^^ "... ... 

.'^At;oral-;^ 

p6se(^ irit^i^^ gi;;^ttn^ds i)^"v^(^^ t^ 
eiMt] v^^'ismM the board^^ ci^a^^^ 
bowwer; ;W^t^^ 

''covurte.m^ty;'^^^^ 

ffost. hois .ration^ljzati^ agenpy- aetip|j!." 

new agency ;jiw||fications :^epi^^ 
grieved. par%.Qf .:a;faip 0^^ 
pp*1i:itfi R9??^o^l>; l%s.r^yj<S[«r of flj^i^^^^^ 
istc5ijiv«;,^ecidpn hiii8t,j^(Et;;,made ^o^j.^ti^ 
mm^i'ji^^, m .^l?Xi>A^;-?ag?ncy. , ' % 
tlwpe/gEQupds -are injsdequiat^ ii?!5-hnpr<^i 
the.^pQji^.is!^i0^1^s.tosa|^ JVin^i- 
istratiye actipn by giifesjtitutingwhatitiCpnr 
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fiiderffi t&'^fe 'moi«i<adeqtt«t&-'iar' -proper 
^my'-Cmp:i 832^ms. 194; 196,^ 67 SiGt. 

ill Federai Eledim ^Qcnimhi m Minii 624 
U.S. lly 26, 118 SiGt. 1777v« lM hm2A 10 
(1998), a rev^evdng cptirtu agrees that 
fee ligeocy .Toisinterpr^d tte'ilaw, it. ^ 
eet .iwide'the agejacj^s action todiremtmd 
4ihe c^sft-reven tlioiig^ the «|9lp<^ a 
new jury after a ttusjsrfal) , nii^1j;Mtep,;an 
^e ^eroi^e of Jts.fewftiJ, ctoocetioiiji^reaqji 
the flajtne result jpefiept^^re^ 

I m:- : 4e?llne . ito . con^der . ij^ptenia^j^ 
groi?n(3^ that ini|^;:f^pi^.J^»e..3Qard's 
.4e(Mpfl. . ..... 

:il7J SbiBld. admiiifetraittve. procedure 
re^pdres that the .ageBcy ap]^ the law to 
aecoTClanee with statute; and. precedent. 
. Th0;agenQf tribimal must iraOce ^findin^^^ of 
relevant fa^ts, and .]preseijt'its reasoning in 
sufBdent detaplthsitithe aova^'ioscy icondudt 
meaningfol review of the agency action: 
In ](tff^^Tele!iii8wn NemJMivctors A$^f^ 
FCGi. 184 ^^d . 873 (p.C,Cir;1999^ the 
isoinjt, v#scnss^ . jthe "fine,; fine feetvyr^n 
agency reasoning that is 'so crippled a§ iio 
be unlawful; and action that is potentially 
lawfbl but insufficiently OE<,inappropriatply 
ej^lained," qi^oltog from (Qheckpshy v, ^e- 
<yiirUie8 4EjDcIu_C(^ 452, 464 

0.C,<;^.lq^);..^e.^^ j^at 

practic^ to vacafe il^e J^g^^B ordev^ 
while 'iii. the latter <^e cpu^ freqi^^^ 
rematids for;furtHer eH>i^natIo6 (iriclud^ 
^^M<m'6t the rel^vaiit f&&^ri andpi-e- 
fe^erits) ^ 'judgment ' on 

i^e^ lavWijinM "df the &|eh§r'B pi^po^ed 
i^tioh." -lioL' a,t 888,, iii' this case the 
B6ard'B anal^i^ pf the^Eiee'iriveiition do^s 
lioft coinpbrt iwthi ^dthei^ the Ic^gSI require- 
ments fdr det^^oinatibn of '^bvidui^^ or 
ivith the requi^meiits ef thW AdminiStra- 
tlVfe-Procedtu-e Act that the ageht^ tiibu- 
nal 6et forth the? finsding^ and ^eacpUtoatiSn^ 
needed for ^'reaisoned dedsiotim^dihig.v 



See Ov0tm^mf'^m^um^^ ^ 

a€t:- 8M':^tfeifil^tntoiSirWr: ftfita'^pwiem^ 
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